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PART I 


THE USE MADE OF THE FEDERAL RULES OF CIVIL PROCEDURE IN 
TRADE-MARK INTERFERENCE PRACTICE* 


By Arthur D. Bailey** 


When it comes to the general law of trade-marks, I have always thought 
that an Examiner of Interferences should be seen, but not heard, except in official 
decisions in cases that he is required to determine, and have reason to suspect that 
some members of this Association may have entertained similar ideas, more espe- 
cially during the presentation of their oral arguments on hearings in inter partes 
trade-mark cases. The subject on which I have been permitted to speak at this 
time, however, involves a distinct problem as to which the law of trade-marks is of 
secondary interest. I have been directly connected with that problem since 1942, 
prior to the adoption of the Federal Rules of Civil procedure as a part of the pro- 
cedural rules of the Patent Office, and therefore welcome an opportunity to submit 
to you a factual account in respect thereof. As you all know, the Trade-Mark 
Act of 1946, like that of 1905, which it has superseded, provides for three types 
of inter partes proceedings in the Patent Office: interferences between applications 
or applications and registrations for conflicting marks; oppositions filed under the 
provisions of Section 13 of the Act that any person who believes that he would be 
damaged by the registration of a mark may file a notice of opposition thereto within 
a specified period following the publication of the mark in the Official Gazette; and 
cancellations under Sections 14 and 24, respectively providing for the cancellation, 
upon applications of persons who may be damaged thereby, of marks registered on 
the principal and supplemental registers. Statutory provision for concurrent regis- 
trations is also made, for the first time, by the Act of 1946, but a concurrent regis- 
tration proceeding thereunder is merely a species of interference and is largely 
governed by the same rules. 

In interferences, priority of use of the involved marks ordinarily constitutes 
the sole issue to be determined, and were these the only inter partes trade-mark 
proceedings conducted in the Patent Office, it doubtless would be preferable to 
govern them by a set of self-contained rules, similar to the Rules of Practice in 
Patent Cases. A notice of opposition or petition for cancellation, however, must 
contain a statement of the grounds upon which the right of registration of the 
applicant or registrant may be challenged, as well as facts from which probable 
damage to the opposer or petitioner may be inferred. Such a statement corresponds 
to a complaint in a civil action in a Federal court; and a comprehensive set of rules 
covering pleadings and procedure with respect thereto consequently is imperative 
in such proceedings. The Federal Equity Rules, which formerly were employed 
for this purpose, were superseded by the Federal Rules of Civil Procedure in 1944. 


* Address before American Patent Law Association Meeting, at Washington, D. C., 
January 1952. 
** Examiner of Interferences, United States Patent Office. 
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The Trade-Mark rules of the Patent Office relating to inter partes proceedings 
are designed to cover special procedures incidental to the language of the trade-mark 
statutes and to the particular manner in which the Patent Office must conduct 
business; and the Federal Rules of Civil Procedure have been adopted only as a 
supplement thereto. As specified in Trade-Mark Rule 23.1: 

“Except as otherwise provided, procedure and practice in contested or inter partes 


proceedings shall be governed by the Rules of Civil Procedure for the District Courts 
of the United States wherever considered applicable and appropriate.” 


In any situation in which a party may seek to invoke a Civil Procedure rule, 
therefore, the first question presented is that of whether or not it is otherwise pro- 
vided by statute or Trade-Mark rule, and the second, of whether or not the Civil 
Procedure rule in question is applicable and appropriate. 

Many of the Civil Procedure rules obviously can have no application in trade- 
mark cases in the Patent Office; many are as clearly applicable and appropriate in 
whole or in part; and there are others as to which this question has proved to be 
controversial. I will endeavor to give a brief resumé of the practice developed in 
the Patent Office under those rules and will refer, usually in the order of their 
occurrence, to substantially all of the rules which have been specifically applied, 
or the application of which has been specifically refused, in cases considered by the 
examiner or appellate tribunals, and will omit reference to any of the rules which 
so far as can now be determined have not been directly considered by either. Where 
no authoritative rulings are known, the views expressed in this respect will be those 
of the examiner. There have, however, been rulings by appellate tribunals on most 
of the seriously debatable questions raised before the examiner under the Civil Pro- 
cedure rules, and where such rulings have not been available, the examiner on 
many such questions has been guided by interpretations of the rules tby the Federal 
courts. For convenience, those cases to which I may particularly refer will be iden- 
tified by but a portion of their titles; unless otherwise indicated the rules mentioned 
will be Civil Procedure rules; and the parties to oppositions and cancellations will 
in general be referred to as plaintiffs and defendants. 

An opposition or cancellation is instituted by the initial action of the examiner 
in forwarding to the defendant a copy of the complaint, accompanied by an 
official letter containing pertinent data and a specified time limit for the filing of 
an answer. From that point on, almost anything can happen. 

Rule 6(b) provides that the court, where no absolute time limit is fixed by 
either statute or rule, “may at any time in its discretion” grant extensions of time 
“where the failure to act was the result of excusable neglect.” The Patent Office 
has followed a somewhat liberal practice in the exercise of such discretion, particu- 
larly during the initial and intermediate stages of proceedings. If a delay of a 
day or two in the filing of an answer or other paper may be attributed to the state 
of the mails, it is accepted nunc pro tunc. Likewise, additional time for filing 
answers, briefs on motions, and for taking numerous other actions may be obtained 
if request therefor, accompanied by a reasonably satisfactory explanation for the 
delay, is seasonably made. Where it is sufficiently shown that the delay is the result 
of inadvertence, accident or mistake, any objection to the extension requested may 
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not be sustained unless it clearly appears that to grant it would prejudicially affect 
the adverse party as to the merits or as to some definite procedural right. And 
since time seldom is of the essence in trade-mark matters, it is quite difficult to 
establish such prejudice because of the delay of a few days or a week or so which 
is ordinarily involved under this rule.1 The same practice is also applied as to 
setting aside the entry of a notice of default under Rule 55(c), where a reasonable 
excuse is offered, and it appears that the defendant desires to contest the merits in 
good faith. 

Except as modified by special provisions of the Trade-Mark rules on the subject, 
pleadings and motions and procedure relating thereto are governed by rules 7 
through 15. The practice followed thereunder in the main conforms with that 
of the Federal courts and commonly involves questions presented in the early stages 
of the proceedings by the several types of motions specified therein, the most popular 
of which are motions to dismiss for failure to state facts on which relief can be 
granted (Rule 12(b) (6) ), and motions to strike (Rule 12(f) ). 

Considerable latitude necessarily must be allowed as to the contents of plead- 
ings; and except in aggravated situations, it can serve no useful purpose meticulously 
to examine and strike out argumentative, redundant or immaterial matter which 
may be interspersed with material statements. Readily separable allegations, how- 
ever, which unquestioningly are immaterial or otherwise objectionable or consti- 
tute an insufficient defense, will be stricken on motion.” This includes any affirma- 
tive defense involving a collateral attack upon the validity of a registration pleaded 
by a plaintiff, in view of the settled rule established by the Court of Customs and 
Patent Appeals that the validity of a registered mark may only be challenged 
directly by way of an application for cancellation by anyone claiming to be dam- 
aged thereby.* It is not often that parties are careless enough to make admissions 
justifying entry of judgment on the pleadings. There have, however, been instances 
of this. But the provision of the last mentioned rules which accounts for more 
mental exercise than any other is that of Rule 12(b) (6) for dismission a complaint 
for failure to state facts on which relief can be granted. 

It is the rule of the Federal courts that a pleading must be construed in the 
light most favorable to the pleader, and that when so construed, a motion to 
dismiss under Rule 12(b) (6) may not be granted unless it appears to a certainty 
that the plaintiff would not be entitled to relief upon any state of facts which might 
be proved in support of his complaint.° Such motions not infrequently have been 
granted for failure of the complaints to state facts which tend either to defeat the 


1. Manuscript decisions on petitions to the Commissioner of Patents. 

2. Ferrocart Corporation of America v. Vogt, (C. P.) 62 U. S. P. Q. 187; Sharp @ 
Dohme, Inc. v. Brookfield Laboratories, (C. P.) 85 U. S. P. Q. 82. 

3. Brown & Bigelow v. The International Silver Co., (C. P.) 86 U. S. P. Q. 460; 
The Coca-Cola Co. v. Rodriguez Flavoring Syrups, Inc., (E. in Ch.) 89 U. S. P. Q. 36; 
The Crown Overall Mfg. Co. v. Tardy, (C. P.) 90 U. S. P. Q. 238. 

4. American-La France-Foamite Corporation v. Walter Kidde @ Co., Inc., (C. P.) 
79 U.S. P. Q. 269. 

5. Avrick et al. v. Rockmont Envelope Co., (C. C. A., 10th Cir.), 69 U. S. P. Q. 431; 
Frederick Hart & Co., Inc. v. Recordograph Corporation, (C. C. A., 3rd Cir.), 78 U. S. P. Q. 
310; The Jacobs Bros. Co., Inc. et al. vy. Lord-Taber Co., Inc., (D, C., W, D., N. Y.) 
75 U. S. P. Q. 71. 
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right of registration of the defendant or to establish that the plaintiff possesses a 
proper interest in the subject matter.6 The greatest difficulties are encountered 
where motions of this kind are based upon a denial of allegations that the marks 
and the goods of the parties are such as to be likely to cause confusion or mistake 
or to deceive purchasers. That question ordinarily involves mixed matters of law 
and fact, and where it is reasonably arguable, the general rule applies, and it may 
not be resolved without giving each of the parties an opportunity in which to 
introduce proofs.?7 Thus, in the “Hershey” case, although the goods of the parties, 
consisting of tobacco products and chocolate, respectively, obviously possessed dif- 
ferent descriptive properties, the proofs of the petitioner convincingly showed that 
their sale under the same term “Hershey” would be likely to cause confusion as to 
origin.® As a further illustration, on the other hand, the plaintiff in the “Alligator” 
case, following a denial of a motion to dismiss, was unable to convince the examiner 
or the Commissioner, upon the proofs adduced, that the use of the same mark 
“Alligator” as respectively applied to such widely divergent commodities as tobacco 
products and articles of wearing apparel would be likely to result in confusion.® 
The latter case and others seem indicative of a somewhat widespread misappre- 
hension as to the purpose of omitting from Section 2(d) of the Act of 1946 the ex- 
pression “merchandise of the same descriptive properties” contained in the cor- 
responding portion of the Act of 1905. The Federal courts and the tribunals of the 
Patent Office agree that that omission involves no change in the fundamental 
principle that trade-marks may not be owned in gross, and that the language of 
the new Act in this respect involves no more than a recognition of modern concepts 
of the common law.!° Where, therefore, it appears upon the face of the matter 
that the descriptive properties of the goods of the parties are wholly dissimilar, the 
plaintiff in the first instance must make at least some showing of the probable 
existence of special conditions tending to indicate that confusion or deception of 
purchasers nevertheless would be likely. And in the absence of any such showing, 
by averments of the complaint or otherwise, the defendant is entitled to summary 
dismissal of the proceeding on interlocutory motion.!! On the foregoing premise, 
proceedings involving the following goods and/or services were dismissed on 
motion notwithstanding the similarity or identity of the marks indicated: 


6. E. I. du Pont de Nemours & Co. v. Celanese Corporation of America, (C. C. P. A.) 
77 U. S. P. Q. 364; The Coca-Cola Co. v. Rodriguez Flavoring Syrups, Inc. (E. in Ch.), 89 
U. S. P. Q. 36; The Oxweld Railroad Service Co. v. Eutectic Welding Alloys Corporation 
(C. P.), 83 U. S. P. Q. 254; Cosmetics, Inc. v. Coty, Inc. (C. P.), 76 U. S. P. Q. 8; 
Juliana Underwear Co. v. Julius Drittel (C. P.), 70 U. S. P. Q. 40; New England Glass 
Works, Inc. v. Untermeyer, Robbins & Co. (C. P.), 74 U. S. P. Q. 137. 

7. Aovrick et al. v. Rockmont Envelope Co. (C. C. A., 10th Cir.), 69 U. S. P. Q. 431; 
The oes Bros. Co. Inc. et al. v. Lord-Taber Co., Inc. (D. C., W. D., N. Y.), 75 
U. S. P. 1 

8. Hershey Chocolate Corporation v. Yorkana Cigar Co. (E. of I.) 40 T. M. R. 337. 

9. The Alligator Co. v. Larus & Brother Company, Inc. (C. P.), 86 U. S. P. Q. 332. 

10. The Greyhound Corporation v. The Robinson Houchin Corporation (E. in Ch.), 
89 U. S. P. Q. 621; Graybar Electric Co., Inc. v. Bretton Shirt Corporation (C. ay’ 
87 U. S. P. Q. 119; The Alligator Co. v. Larus &@ Brother Co., Inc., (C. P.) 86 U. P48. 
332; Sunbeam Lighting Co. v. Sunbeam Corporation (C. C. A., "Oth Cir.), 86 U. S. P.O s 

C. Johnson & Son, Inc. v. Johnson et al. (C. C. A., 2nd Cir.), 81 U. S. P. Q. 50. 

i The Greyhound Corporation v. The Robinson Houchin Corporation (E. in Ch.), 

na Ps . Oy 621; Graybar Electric Co., Inc. v. Bretton Shirt Corporation (C. P.), 87 
1 
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(a) (b) 
“Graybar” :— Shirts and jackets Various electrical appliances!” 
“Greyhound” :— Bus service Optical machines!* 
“Payloader” :— Aircraft seats Tractor shovels!4 


“Triple Check” and _ Field and garden seeds Base metal cooking ware!® 
“Tri-Check,” respec- 

tively:— 

Similar designs:— Heating apparatus Soap?6 


Counterclaims for cancellation under Rule 13 are permissible in both cancella- 
tions and oppositions.17 A counterclaim constitutes an independent cause of action 
which must be pleaded as fully as a separate complaint and must conform with the 
Patent Office rules relating to applications for cancellation.1* Inconsistent claims 
or defenses in answer and/or counterclaim are permissible and may be stated 
alternatively, or hypothetically, under Rule 8(e).19 And a counterclaim is separately 
appealable and may be separately considered and determined under Rule 42(b).?° 


In the “Hannis” case,” the Court of Appeals of the District of Columbia over 
forty years ago ruled that a notice of opposition could not be amended outside the 
statutory time limit of thirty days for the filing thereof. That ruling was recently 
followed by the Court of Customs and Patent Appeals in the “Scholl” case,?* in 
which the court in effect held that the statute in this respect supersedes anything to 
the contrary contained in Rule 15 on amended and supplemental pleadings. This 
has resulted in some anomalous situations; however, there is no such impediment 
to the application of Rule 15 in cancellations. In the “Academy” case, for example, 
seventeen registrations for the mark “Academy Award,” as applied to as many 
different classifications of goods, were cancelled as having been obtained fraud- 
ulently, although fraud was not pleaded in the petition. But the proofs and argu- 
ments in that case were primarily concerned with that question, and as expressly 
provided by Rule 15(b), the issue thereby presented was treated in all respects as 
though it had been raised in the pleadings.?% 

Referring to Rule 21, relating to joinder of parties, parties-plaintiff may be 
joined if their interests are joint; and it usually is of no particular consequence 


12. Graybar Electric Co., Inc. v. Bretton Shirt Corporation (C. P.), 87 U.S. P. Q. 119. 

13. The Greyhound Corporation v. The Robinson Houchin Corporation (E. in Ch.), 
89 U. S. P. Q. 621. 

14. Opposition No. 30,448 (E. of I.). 

15. Opposition No. 30,725 (E. of 1.). 

16. Cancellation No. 5398 (E. of I.). 

17. Lantz Bros. Baking Co. v. The Whipple Co. (C. P.), 63 U. S. P. Q: S. 
18. United-Rexall Drug Co. v. Unacal Products, Inc. (C. P.), 67 U. S. P. Q. 115; 
The United States Time Corporation v. Medicated Products Co. — P.), ta U. 3, P. &. 377. 
19. Goodall-Sanford, Inc. v. The Landers Corporation (C. C. P. A.), 89 U.S. P. Q. 6 
Brown & Bigelow v. The International Silver Co. (C. P.), 86 U. S. 'P. QO. 460. 

20. Brown @& Bigelow v. The International Silver Co., (C. P.) 85 U. S. P. Q. 171; 
The Coca-Cola Co. v. Rodriguez Flavoring Syrups, Inc. (E. in Ch.), 89 U. S. P. Q. 36. 

21. Hannis Distilling Co. v. Geo. W. Torrey Co., 1909 C. D. 338, 32 App. D. C., 530. 

22. The Scholl Mfg. Co., Inc. v. Simon (C. C. P. A.), 72 U. S. P. Q. 518. 

23. Academy of Motion Picture Arts @ Sciences v, Academy Award Products, Inc, 
(E. in Ch.), 89 U. S. P. Q. 451. 
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whether or not they may have joint interests if each thereof files the statutory fee 
in a proceeding under the trade-mark act.?4 Where their interests are several, 
however, and only a single fee is submitted, an election will be required as between 
them. For like reason, a person who acquired title to the plaintiff’s rights prior to 
the filing of the proceeding may not be permitted to intervene under Rule 25.”5 
Nor may a stranger intervene under Rule 24(b) upon the basis of independent 
rights as against either or both the plaintiff and the defendant.?® 

Since all testimony in proceedings in the Patent Office is taken by deposition, 
discovery depositions under Rule 26 are inappropriate by reason of the provision 
of Trade-Mark Rule 23.4 that “no testimony shall be taken except during the times 
assigned.”*7 And while the Patent Office rules relating to testimony in almost all 
other particulars appear to preclude resorting to the Civil procedure rules on this 
subject, it has been held that the Patent Office, under Rule 30(b), may limit the 
scope of examination of witnesses.2* But this may be done, of course, only where 
there is evidence that a party has intentions of preceeding beyond proper limits. 

The examination can recall only two instances where application has been 
made for expenses and attorney’s fees under Rule 30(g)(1) because the party 
giving notice of taking testimony failed to attend and proceed therewith. The Patent 
Office lacks jurisdiction to grant such an application; but may apply the even more 
salutary remedy of refusing the guilty party a further opportunity in which to take 
testimony should he be unwilling to accept a reasonable offer of compromise.?9 

Depositions upon written interrogatories under Rule 31 are inappropriate in 
view of the provision of Patent Rule 272 that testimony shall be taken on oral 
examination. 

Under Rule 41(b) a defendant in a Federal court, immediately following com- 
pletion of the plaintiff’s evidence, may move for dismissal on the ground that “upon 
the facts and the law, plaintiff has shown no right to relief,’ and he may do this 
without waiver of his own right to take testimony should the motion be denied. 
Under Patent Office rules, however, the testimonial record of neither party need be 
filed until after the times for taking the testimony of both have closed; and by some 
inexplicable coincidence, Examiners of Interferences have been uniformly deficient 
in the clairvoyance which is essential to the consideration of testimony in absentia. 
It was for substantially such reasons that the Commissioner in the “K. & S.” case 
held that Rule 41(b) is inappropriate in proceedings in the Patent Office.®° 

Rule 56 provides for summary judgment on motion of either party if the plead- 
ings, evidently material, and any affidavits on file show “that there is no genuine 
issue as to any material fact, and that the moving party is entitled to judgment as 


24. Technicolor Motion Picture Corp. et al. v. Columbia Broadcasting Systems, Inc. 
(C .P.), 69 U. S. P. Q. 260. 

25. Sweets Laboratories, Inc. v. The Proctor & Gamble Co. (C. P.), 66 U. S. P. Q. 326; 
Hyland v. Givaudan-Delawanna, Inc. (C. P.), 71 U. S. P. Q. 14. 

26. Luxury Furniture Co. v. Leon A. Familiant (C. P.), 171 Ms. D. 935. 

27. Consolidated Cosmetics v. Lucien Lelong, Inc. (C. P.), 83 U. S. P. Q. 394. 
- .  . ren Co. v. Wm. Anderson Textile Mfg. Co., Ltd. (C. P.), 63 

29. Harbridge v. Perrin (C. P.), Ms. D. 126; Cancellation No. 5605 and Concurrent 
Use Proceeding No. 59 (E. of I.). 

30. K. & S. Corset Mfg. Co., Inc., v. Hanskat (C. P.), 79 U. S. P. Q. 89. 
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’ 


a matter of law.” In the language of the Circuit Court of Appeals in the ‘“‘Freder- 
ick Hart” case, affidavits in support of motions for summary judgment “may be 
considered for the purpose of ascertaining whether an issue of fact is presented, but 
they cannot be used as a basis for deciding the fact issue.”*! Hence, an affidavit 
as to factual matters in controversy, which are peculiarly within the knowledge of 
the party making the affidavit, cannot be accepted in lieu of evidence regularly 
introduced as provided by the rules; nor can there be any occasion for calling upon 
the adverse party to submit a counter-affidavit thereon. Thus it is, that whether 
based upon affidavits or otherwise, the summary judgment procedure may only be 
applied where the record contains undisputed facts which entitle a party to judg- 
ment as a matter of law. Motions under this rule therefore present no particular 
problems. In fact, substantially the only error that the examiner has ever made in 
such cases has been to give judgment to the wrong party. 


Trade-Mark Rule 23.1 provides that the taking of testimony and the final hear- 
ing correspond to trial; and Rule 56, which essentially constitutes a part of the 
pre-trial procedure, is rarely applicable after commencement of the trial, at least 
in proceedings in the Patent Office. At that stage of the proceedings there are, or 
should be, issues of material fact to be determined. After the prima facie proofs 
of the plaintiff have been introduced, the defendant consequently should then either 
introduce his own evidence or waive the right to do so; and whichever course he 
may adopt, each of the parties is thereafter entitled to have the case proceed to 
final hearing for determination of the merits on brief and oral argument. 


On further matter of possible interest in connection with Rule 56 is the fact 
that the decision of the court in the “Graphol” case,** wherein registrations under 
the Act of 1905 were found to constitute constructive notice of rights claimed there- 
under, has precipitated a sizable number of motions for summary judgment, based 
on the defense of laches, in cancellation proceedings involving registrations of more 
or less antiquity. The law is clear, however, that mere delay in asserting a trade- 
mark right cannot, in and of itself, sustain the defense of laches, since it is but one 
of many possible factors which may either support or operate to defeat that 
defense.*4 In the absence of anything other than a citation of the “Graphol” case, 
it therefore has seemed proper to deny such motions forthwith. 


There remains to consider the practice followed in the Patent Office under 
Rules 33, 34 and 36, relating to discovery. These rules, which constitute a part of 
the pre-trial procedure, and therefore are ordinarily inapplicable after commence- 
ment of the trial,?° properly may be employed only for the purpose of obtaining 
factual information which may be both relevant and material to the statutory issues 
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actually presented in a case, or which may reasonably be calculated to lead to the 
discovery of admissible evidence thereon.3® As to this, however, where a proceeding 
involves the issue of priority of use of independently acquird trade-marks, there 
can be no proper occasion for allowing either party to obtain advance information 
under these rules as to the existence and nature of any particular evidence on that 
question which might be available to the other. To require a defendant, or the 
senior party to an interference, to furnish discovery relating to his own case on 
priority, would be tantamount to shifting the burden of proof; and, as stated by the 
Commissioner in the “Lockwood” case,37 it is incumbent upon the party in the 
position of a plaintiff “to make at least a prima facie case before his adversary need 
adduce any evidence * * *.” It similarly could serve no proper purpose, in such a 
case, to require a plaintiff, or the junior party to an interference, to make discovery 
pertaining to his own case on the issue of priority before the taking of his testimony, 
since evidentiary matter introduced under these rules cannot constitute proof on 
behalf of the party supplying it, and unless the party in the position of a plaintiff 
proceeds with the introduction of proofs within the time allowed for that purpose, 
judgment will be entered against him under Trade-Mark Rule 24.4. Furthermore, 
the beforementioned doctrine that a registered mark of a plaintiff may not be col- 
laterally attacked, precludes any fishing expedition designed to secure a foundation 
for such an attack.°* But there is one important item of information bearing on the 
issue of priority for which discovery has been considered proper. A party to a con- 
tested proceeding is not confined in his proofs to the earliest date of use of his mark 
which is claimed in his application or registration,®® and to avoid surprise in that 
respect, therefore, each of the parties is entitled to a disclosure of the first date of 
use on which the other intends to rely in the case. 


Another point occasionally arising under the discovery rules is, that by means 
thereof, parties sometimes have attempted to inject the question of concurrent ter- 
ritorial rights in proceedings relating solely to the matter of registrability under the 
general provisions of the Act of 1946. The right of a party to registration as a 
concurrent user of a mark, however, may only be determined in a proceeding involv- 
ing an application for concurrent registration.£° Discovery on that point in other 
types of cases accordingly has been refused, since in any legal proceeding the question 
of allowability of interrogatories and the like necessarily depends, in the first instance, 
upon the question whether they are relevant to the issues actually presented for 
determination. To express this more broadly: in the Patent Office, as elsewhere, a 
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U. S. P. Q. 158; Bourjois, Inc. v. Parfums Schiaparelli, Inc. (C. P.), 61 U. S. P. Q. 524; 
American Chewing Products Corporation v. Gumakers of America, Inc. (C. P.), 75 
U. S. P. Q. 333. 

37. Robert M. Raphael (Lawrence A. Lockwood, assignee, substituted) v. Brody Mfg. 
Co., Not Inc. (C. P.), 169 Ms. D. 289. 

38. Celanese Corporation of America v. American Viscose Corporation (C. P.), 63 
U. S. P. Q. 158. 

39. Heger Products Co. v. Polk Miller Products Corp. (C. C. P. A.), 409 O. G. 842, 
47 F(2) 966; Elder Mfg. Co. v. International Shoe Co., 86 U. S. P. Q. 269. 

40. Ex parte Stauffer Chemical Co. (C. P.), 80 U.S. P. Q. 180; Baxter Laboratories, Inc. 
v. Don Baxter, Inc. (C. P.), 87 U. S. P. Q. 122; Anderson-Prichard Oil Corporation v. 
Perinol Products Co., Inc., (C. P.), 87 U. S. P. Q. 218. 












42 T.M.R. RULES OF TRADE-MARK INTERFERENCE 283 


proceeding may not be entertained as a merely exploratory device for the discovery 
of a possible basis for some subsequent proceeding. 

In accordance with the decision of the Circuit Court of Appeals in the “Newell” 
case,*! which was cited and followed by the Commissioner in that of “Gumakers,”’** 
requests for discovery, although otherwise admissible, may be rejected to the extent 
that they may be cumulative, onerous, or unreasonably burdensome. And where a 
party seeks discovery concerning the world and all that is in it, his inquiries further 
may be appropriately restricted in scope under Rule 30(b), as expressly provided by 
Rule 33. 

Unlike the infinite variety of questions as to which discovery may be appropri- 
ate in proceedings in the Federal courts, the issues which may be raised in the Patent 
Office under the trade-mark statutes are quite limited in both kind and scope; and 
they commonly afford little, if any, real basis for employing the rules governing dis- 
covery. Those rules are practically indispensable in cases relating to the question of 
abandonment of marks and they also have had effective application in matters such, 
for instance, as devolution of title, contractual relationships between the parties, and 
a few others. In connection with the issue of likelihood of confusion in trade, how- 
ever, the discovery procedure, in the estimation of the examiner, has been altogether 
futile in the ratio of nine or more cases out of ten. 

In closing, certain of the practices, to which I have referred, which have been 
adopted in solving particular problems arising under the Rules, as yet have not been 
reviewed by appellate authority. As to these, therefore, it remains to be seen whether 
or not there has been an improper use, or non-use, of the Federal Rules of Civil 
Procedure in Trade-Mark Interference Practice. 


41. Newell et al. v. Phillips Petroleum Co. et al. (C. C. A., 10th Cir.), 144 F(2) 338. 
42. American Chewing Products Corporation v. Gumakers of America, Inc. (C. P.), 
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which is claimed in his application or registration,®® and to avoid surprise in that 
respect, therefore, each of the parties is entitled to a disclosure of the first date of 
use on which the other intends to rely in the case. 


Another point occasionally arising under the discovery rules is, that by means 
thereof, parties sometimes have attempted to inject the question of concurrent ter- 
ritorial rights in proceedings relating solely to the matter of registrability under the 
general provisions of the Act of 1946. The right of a party to registration as a 
concurrent user of a mark, however, may only be determined in a proceeding involv- 
ing an application for concurrent registration.£° Discovery on that point in other 
types of cases accordingly has been refused, since in any legal proceeding the question 
of allowability of interrogatories and the like necessarily depends, in the first instance, 
upon the question whether they are relevant to the issues actually presented for 
determination. To express this more broadly: in the Patent Office, as elsewhere, a 
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proceeding may not be entertained as a merely exploratory device for the discovery 
of a possible basis for some subsequent proceeding. 

In accordance with the decision of the Circuit Court of Appeals in the “Newell” 
case,*! which was cited and followed by the Commissioner in that of “Gumakers,”** 
requests for discovery, although otherwise admissible, may be rejected to the extent 
that they may be cumulative, onerous, or unreasonably burdensome. And where a 
party seeks discovery concerning the world and all that is in it, his inquiries further 
may be appropriately restricted in scope under Rule 30(b), as expressly provided by 
Rule 33. 

Unlike the infinite variety of questions as to which discovery may be appropri- 
ate in proceedings in the Federal courts, the issues which may be raised in the Patent 
Office under the trade-mark statutes are quite limited in both kind and scope; and 
they commonly afford little, if any, real basis for employing the rules governing dis- 
covery. Those rules are practically indispensable in cases relating to the question of 
abandonment of marks and they also have had effective application in matters such, 
for instance, as devolution of title, contractual relationships between the parties, and 
a few others. In connection with the issue of likelihood of confusion in trade, how- 
ever, the discovery procedure, in the estimation of the examiner, has been altogether 
futile in the ratio of nine or more cases out of ten. 

In closing, certain of the practices, to which I have referred, which have been 
adopted in solving particular problems arising under the Rules, as yet have not been 
reviewed by appellate authority. As to these, therefore, it remains to be seen whether 
or not there has been an improper use, or non-use, of the Federal Rules of Civil 
Procedure in Trade-Mark Interference Practice. 
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USES WHICH MIGHT BE MADE OF THE FEDERAL RULES OF 
CIVIL PROCEDURE IN INTER-PARTES 
TRADE-MARK PROCEEDINGS* 


By Philip T. Dalsimer** 


As a speaker on the broad subject “Uses Which Might Be Made” not “Uses 
Which Have Been Made” of the Federal Rules of Civil Procedure, I find myself in 
a lawyer’s paradise. If I suggest a use which I believe should logically be made and 
such use does not come into practice, then I can bring to my defense no less a 
person than Mr. Justice Oliver Wendell Holmes who said quite forcefully “The life 
of the law has not been logic; it has been experience.” 

The procedures governing Patent Office Inter-Partes actions or litigations are 
the outgrowth of custom, experience, limitations of money and personnel and many 
other factors. Some rules were framed specifically with reference to trade-mark 
actions, some came from patent inter-partes procedures and superimposed on both 
by Rule 23.1 are “The Rules of Civil Procedure for the District Courts of the United 
States wherever considered applicable and appropriate.” It is to these rules generally 
known as “The Federal Rules of Civil Procedure” that our main attention is ‘directed. 

Some here may have come to learn all about the Federal Rules. I apologize if 
they leave disappointed. Time permits discussion of only a few procedural matters. 
In discussing the rules, we shall inevitably intertwine substance and procedure. To 
separate the two would leave life in neither. 

Having accepted an invitation to speak on the subject, it is too late to apologize 
for any inadequacies and voids in my own experience. I assure you that I approach 
the subject with a deep sense of humility and a knowledge that I lack knowledge. 
If my remarks tend to show differences of opinion with established precedents, 
please remember that the purpose behind these remarks is to elicit freely an open 
discussion of what I consider basic problems. To see a problem and not discuss it 
would, I think, be less than fair to you. 


Broap OBJECTIVES OF THE FEDERAL RULES 


The Federal Rules seek to accomplish some important broad objectives. 
1. Decisions are to be on the merits and not on procedural niceties. Harmless 
error is to be disregarded. For example, Rule 1 on the interpretation of the rules 


states: 
“They shall be construed to secure the just, speedy, and inexpensive determin- 


ation of every action.” 
Rule 8(F) provides: 
“All pleadings shall be so construed as to do substantial justice.” 


These are lofty aims. Sometimes we may fall short of their achievement. 
2. Pre-trial testimony by deposition and interrogatories is to be freely per- 
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mitted so that all relevant facts can be unearthed and presented. The unearthing 
process is not to be hampered by strict tests of relevancy. It is enough if “The testi- 
mony sought appears reasonably calculated to lead to the discovery of admissible 
evidence.” (Rules 26 & 33) 

3. Pre-trial Conference Procedure—discussion with the Court—is provided to 
help formulate issues and settle details that might otherwise be expensive and time- 
consuming with proof. (Rule 16) 

4. If there is no genuine issue of fact, a speedy termination of the case quickly 
and inexpensively by summary judgment is provided. (Rule 56) 


TRADE-MARK PROCEEDINGS GENERALLY 


Now let us direct our attention specifically to trade-mark cases and the manner 
in which these basic principles might be applied in the Patent Office. 

I like to think of Patent Office Inter-Partes Proceedings respecting trade-marks 
as being of two types, the “serious” and the “non-serious.” I have never found this 
terminology used in the literature but I offer it for consideration. 

By “non-serious,” I mean the type of proceeding instituted essentially for the 
purposes of keeping the Patent Office record clean or for delay or bargaining, or to 
create hardship and expense to the other party thus causing a withdrawal or 
abandonment of the application. In this “non-serious” proceeding no intention 
exists to take further action to enjoin the use of the alleged conflicting mark and 
such alleged conflicting use continues when the Patent Office proceedings have been 
terminated. 

By “serious” I mean the type of proceeding which is used as one step in a bona 
fide endeavor to stop the use of an alleged conflicting or descriptive mark. Should 
the Patent Office effort not be successful, further injunctive action would be insti- 
tuted if it is not already in being. 

Under the Act of 1905, some of us frequently suspected that non-serious oppo- 
sitions, interferences, or cancellations were instituted and resulted in an abandon- 
ment of the application or registration but no cessation of use. Attorneys advised 
clients that the 1905 registration was not too important, that registration didn’t 
affect the right to use the trade-mark and on such advice the applicant collapsed 
in the Patent Office but continued his trade-mark use unmolested. The 1905 statute 
justified the courts in stating “Nothing in this opinion should be construed as imply- 
ing that appellee has not the right to use its mark; our decision is based wholly 
upon the question of the right to register, and not the right to appellee to use its 
mark.” (Skookum Packers Association v. Pacific Northwest, 45 Fed. 2nd 912.) 

The Act of 1946 should cause a considerable change in attitude. The Act was 
intended generally to bring use and registry into conformity and to make registra- 
tion a basically important link in protection. It was the hope that registration 
would not be worthless but would establish such important rights that to remain off 
the register might constitute serious loss to the owner. For example registration is 
constructive notice (Section 22), registration is non-cancellable after five years 
except for certain specified reasons (Section 15), registration is conclusive evidence 
of the right to use after it has become incontestable (Section 33B). The courts 





Saeeeadeeeree 








286 TRADE-MARK BULLETIN’ ° 42 T.M.R. 





are given power to conform the Patent Office Register to the court decree on 
use (Section 27). 


If any of us are unrealistic and our advice or decisions fail to apply the basic 
principle that the register should reflect actual use then we are tearing down one 
of the strong foundations of the 1946 Trade-Mark Act. I submit, therefore, that 
the procedure in the “non-serious” cases should be fully used to bring out their 
“non-serious” nature and if that fact is brought out directly or indirectly it should 
weigh heavily in favor of a Patent Office decision dismissing the opposition or 
cancellation. 

The procedure in the “serious” cases should give every opportunity to bring in 
all relevant testimony. It is not satisfactory for practitioners or the Patent Office to 
state that the simplicity of the issues precludes the need for extensive pre-trial pro- 
cedure and preparation. I believe that a serious problem is a tendency to believe that 
the issues are simple and to think, therefore, that the proof is simple. One of the 
most complex mixed questions of fact and law is “confusing similarity.” The proof 
that is relevant on such a subject is extensive. It may be both objective and sub- 
jective proof. I am reminded of my son’s comment when I asked him whether certain 
questions were difficult. He answered, “No, the questions aren’t difficult just the 
answers.” Thus it is with the issue of “confusing similarity.” The issue may not be 
difficult just the proof. Since procedure is the means for arriving at the soundest 
proof, a wide latitude in proof and in search of material that may lead to proof 
should be permitted at all stages of the Inter-Partes Action. This leads to a dis- 
cussion of interrogatory and deposition procedures. 


DEPOSITIONS—RULE 26 


Under Federal Rule 26, depositions before trial are provided for and a wide 
latitude of questioning permitted. 

“the deponent may be examined regarding any matter, not privileged, which is 

relevant to the subject matter involved in the pending action” * * *. It is not ground 


for objection thi the testimony will be inadmissible at the trial if the testimony 
sought appears reasonably calculated to lead to the discovery of admissible evidence.” 


There is nothing similar to this in the Patent Office. There should be. The 
reason there is nothing similar is that Patent Office Rule 23.1 provides “The 
taking of testimony and the final hearing correspond to trial, and the assignment 
of times for taking testimony and for final hearing to setting a case for trial.” 
Under this the Patent Office testimony period is for relevant testimony not for dis- 
covery testimony. The rules should specifically be interpreted to provide that the 
testimony period corresponds both to the trial and to depositions under the Federal 
Rules. There would then be no doubt as to the breadth or latitude permitted 
in the asking of questions. The testimony period could be used not only for “relevant 
testimony” but also for “testimony reasonably calculated to lead to the discovery 
of admissible evidence.” 

Further, since Federal Rule 26 (f) specifically provides that a party shall 
not be deemed to make a person his own witness for any purpose by taking his 
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deposition, this would also clearly become part of the Patent Office procedure. 
With safety, parties could call adversary witnesses and not be bound by their 
testimony. A more adequate searching for facts would result. 


INTERROGATORIES—RULE 33 


Federal Rule 33 on interrogatories, provides in substance for the same wide 
latitude of questioning permitted under the deposition procedure of Rule 26. Con- 
cerning the period of time during which interrogatories may be asked, the Federal 
Rule specifically provides “interrogatories may be served after a deposition has 
been taken and a deposition may be sought after interrogatories have been 
answered***.” Under Patent Office Rule 23.1, stating that the testimony time is 
like a trial, the Patent Office generally does not permit interrogatories after the 
testimony time begins. This seems too limited a procedure. Under it, there is very 
little pre-trial preparation. After testimony has been taken, interrogatories could 
prove extremely useful to pin down some omitted or vague testimony without 
the further need of calling witnesses. 

There are some who may be concerned over abuse of this procedure. The 
rule itself, however, provides adequate protection by stating: “the court, on motion 
of the deponent or the party interrogated, may make such protective order as 
justice may require.” 

We must recognize that if practitioners unduly object to large numbers of 
interrogatories that the Patent Office will be burdened with procedural decisions 
in many cases. This may entail the need for extra help but if so, I submit it is 
sounder to add the personnel than to make Patent Office proceedings less important, 
less factual and less thorough, than court litigation. Also, if interrogatories are 
freely permitted practitioners will soon learn not to object unreasonably. Likewise 
if interrogatories are used for harassment the Patent Office can protect the parties 
as justice requires. The recent Supreme Court decision in Kerotest v. C. O. Two, 
92 U. S. P. Q. contains a very apt quotation by Mr. Justice Holmes, “Universal 
distrust creates universal incompetence.” I suggest that based on trust of our 
fellow practitioners we enlarge the interrogatory procedure. 


Pre-TrRIAL CONFERENCES—RULE 16 


Let us now refer to pre-trial procedure under Federal Rule 16. This rule 
provides that the court in its discretion may direct the attorneys to appear before 
it for a conference, to consider all matters which may aid in the disposition of the 
action. The Patent Office has rarely, if ever, used this provision. I suggest it 
may be of great value. In a “non-serious” type of action, the parties’ attitudes 
might be so apparent that the disposition of the action could be effected at the 
conference with a considerable saving of time and expense to all concerned. For 
example, in a case in which the opposer and applicant have had 40 years of con- 
current use without any confusion and in which no injunctive action has ever 
been instituted, a pre-trial conference might bring to the fore the futility of con- 
tinuing the proceeding. 
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In a case in which one of the parties seemed to be unduly burdening the 
testimony with a large volume of generally similar advertising by testimony taken 
in many sections of the country an agreement might be reached so that extensive 


traveling and testimony could be avoided. 

Each of you may envisage cases and kinds of proceedings in which joint 
discussion with the Examiner of Interferences could be helpful towards either 
simplification of the issues or settlement. 

There are difficulties standing in the way of a practical pre-trial procedure in 
the Patent Office. For example, the distance of the attorneys’ offices from Washing- 
ton, the possibility that many attorneys and the Examiner might feel uncomfortable 
with a new procedure, the expense involved, the fact that the Patent office may not 
have ample personnel to handle many conferences and other factors. 

Ways and means of overcoming these obstacles should, however, be con- 
sidered. For example, pre-trial correspondence might be carried on with the Patent 
Office. The Examiner, or the attorneys between themselves, could ascertain when 
they expected to be in Washington in connection with other matters and arrange 
a meeting for that time. One party might be so desirous of a meeting that it would 
be willing to pay the expenses of the other for a special trip. What I suggest is 
pre-trial conferences should be attempted and we should be slow to criticize such 
attempts unless a considerable background of experience shows that the effort is not 


feasible. 


PROOF ON THE IssuE oF “LIKELIHOOD OF CONFUSION” 


A word about the nature of proof deemed relevant on the issue of confusing 
similarity is in point, since the scope of interrogatories and depositions will depend 
upon it. 

First may I refer to the statute. In an action for an injunction, Section 32 (1) 
provides that liability exists in a civil action where the use 

“is likely to cause confusion or mistake or to deceive purchasers as to the source of 

origin of such goods or services.” 

With regard to registration in the Patent Office it is refused if the mark 
resembles another so 


“as to be likely * * * to cause confusion or mistake or to deceive purchasers.” 


Thus the statutory test of similarity for the Patent Office and the courts are 
identical. For the Patent Office to limit the testimony more narrowly than the 
courts would create inconsistency and serious consequences. Of course, the statute 
does not require “actual confusion” neither does the statute say “remote possi- 
bility” of confusion. The test is “likelihood” of confusion. On such an issue many 
factors are relevant which broad statements in cases would seem to indicate are 
not relevant. 

1. Concurrent similar, even if not identical, use by others is, I submit, 
relevant. It should be relevant on the manner in which such concurrent uses 
affect or tend to affect buyers’ habits. Buyer habits are fact not a theory and use 
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of many similar trade-marks can most certainly affect such habits and testimony 
on such point should be relevant. 

The cases on the other hand indicate that prior registrations and use may 
not be considered for the purpose of limiting the scope of the opposer’s trade-mark 
or in determining the question of likelihood of confusion. 

2. Agreements involving the trade-marks at issue whether relating to settle- 
ment of controversies, licenses, or other arrangements may be quite relevant. They 
can be used to show what the owners think of their own trade-marks. They may be 
relevant on the question of acquiescence, laches or estoppel. 

Notices of infringement which may have been received or sent should be 
relevant. In addition to their immediate relevancy, they may lead to other third 
party uses and evidence. 

It appears to me that a very critical analysis of relevancy is needed. Together 
with such an analysis and an increased use of depositions, interrogatories and pre- 
trial procedure, a more vital trial of Patent Office proceedings will result. Then 
the Patent Office proceedings. will more adequately take their true place as 
counter-parts of the court passing on the important joint questions of registration 


and right to use. 
PERMISSIVE JOINDER—RULE 20 


Dealing with the more technical aspects of pleading, not substantive, we should 
consider Rule 20 on Permissive Joinder of Parties. Occasions arise when a number 
of manufacturers desire to join as opposers to prevent the registration of a geo- 
graphical or descriptive term. Under such circumstances, it appears sound to 
permit a number of manufacturers to join as co-plaintiffs in one action. An objection 
is that the Patent Office would receive only one fee whereas if each action was 
instituted separately a number of fees would be received. Rule 20 which would 
clearly permit such joinder states: 


“All persons may join in one action as plaintiffs, if they assert any right to relief 
jointly, severally, or in the alternative in respect of or arising out of the same tran- 
saction, occurrence, or series of transactions or occurrences and if any question of law 

or fact common to all of them will arise in the action.” 

Factors indicating that such joinder should be permitted are: 

(a) Simplicity of pleading and absence of duplication, 

(b) No duplication of docketing in the Patent Office, ease of sending notices 
in the action, 

(c) Encouragement of joinder thus having the case more accurately reflect 
the true trade significance and importance of the issues. 

I have been unable to locate any case permitting such joinder and do not 
purport to state what Patent Office practice is on this precise point. 

In Technicolor v. C. B. §.,69 U.S. P. Q. 260, a joinder of opposers Technicolor 
Motion Picture Corp. and Technicolor Inc. was considered improper even though 
two fees were paid. 

The other aspect of this is whether the opposition can be brought against two 
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or more applications. This aspect is discussed in Wyandotte Chemical v. The 
Munising Paper Co., 69 U.S. P. Q. 17. 










OFFER OF JUDGMENT—RULE 68 





One other rule for consideration is Rule 68 relating to Offer of Judgment. 





“At any time more than 10 days before the trial begins, a party defending against a 
claim may serve upon the adverse party an offer to allow judgment to be taken 
against him for the money or property or to the effect specified in his offer, with 









costs then accrued.” 





This rule may find practical application in a concurrent use proceeding. In a 
case in which A is contending for a right of registration for the entire U. S. and B 
the right to registration limited to five western states, B after investigation might see 
fit to make an offer, based on facts, that he agrees to limit his use to three specific 
states. A says “no” and proceeds to take elaborate testimony in many different 
cities. At final hearing, the decision is precisely in accordance with B’s offer of 
judgment. The Patent Office using the powers of Rule 68 might refuse entry of 
judgment on behalf of A unless A paid certain costs to B. 

We have not considered many important problems. For example Rule 15 deal- 
ing with Amended and Supplemental Pleadings. In particular, I should like to 
discuss the rulings which do not permit substantive amendments to oppositions after 
time for filing notice of opposition has expired. See for example Scholl Mfg. Co. 
Inc. v. Simon, 81 U.S. P. Q. 126, Tidy House v. Tidy House, 80 U.S. P. Q. 526. 

Also the manner in which motions for Summary Judgment under Rule 56 could 
be more effectively used, after interrogatories and pre-trial conferences had limited 
the issues, is a subject well worth exploring. Time is a limiting factor. 

The ideas presented here are not exhaustive and on closer scrutiny may even 
be found considerably wanting in effectiveness. The end which we all desire is a 
free and open discussion of trial problems so that the procedure adopted will, as 
stated in the Federal Rules, serve to secure “the just, speedy and inexpensive deter- 
mination” of every action based upon adequately proven facts. To this end I trust 
this brief talk has contributed. To this end we should all devote our efforts. 
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CHANGES IN TRADE-MARK RULES AND FORMS* 


The following amendments have been made in the Rules of Practice in Trade- 
Mark Cases and in the Trade-Mark Forms, to take effect on February 8, 1952, the 
date of publication in the Federal Register, except that the changes in the times for 
filing briefs on appeal made in amendments numbered 9 and 10 do not apply to 
appeals taken before such dates: 

1. Trade-Mark Rule 4.8 (37 C. F. R. Sec. 100.48) has been amended by 
inserting “or other party” after “applicant” in the second sentence so that said rule 


reads as follows: 

4.8 Correspondence held with attorney. When an attorney or other recognized 
person shall have filed his power of attorney or authorization, duly executed, the 
correspondence will be held with him. Double correspondence with an applicant 
or other party and his attorney, or with two attorneys, will not be undertaken. If 
more than one attorney be appointed, correspondence will be held with the one last 
appointed unless otherwise requested. 

2. Trade-Mark Rule 7.3 (37 C. F. R. Sec. 100.73) has been amended by adding 
the following paragraph: 

If more than one item of goods is specified in the application, the dates of use 
required in paragraphs (g) and (h) need be only of one of the items specified, pro- 
vided the particular item to which the dates apply is designated. 

3. Trade-Mark Rule 8.7 (37 C. F. R. Sec. 100.87) has been amended by chang- 
ing the last sentence to read: 

When an applicant requests registration without a full year’s use of the mark, 
in accordance with the last paragraph of section 23 of the Act of 1946, the showing 
required must be separate from the written application. 

4. Trade-Mark Rule 14.1 (37 C. F. R. Sec. 100.141) has been amended by 
changing “Federal Alcohol Administration” in the last paragraph to “Alcohol Tax 
Unit, Bureau of Internal Revenue,” so that the last paragraph will read as follows: 

Labels for wines (Class 47) and for distilled alcoholic liquors (Class 49) must 
be approved by the Alcohol Tax Unit, Bureau of Internal Revenue. 

5. Trade-Mark Rule 16.1 (37 C. F. R. Sec. 100.161) has been amended by 
changing the title of Class 16 to read: 


16. Protective and decorative coatings 


6. Trade-Mark Rule 16.4 (37 C. F. R. Sec. 100.164) has been amended by 
adding the following sentence to the first paragraph: 

A request for the issuance of a consolidated certificate must be made of record 
in each of the applications involved prior to the mailing of the notice of allowance 
in the earliest application allowed. 

7. Trade-Mark Rule 19.4 (37 C. F. R. Sec. 100.194) has been amended by 
adding the following sentences at the end thereof: 

Oral hearings will be held only at the request of any of the parties and on order 


* 655 O. G. 609 (February 19, 1952); See also 92 VU. S. P. Q. III. 
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of the Examiner of Trade-Marks. Briefs in support of or in opposition to such 
motions shall be filed within thirty days after transmittal of the motion to the Exam- 
iner of Trade-Marks or on dates set by such Examiner, and if not so filed consider- 
ation thereof may be refused. 

8. Trade-Mark Rule 20.3 (37 C. F. R. Sec. 100-203) has been amended to 
read as follows: 

20.3 Notices filed by attorney. An unverified notice of opposition may be filed 
by a duly authorized attorney. The unverified notice and the required fee must be 
filed in the Patent Office within thirty days after publication (Rule 15.1) of the mark 
sought to be registered, but such opposition will be null and void unless verified by 
the opposer and the verification or verified notice filed in the Patent Office within 
thirty days after such filing, or within such further time after such filing as may be 
fixed by the Commissioner upon request made before the expiration of said thirty 
days. 

9. Trade-Mark Rule 26.2 (37 C. F. R. Sec. 100.282) has been amended to 
read as follows: 

26.2 Time and manner of ex parte appeals. Such appeal must be taken within 
six months from the date of the action appealed from and must be accompanied by 
a statement of the reasons therefor. The appellant’s brief shall be filed within sixty 
days after the date of appeal. If the brief is not filed within the time allowed, the 
appeal may be dismissed. The Examiner shall, within such time as may be directed 
by the Commissioner, furnish a written statement in answer to the appellant’s brief, 
supplying a copy to the appellant. The appellant may file a reply brief within twenty 
days from the date of such answer. By delegation from the Secretary of Commerce, 
such appeals may be heard and decided by an Assistant Commissioner or an Exam- 
iner-in-Chief. Cases which have been heard and decided on appeal to the Commis- 
sioner will not be reopened except by his order. 

The appellant shall indicate, not later than at the time of filing his brief, if he 
desires an oral hearing. If no request for oral hearing has been made, the appeal will 
be considered on brief. If the appellant has requested an oral hearing, a day of 
hearing will be set, and due notice thereof given. Hearings will be held as stated in 
the notice and oral argument will be limited to one-half hour unless otherwise 





























permitted. 

10. Trade-Mark Rule 26.3 (37 C. F. R. Sec. 100.263) has been amended to 
read as follows: 

26.3 Appeal to the Commissioner from decision of Examiner of Interferences. 
Any party to an interference, opposition, cancellation, or a concurrent use proceeding 
may appeal, stating the reasons therefor, from the final decision of the Examiner of 
Interferences to the Commissioner in person within the time limit, not less than 
thirty days, prescribed in the decision, or, if no time limit is prescribed, within thirty 
days, upon payment of the prescribed fee. The appellant’s brief shall be filed within 
sixty days after the date of appeal. If the brief is not filed within the time allowed, 
the appeal may be dismissed. The brief of the appellee shall be filed within thirty 
days after the filing of the appellant’s brief. A reply brief, if filed, shall be due 
within twenty days after the filing of appellee’s brief. Briefs and hearings on appeal 
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shall be subject to Rules 24.1 and 24.2 insofar as applicable. The date for hearing 
will be fixed by the Commissioner in each case. By delegation from the Secretary of 
Commerce, such appeals may be heard and decided by an Assistant Commissioner 
or an Examiner-in-Chief. 

11. Trade-Mark Form 1 (37 C. F. R. Sec. 110.1) has been amended by chang- 
ing the second paragraph to read as follows: 

The trade-mark was first used on (2a) 


and first used on said goods in commerce (4) which may lawfully be 
regulated by Congress on .............. and by adding the following footnote: 
(date) 

(2a) If one or more items are specified in the list of goods appearing in the 
statement, and the dates given apply to each item or items, insert “the goods speci- 
fied.” If more than one item is specified in the statement, and the dates given apply 
only to a particular item, insert the name of such item. 

12. Trade-Mark Forms 2 and 3 (37 C. F. R. Sec. 110.2 and Sec. 110.3) have 
been amended by changing the second paragraph to read: 

The trade-mark was first used on and first 


used on said goods in commerce which may lawfully be regulated by 
Congress on 


These amendments were published in the Federal Register for Feb. 8, 1952, 17 
F. R. 1218. 
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FEDERAL JURISDICTION OVER TRADE-MARK INFRINGEMENT 
AND UNFAIR COMPETITION ABROAD 


By Dr. Walter J. Derenberg 


A case of unusual interest to American trade-mark owners engaged in foreign 
commerce has just been decided by the Court of Appeals for the 5th Circuit, 
involving the well-known “Bulova” trade-mark for watches. The decision, Bulova 
Watch Company, Inc. v. Steele et al., follows, on page .... of this issue of The 
Trade-Mark Reporter and is also reported in 92 U. S. P. Q. 266; the Court has 
just denied a petition for rehearing. 


I. Summary of the case. 


It appeared that the defendant Steele and his wife had been in the jewelry 
and watch business in Texas since about 1922, and that Steele first learned of the 
name “Bulova” as applied to watches while himself employed in the watch business 
in 1926. Subsequently, he went into business in Mexico and in 1933, in searching 
the Mexican trade-mark records, found that the name “Bulova” (which, incidentally, 
is the family name of the founders of the Bulova Watch Company, Inc.) was 
not registered in Mexico. Steele thereupon registered the name “Bulova” in Mexico. 
It appears that under the record thus far established (the trial of the case has 
not yet been completed), the defendant had the various watch parts shipped to 
Mexico either from Switzerland or from the United States and assembled there 
with the name “Bulova” attached. When the Bulova Watch Company, Inc. re- 
ceived numerous complaints about the sale of spurious “Bulova” watches in Mexico, 
the company instituted cancellation proceedings in Mexico and, at the same time, 
brought a civil action there for trade-mark infringement. Bulova Watch Company, 
Inc. was apparently unsuccessful thus far in the cancellation proceeding; the pending 
Mexican litigation has not been finally determined. In the meantime, a civil action 
for an injunction and damages was instituted against Steele at the place of his 
permanent United States domicile (San Antonio, Texas). The federal court 
was asked to enjoin Steele from using the trade-mark “Bulova” on watches in 
Mexico, and to recover damages resulting from such use. In a two-to-one decision, 
the Court of Appeals held that our federal courts, in the exercise of their jurisdiction 
in personam may enjoin a United States citizen or resident from unfair competition 
and infringement in a foreign country regardless of the fact that, according to 
the foreign law, the act complained of may not constitute an actionable wrong 
there. The majority said: 


“For the United States to exercise its jurisdiction over one of its own nationals 
involves no conflict with the sovereignty of the Republic of Mexico.” 


Judge Russell, in his dissenting opinion, takes the position that a U. S. court should 
not pass upon or enjoin activities in foreign countries which appear to be lawful 
under the law of those countries and, consequently, voted to affirm the district court’s 
decision, under which the complaint was dismissed for lack of jurisdiction over the 
subject matter. 
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It should be noted that the case has thus far been decided on defendant’s 
motion to dismiss the complaint, and that all the facts and evidence has not yet 
been presented to the court. It may well be that, in view of the constitutional 
questions and the important questions of federal jurisdiction involved in this case, 
the U. S. Supreme Court may ultimately be asked to review the case, particularly 
since the Court of Appeals split two-to-one and the majority decision is in conflict 
with the previous decision by the Court of Appeals for the Second Circuit in 


Luft v. Zande. 


II. Comment. 


The legal significance of the problems raised by the Bulova decision can 
hardly be overemphasized. Every trade-mark owner is aware of the constant need 
to protect his trade-mark in foreign countries under whose legal system the first 
registrant, rather than the first user, is considered the owner of the mark. Mexico 
is one of those countries.2, Where a pirate in a foreign country surreptitiously or 
fraudulently registers a well-known U. S. trade-mark, the owner thereof must by 
necessity rely on the patent office and courts of the foreign country to protect the 
American mark against infringement and unfair competition, hoping that, in 
appropriate cases, the foreign court will invoke the protective provisions of the 
various International Conventions, such as, for instance, Article 6 bis of the Inter- 
national Convention for the Protection of Industrial Property, providing for the 
protection of well-known trade-marks.* But where, for one reason or another, 
the foreign patent office or courts fail to provide such protection to a U. S. trade- 
mark owner, there is little, if anything, else that can be done to protect his rights 
against a foreign registrant or user who is domiciled abroad. 

The question is all the more important, therefore, whether equitable relief may 
be available in cases where the registrant and user in the foreign country is 
domiciled in the United States, so that jurisdiction over his person may be had 
here. While this question is still controversial, it may well be that the Bulova case, 
should it reach the Supreme Court, will authoritatively settle this problem. 

Interestingly enough, a case very similar on its facts, and also involving watches, 
arose for the first time in the United States exactly 40 years ago, in Western Clock 
Mfg. Co. v. Smith.4 The defendant, who was a resident of Mexico City but on 
whom personal service was obtained in New York, had fraudulently registered the 
well-known trade-mark “Big Ben” in Mexico. In a decree published in full in The 
Trade-Mark Reporter,>5 a New York court not only enjoined the defendant from 
claiming any right of ownership in the words “Big Ben” in Mexico, but also ordered 
him to assign and transfer all rights and interests in the Mexican trade-mark to the 
plaintiff. In commenting upon this decision (no opinion accompanied it), the then 


1. Geo. W. Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536 (2d Cir. 1943); Cert. 
denied 323 U. S. 756 (1944). 

2. However, third parties who are able to prove at least three years prior use in Mexico 
may succeed in cancellation of the registered mark. 

3. This article was adopted at The Hague Convention in 1925, which was ratified by 
Mexico on January 16, 1930. 

4. N. Y. 1912. 

a 2 5. Mw. BR. Se. 
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Editor of The Trade-Mark Reporter said, in behalf of the U. S. Trade-Mark Associa- 
tion: 
“The extraordinary interest attaching to this case as a novel and effective means 
of dealing with the piracy of American trade-marks in foreign markets, leads us to 
depart from our usual rule to report only court decisions and, in the absence of 
any formal decision, to print in full the final decree in this suit. It should be a 
precedent of value to many attorneys who have found themselves at a loss how to 
act in the like situation.” 


It should be noted that the Big Ben case went, of course, even beyond the Bulova 
case, since the defendant there was not a permanent resident of the United States. 
It is also interesting to note that there apparently was not even an allegation in the 
Big Ben case that any part of the infringing activities, such as shipment and trans- 
portation of merchandise to which the trade-mark was subsequently affixed in 
Mexico, had taken place in the United States. Subsequent cases have placed con- 
siderable reliance on the fact that the defendant’s activities in the foreign country 
were preceded by certain preparatory activities in the United States, so that it could 
be said, in part at least, that the initial stages of the piracy or unfair competition 
complained of had occurred in the United States and were not, therefore, excused 
by the fact that no wrong may have been committed under the law of the country 
into which the goods had been shipped or exported. Such a case was Vacuum Oil 
Co. v. Eagle Co., et al.,6 in which defendant, Eagle Oil Co., was a New Jersey 
corporation engaged in the export of oil to foreign countries, including Germany. 
The oil was shipped to Germany in barrels without a trade-mark but only carrying 
the Eagle Oil Co. name in secret brandings. The barrels were marked with the 
Vacuum Oil Co.’s trade-mark in Germany by defendant’s German manager. The 
court found a conspiracy “to trample upon the rights of the plaintiff but to do it 
in such a manner as to avoid prosecution.” The court, although holding that the 
United States could not impose its laws and their enforcement upon a foreign 
country, held that the scheme was conceived and broadly carried out in the United 
States, and that these initial activities were sufficient to confer jurisdiction upon the 
court here, regardless of the fact that all the remaining activities took place in a 
foreign country and may not have been unlawful there. In a subsequent case, 
Hecker H-O Inc. v. Holland Food Corp.," it was again held that the preparation 
for shipment from ports of the United States and the labeling of the packages 
with the trade-mark were sufficient to constitute a violation of the U. S. Trade- 
Mark Act, even though the actual sale of the products in the country of ultimate 
destination may have been lawful there. The court did not express an opinion on 
the question whether the U. S. Trade-Mark law would still have been violated if 
the labels themselves had been affixed in the foreign country. 

In the light of these early decisions and until the recent decision by the Court 
of Appeals for the 2nd Circuit, in Luft v. Zande, supra, it seemed safe to assume that 
our courts would give the maximum degree of protection against unfair competition 


1908)" 122 Fed. 105 (N. J. 1903); 154 Fed. 867 (N. J. 1907); and 162 Fed. 671 (3rd Cir. 


7, 36 F, 2d 767, 20 T. M. R. 1 (2d Cir. 1929). 
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and trade-mark infringement in all cases in which the defendant was personally 
subject to the jurisdiction of the court, and where at least some of the initial steps 
in the process of export occurred in or were directed from the United States. 
However, this assumption was shattered when the Court of Appeals in the Luft 
case held that the owner of the famous “Tangee” trade-mark, one of the most 
widely advertised marks for lipstick, could not get relief in equity against a United 
States competitor, who, under the undisputed fact-findings of the court, was a 
deliberate infringer and unfair competitor in this country and whose merchandise 
was shipped from here all over the world. The court in that case divided the 
world—for the purpose of formulating an appropriate decree—into three main 
sections, as follows: 

“(a) countries where both parties are doing business and the defendants have estab- 

lished their right by the local law to use the name ‘Zande’; (b) countries where both 

parties are doing business and the defendants have not established such right; and 


(c) countries where the defendants are doing business and the plaintiff has not proved 
that it has ever done business or is likely to do it.” 


In the (a) countries, the situation was similar to that now before the court in the 
Bulova case, i.e., the defendant had succeeded in securing a local registration 
first and thereby became the owner of the mark in those particular countries. It 
should be noted, however, that the defendant did not use the identical mark but 
had coined the word “Zande” as contrasted with plaintiff’s ““Tangee,” so that the 
case did not involve an instance of outright piracy, as does the Bulova case. The 
court held that, with regard to (a) countries, plaintiff was not entitled to equitable 
relief because the granting thereof would give U. S. trade-marks an extraterritorial 
effect. It was so held, despite the fact that the plaintiff had strenuously argued 
and proven that all the defendant’s activities were directed from this country and 
that shipments were made from here. Unfortunately, the U. S. Supreme Court 
refused to review the Tangee case and American trade-mark owners were left with 
a feeling of insecurity in connection with the enforcement of their foreign trade- 
mark rights, even as against U. S. resident competitors, who may have succeeded 
in registering the same or confusingly similar marks first in one or more foreign 
countries. 


It is, therefore, highly encouraging that the Court in the Bulova Watch Co. v. 
Steele case, in referring to the underlying principle of the Lanham Act to protect 
American trade-marks in foreign commerce, appears to have reverted to the earlier 
approach of our courts before the Tangee case, by holding a U. S. resident 
responsible for unfair competition based on misuse of a U. S. trade-mark even 
though—up to the present time— these same activities have not been held unlawful 
under the law of the country where they took place. It is not quite clear yet to 
what extent, if any, the majority of the Court based its decision on the fact that, 
in part at least, the watch parts assembled in Mexico City were shipped by the 
defendant to Mexico from the United States. The Court of Appeals mentions in 
its brief statement of facts that “some of the cases and dials he (the defendant) 
procures from companies in the United States.” It would be difficult to believe that 
the defendant could have successfully evaded the jurisdiction of the federal court 
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Editor of The Trade-Mark Reporter said, in behalf of the U. S. Trade-Mark Associa- 
tion: 


“The extraordinary interest attaching to this case as a novel and effective means 
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Co. v. Eagle Co., et al.,6 in which defendant, Eagle Oil Co., was a New Jersey 
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The oil was shipped to Germany in barrels without a trade-mark but only carrying 
the Eagle Oil Co. name in secret brandings. The barrels were marked with the 
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in such a manner as to avoid prosecution.” The court, although holding that the 
United States could not impose its laws and their enforcement upon a foreign 
country, held that the scheme was conceived and broadly carried out in the United 
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court here, regardless of the fact that all the remaining activities took place in a 
foreign country and may not have been unlawful there. In a subsequent case, 
Hecker H-O Inc. v. Holland Food Corp.," it was again held that the preparation 
for shipment from ports of the United States and the labeling of the packages 
with the trade-mark were sufficient to constitute a violation of the U. S. Trade- 
Mark Act, even though the actual sale of the products in the country of ultimate 
destination may have been lawful there. The court did not express an opinion on 
the question whether the U. S. Trade-Mark law would still have been violated if 
the labels themselves had been affixed in the foreign country. 


In the light of these early decisions and until the recent decision by the Court 
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our courts would give the maximum degree of protection against unfair competition 


1908). 122 Fed. 105 (N. J. 1903); 154 Fed. 867 (N. J. 1907); and 162 Fed. 671 (3rd Cir. 


7, 36 F, 2d 767, 20 T. M. R. 1 (2d Cir. 1929). 
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and trade-mark infringement in all cases in which the defendant was personally 
subject to the jurisdiction of the court, and where at least some of the initial steps 
in the process of export occurred in or were directed from the United States. 
However, this assumption was shattered when the Court of Appeals in the Luft 
case held that the owner of the famous ‘“Tangee” trade-mark, one of the most 
widely advertised marks for lipstick, could not get relief in equity against a United 
States competitor, who, under the undisputed fact-findings of the court, was a 
deliberate infringer and unfair competitor in this country and whose merchandise 
was shipped from here all over the world. The court in that case divided the 
world—for the purpose of formulating an appropriate decree—into three main 
sections, as follows: 


“(a) countries where both parties are doing business and the defendants have estab- 
lished their right by the local law to use the name ‘Zande’; (b) countries where both 
parties are doing business and the defendants have not established such right; and 
(c) countries where the defendants are doing business and the plaintiff has not proved 
that it has ever done business or is likely to do it.” 


In the (a) countries, the situation was similar to that now before the court in the 
Bulova case, i.e., the defendant had succeeded in securing a local registration 
first and thereby became the owner of the mark in those particular countries. It 
should be noted, however, that the defendant did not use the identical mark but 
had coined the word “Zande” as contrasted with plaintiff's ““Tangee,” so that the 
case did not involve an instance of outright piracy, as does the Bulova case. The 
court held that, with regard to (a) countries, plaintiff was not entitled to equitable 
relief because the granting thereof would give U. S. trade-marks an extraterritorial 
effect. It was so held, despite the fact that the plaintiff had strenuously argued 
and proven that all the defendant’s activities were directed from this country and 
that shipments were made from here. Unfortunately, the U. S. Supreme Court 
refused to review the Tangee case and American trade-mark owners were left with 
a feeling of insecurity in connection with the enforcement of their foreign trade- 
mark rights, even as against U. S. resident competitors, who may have succeeded 
in registering the same or confusingly similar marks first in one or more foreign 
countries. 


It is, therefore, highly encouraging that the Court in the Bulova Watch Co. v. 
Steele case, in referring to the underlying principle of the Lanham Act to protect 
American trade-marks in foreign commerce, appears to have reverted to the earlier 
approach of our courts before the Tangee case, by holding a U. S. resident 
responsible for unfair competition based on misuse of a U. S. trade-mark even 
though—up to the present time— these same activities have not been held unlawful 
under the law of the country where they took place. It is not quite clear yet to 
what extent, if any, the majority of the Court based its decision on the fact that, 
in part at least, the watch parts assembled in Mexico City were shipped by the 
defendant to Mexico from the United States. The Court of Appeals mentions in 
its brief statement of facts that “some of the cases and dials he (the defendant) 
procures from companies in the United States.” It would be difficult to believe that 
the defendant could have successfully evaded the jurisdiction of the federal court 
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by having all the parts shipped from Switzerland to Mexico, rather than from the 
United States; it would still remain true that he was the “spiritus rector” of the 
entire transaction and that use of the “Bulova” trade-mark by him in Mexico was 
one aspect of a conspiratorial scheme unlawfully to exploit a famous U. S. trade- 


mark. 

The immediate reaction to the Court’s decision in the Bulova case must 
undoubtedly be a feeling of satisfaction on the part of American trade-mark owners 
generally, derived from a realization that during the pendency of international 
negotiations for better mutual respect and protection of trade-marks, our courts 
will make every effort to protect trade-mark owners against piracy and unfair com- 
petition abroad by our own citizens or residents. 
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PART II 


BULOVA WATCH COMPANY, INC. v. STEELE, ET AL. 
No. 13396—C. A. 5—February 21, 1952 


Courts—J uRISDICTION—GENERAL 
Courts have often exercised power of restraining persons within their jurisdiction from 


taking action abroad which would be contrary to the law of the forum. 
Both domicil and national allegiance are recognized bases of jurisdiction over a 
person. 


Trape-Mark Act or 1946—REGULATION oF COMMERCE—SECTION 45 
TrADE-MarKs—Basis OF RELIEF—GENERAL 

Trade-mark symbolizes business good will. 

Interest in trade-mark or trade name is protected only with reference to territory 
from which owner receives or, with probable expansion of his business, may reasonably 
expect to receive custom and in territory in which similar designation is used for purpose 
of forestalling expansion of his business. 

Congress in 1946 Act intended to regulate interstate and foreign commerce to the 
full extent of its constitutional powers. 

Federal court held to have jurisdiction of suit to restrain U. S. citizen residing in 
Texas from using in Mexico plaintiff’s trade-mark “Bulova” on watches not of plaintiff's 
manufacture. 


Appeal from Western District of Texas. 

Unfair competition suit by Bulova Watch Company, Inc. against Sidney Steele, 
Sofia Steele, and S. Steele y Cia., S. A. Plaintiff appeals from dismissal of com- 
plaint. Reversed. 

Harold D. Putman and Maury Maverick, of San Antonio, Tex., George Cohen, of 
New York, N. Y., and Isidor Ostroff, of Philadelphia, Pa., for Plaintiff-appel- 
lant. 

Grady Barrett, W. L. Matthews, and Herbert Davis, of San Antonio, Tex., for 
appellees. 

Before Hotmes, RusseEtt and Rives, Circuit Judges. 

Rives, C. J.: 

Bulova Watch Company, a New York corporation, sued Sidney Steele, a citizen 
of the United States actually domiciled and residing in San Antonio, Texas,! seek- 
ing to enjoin Steele from using the name “Bulova” on watches in Mexico and to 
recover damages resulting from such use. 

Steele conducts a watch business in Mexico as a part of which he assembles 
watches, stamps them with the name Bulova and sells them as Bulova watches. 
The works and some of the watch cases and dials he purchases from companies in 
Switzerland, and some of the cases and dials he procures from companies in the 
United States. 

The district court heard such evidence as was introduced relating to its 
territorial jurisdiction or jurisdiction of the subject matter, and then made findings 


1. Steele’s wife, Sofia, was joined as a defendant on account of the community property 
law of Texas and there was also joined a Mexican corporation, S. Steele y Cia., S. A., to whose 
rights Steele had succeeded. 
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of fact and conclusions of law fairly summarized in its judgment as quoted in the 
margin” and dismissed the case with prejudice. 

In his answer, Steele pleaded lack of jurisdiction and several other defenses, 
including res adjudicata, laches, and justification. The taking of testimony on the 
other issues thus presented was not completed because the district court held that 
it had no jurisdiction. 

Bulova Watch Co., Inc., its predecessors and the Bulova family have been 
using the family surname “Bulova” to identify their watches since 1875. Since 
1927, the name “Bulova,” as applied to watches, has been registered under the 
various Trade-Mark statutes of the United States. It has been registered under the 
Lanham Act of 1946.3 

The Bulova Watch Co. has built up a watch business to the point that it is 
now, according to the testimony, the world’s largest manufacturer of watches and 
its yearly sales exceed fifty million dollars. It spends vast sums of money each year 
in the United States and abroad to advertise its products and to make its name 
and reputation known to the public. Much of this advertising, through printed 
publications and radio broadcast, is distributed through Mexico, and a considerable 
amount is in the Spanish language. 

Steele started in the jewelry and watch business in Texas in 1922. He learned 
of the name “Bulova” as applied to watches while employed in the watch business 
in 1926. Neither he nor any member of his family was ever named Bulova. In 
1933, upon a search of the records, he found that the name “Bulova” was not 
registered in Mexico, and on December 5, 1933, there was granted to S. Steele, 
y Cia., S. A., the predecessor in title of Sidney Steele, Mexican National Trade- 
Mark No. 33602, purporting to grant the right to use the name “Bulova” in the 
Republic of Mexico as a trade name for watches. That trade-mark has been the 
subject of litigation between the Bulova Watch Company and the Department of 
National Economy and the Director of Industrial Property of the Republic of 
Mexico in cases before the Mexican Courts in which Sidney Steele was a party, 
and the Bulova Watch Company has not up to this time been successful in such 
litigation. At the present time there is a suit or proceeding pending in Mexico 
with reference to the right as between Bulova Watch Company and Sidney Steele 
to use the Bulova name on watches assembled and sold by Steele in Mexico. 

If the district court has jurisdiction it is conferred because of diversity of citi- 
zenship* or because the case involves the Trade-Mark laws of the United States.5 


2. “* * * that all of the alleged acts of unfair competition by the use of the ‘Bulova’ 
name complained of by Plaintiff, Bulova Watch Company, Inc., were done and performed 
by the Defendant, Sidney Steele, in connection with his business of assembling, marking and 
selling watches solely in the Republic of Mexico and, therefore, the subject matter of this suit 
and the acts of the said Defendant are beyond the jurisdiction and control of the government 
and the law, both State and Federal, of the United States of America and of this Court:” 

3. Act of July 5, 1946, 60 Stat. 427, incorporated in 15 U. S. C. A. Secs. 1051-1127. 

4. “The district courts shall have original jurisdiction of all civil actions where the matter 
in controversy exceeds the sum or value of $3,000 exclusive of interest and costs, and is between: 
(1) Citizens of different States: * * *” 28 U. S. C. A. Sec. 1332. 

5. “The district and territorial courts of the United States shall have original jurisdiction, 
the circuit courts of appeal of the United States and the United States Court of Appeals for 
the District of Columbia shall have appellate jurisdiction, of all actions arising under this 
chapter, without regard to the amount in controversy or to diversity or lack of diversity of 





42 T.M.R. BULOVA WATCH v. STEELE, ET AL. 301 


There is no dispute about the requisite diversity of citizenship and amount in con- 
troversy. Personal service of process in this case was had upon the Steeles in San 
Antonio, Texas. Bulova Watch Company claims that the action arises under the 
Trade-Mark laws of the United States. This claim the Steeles deny and they deny 
also that Steele’s conduct in Mexico was contrary to the laws of Texas. They claim 
that those laws, National and State, have no extraterritorial effect. 

The issue to be decided is whether the cause of action, as disclosed by the 
pleadings and the evidence, is within the territorial reach of the court and of the 
laws of the United States. Unquestionably, the Steeles themselves are within the 
jurisdiction of the court and subject to its process. Courts have often exercised 
the power of restraining persons within their jurisdiction from prosecuting suits 
in other states or foreign countries, or from taking such action there as would be 
contrary to the law of the forum.® The more serious question is whether the con- 
duct charged to Steele was lawful where done or whether it may be considered as 
in violation of the Trade-Mark Laws or laws relating to unfair competition of the 
State of Texas or of the United States. 

It will be helpful first clearly to understand the general nature of those laws 
and of the rights thereby protected. A trade-mark symbolizes business good will.7 


“There is no property in a trade-mark apart from the business or trade in con- 
nection with which it is employed. United Drug Co. v. Rectanus Co., 248 U. S. 90, 
97; Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413-414. ‘The law of trade- 
marks is but a part of the broader law of unfair competition’ (idem), the general 
purpose of which is to prevent one person from passing off his goods or his business 
as the goods or business of another.” American Steel Foundries v. Robertson, Com- 
missioner, 269 U. S. 372, 380. 

“The interest in a trade-mark or trade name is protected, * * * with reference 
only to territory from which he receives or, with the probable expansion of his busi- 
ness, may reasonably expect to receive custom in the business in which he uses his 
trade-mark or trade name, and in territory in which a similar designation is used for 
the purpose of forestalling the expansion of his business.” Am. Law Inst. Restatement 
of Torts, Vol. 3, Sec. 732.8 


In the comment to that section of the Restatement of Torts, it is said: 


“In each case the issue is whether, in the territory in which the similar desig- 
nation is used, there are or are likely to be a considerable number of prospective pur- 
chasers of the goods or services in connection with which the trade-mark or trade 
name is used, who are likely to be misled by the similarity. On this issue, the good or 
bad faith of the alleged infringer is an important factor. If he imitates the other’s 


the citizenship of the parties. July 5, 1946, c. 541, Title VI, Sec. 39, 60 Stat. 440.” (The 
chapter relates to Trade-Marks.) 15 U.S. C. A. Sec. 1121. 

“The district courts shall have original jurisdiction of any civil action arising under any 
Act of Congress relating to patents, copyrights and trade-marks. Such jurisdiction shall be 
exclusive of the courts of the states in patent and copyright cases. 

“The district courts shall have original jurisdiction of any civil action asserting a claim 
of unfair competition when joined with a substantial and related claim under the copyright, 
patent or trade-mark laws. June 25, 1948, c. 646, 62 Stat. 931.” 

6. Moton et al. v. Hull, 77 Tex. 80, 13 S. W. 849; Penn v. Lord Baltimore, 1 Ves. Sen. 
444; Cole v. Cunningham, 133 U. S. 107. 

7. Beech Nut Co. v. Lorillard Co., 273 U. S. 629, 632; 52 Am. Jur. Trade-Marks, etc. 
Sec. 2, p. 508. 

. 8. See also Annotation 148 A. L. R. 12, 92 et seq., 52 Am. Jur. Trade-Marks, etc., Secs. 
110, S41, 172. 
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trade-mark or trade name knowingly and acts in other ways to convey the impression 
that his business is associated with the other, the inference may reasonably be drawn 
that there are prospective purchasers to be misled. The actor’s purpose to forestall 
expansion of the other’s business is also an indication of the extent, in fact, of the 
other’s interest in his trade-mark or trade name and of the limits within which the 
interest requires protection.”’9 


In United Drug Company v. Rectanus Co., 248 U. S. 90, 98, the Court speak- 


ing through Mr. Justice Pitney, said: 


“Property in trade-marks and the right to their exclusive use rest upon the laws 
of the several States, and depend upon them for security and protection; the power 
of Congress to legislate on the subject being only such as arises from the authority to 
regulate commerce with foreign nations and among the several States and with the 


Indian tribes. Trade-Mark Cases, 100 U. S. 82, 93.710 


Parenthetically, it is interesting to note that when the definition of foreign 
commerce in the Trade-Mark Cases, 100 U. S. 82, 96, is read literally, the con- 
duct charged to Steele may be included: ‘““* * * commerce with foreign nations 
means commerce between citizens of the United States and citizens and subjects 


of foreign nations * * *,” 

The Supreme Court has said that the power of Congress “when exercised in 
respect of foreign commerce may be broader than when exercised as to interstate 
commerce.” Atlantic Cleaners and Dyers v. United States, 286 U. S. 427, 434. 

The extent to which Congress intended to exercise its powers over interstate 
commerce and over foreign commerce in the Lanham Trade-Mark Act of 1946 
is indicated by Mr. Robert’s Commentary on that Act appearing just before 15 
U.S. C. A., Sec. 1051 at pages 268 and 269. In part, Mr. Roberts said: 


“The new Act clarifies and extends the phrase ‘use in commerce’ far beyond the 
previous laws and the decisions thereunder. 


“*Commerce’ is defined as meaning all commerce which may lawfully be regu- 
lated by Congress. This includes commerce between States, between Territories, 
between States and Territories, within the District of Columbia, within the Territories, 
between States and the District of Columbia, between Territories and the District of 
Columbia, and between States, Territories or the District of Columbia and foreign 
nations. Since there is no limitation, it also appears to extend to any other commerce 
which burdens, restricts or interferes with the free flow of interstate, territorial or 
foreign commerce. The Supreme Court has held that an activity which is local in its 
nature may be regulated by Congress if it exercises substantial economic effect on 
interstate commerce. It is therefore apparent that purely intrastate uses may come 
under the provisions of the Act if they have a substantial economic effect on inter- 


state, territorial or foreign commerce. * * *11 





9. See also Hanover Milling Co. v. Metcalf, 240 U. S. 403, 415; United Drug Co. v. 
Rectanus Co., 248 U. S. 90, 101. 


10. 
rf. 


See also 52 Am. Jur., Trade-Marks etc. Sec. 15, p. 514. 
The definition of “commerce” referred to is in Title 15, U. S. C. A. Sec. 1127. 


That definition is new with the Lanham Act. It is certainly as broad as, if not broader than, 
the definitions of commerce employed in any other Federal statute. See the following Titles 
and Secs. of U. S. C. A.: Title 7, Sec. 182; Title 9, Sec. 1; Title 15, Secs. 12, 44, and 68; 
Title 18, Sec. 1951; Title 29, Secs. 142, 152 and 203; Title 30, Sec. 4(0); Title 33, Sec. 541; 
Title 45, Sec. 151; Pocket Supplement, Title 15, Sec. 69. The concluding paragraph of 
Title 15, Secs. 1127 further expresses the intent “to regulate commerce within the control of 
Congress, etc.” 
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“The foregoing extensions are important for purposes of registration, but they 
may be of even greater importance in suppressing counterfeits and _ colorable 
imitations, since the infringer can no longer defeat an action on the ground that the 
infringement is purely intrastate if, in fact, his conduct interferes with the free flow 
of interstate commerce, or if it has a substantial economic effect on such commerce. 


“Federal Courts have jurisdiction of all actions arising under the Act, and for 
the first time their jurisdiction clearly extends to the intrastate user of a mark which 
infringes a mark registered under the Federal Act, as well as to intrastate acts of 
unfair competition irrespective of the amount in controversy or diversity of citizenship.” 


It would seem that in the Lanham Trade-Mark Act of 1946, the Congress 
intended to regulate interstate and foreign commerce to the full extent of its 
constitutional powers. To what extent do those powers extend beyond the bound- 
aries of the United States? 

It is not necessary in this case to draw any line of distinction between the 
jurisdiction of courts over persons domiciled with a country and over citizens there- 
of: ‘Both domicil and national allegiance are recognized bases of jurisdiction 
over a person.” United States v. Stabler, 169 F. 2d 995, 997. Here, the defendant 
Steele was domiciled in Texas, a citizen of the United States, and was personally 
served with process. 

The controlling principle of law is well stated in Am. Law Inst., Restatement 
Conflict of Laws, Sec. 63: 


“A nation recognized as such in the law of nations has jurisdiction over its 
nationals wherever they may be to require or forbid them to do an act unless the 
exercise of this jurisdiction involves the violation of the law or public policy of the 
state where the national is.” 12 
It could not be contended that Steele’s Mexican Trade-Mark placed upon 

him any duty to use the name “Bulova.” The Republic of Mexico was not interested 
in his exercise of the privilege purportedly granted. For the United States to 
exercise its jurisdiction over one of its own nationals involves no conflict with the 
sovereignty of the Republic of Mexico. 

Bulova Watch Company, at vast expense, has built up an asset of good will 
in the use of its trade-mark or trade name “Bulova,” that extends into if not 
throughout Mexico. If its watches are not actually being sold in that country now, 
Mexico may reasonably be expected to be within the normal expansion of its 
business. 

Bad faith on Steele’s part may clearly be inferred from his deliberate appro- 
priation of the “Bulova” trade name. Further, one of the witnesses testified that 
when he complained that the price Steele was asking for a watch was too high, 
Steele replied, ‘““Not for a Bulova.” 

Steele’s conduct involved the purchase of watch cases and dials in the United 
States. It not only had a substantial effect on foreign commerce, but it resulted in 
injury to the Bulova Watch Company within the borders of the United States. 

The representative of the Bulova Watch Company in the State of Texas testified 
as follows: 





12. See also the same text, Secs. 47(2), 80, and 377; Blackmer v. United States, 284 
U. S. 421, 436; Milliken v. Meyer, 311 U. S. 457; Johnson, Sec’y v. Eisentrager, 339 U. S. 
763, 769. 
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“Q. Concerning the trade area there, are there a considerable number of pur- 
chases of watches as a result of the advertising from Mexican areas? 

“A. Oh, I would say a great deal, sir. 

“Q. At the same time, have you received complaints concerning watches that 
are not true Bulovas, watches that have come from Mexico? 

“A. I have had numerous complaints, and personal complaints, from prac- 
tically every one of the jewelers in this particular district. 

“Q. What is the character of those complaints? 

“A. Well, they claim—* * * these people along the Border towns especially 
come in to me and show me watches brought in for repair, claiming that they couldn’t 
repair them. Well, I would not naturally have the watchmaker to open them up, and 
open up some of them myself, and look at them, but by just glancing at the watch, 
you can tell that it is not a Bulova watch; after all, I have handled the product for 
a good many years. 

“Q. To what extent have you received those complaints? 

“A. Oh, they run into hundreds and hundreds of them and have been for a 
good long time too numerous to mention; they would run into—oh, upwards of five 
hundred. 

“Q. Out of Mexico? 

“A. Yes, Sir.” 

The Lanham Act prohibits importation into the United States of labelled or 
branded merchandise, “which shall copy or simulate the name of any domestic 
913 


manufacture, or manufacturer or trader. 

That section is not effective, however, to prevent many Americans who visit 
Mexico from purchasing spurious Bulovas in Mexico and bringing them back 
across the border into the United States with a resultant substantial effect on foreign 
commerce and with resultant damage in the United States to the reputation and 
good will of the Bulova Watch Company. 

While we have undertaken to reach a decision of this case by a consideration 
of basic principles, we have also carefully considered the cases relied on by the 
parties as being most nearly applicable.'* To discuss those cases would unduly ex- 
tend this opinion. We think that they support the conclusion we have reached. 
The cases cited to the contrary may be distinguished upon one or more of the 
following grounds: (1) they did not relate to so far reaching a law as the Lanham 
Trade-Mark Act; (2) they did not involve acts appropriating good will already 
established and designed to forestall the normal expansion of trade into a country; 
(3) they did not involve acts committed within the United States; (4) they did 
not involve damage resulting to property within the United States. In none of those 
cases was there any holding of want of jurisdiction on the part of a court to enter 
an in personam decree requiring a citizen domiciled within the jurisdiction of the 
court to obey the laws of his country even when doing acts beyond its territorial limits. 

The cause is reversed for further proceedings not inconsistent with this opinion. 

Reversed. 


iS. ‘99 U..6.6. A. 5324. 

14. The Salton Sea Cases, 172 F. 792; Vacuum Oil Co. v. Eagle Oil Co., 122 F. 105; 
(idem) 154 F. 867; U. S. Ozone Co. v. U. S. Ozone Co. of America, 62 F. 2d 881; Branch v. 
Fed. Trade Comm., 141 F. 2d 31; Amer. Banana Co. v. United Fruit Co., 213 U. S. 347; 
Blackmer v. United States, 284 U. S. 421; Ingenohl v. Olsen & Co., 273 U. S. 541: Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403; Marshall v. Turnbull, 32 F. 124; (idem) 34 F. 827; 
Western Clock Mfg. Co. v. Smith, 2 T. M. Rep. 522; Geo. W. Luft Co. v. Zande Cosmetic Co., 
142 F. 2d 536, 539. 
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RussELL, C.J., dissenting: 

We should not let our personal opinion of, and distaste for, unfair competition 
lead us into two fundamental errors, which, it seems to me, the majority opinion 
evidences. I respectfully submit that the holding of the majority in effect gives 
to the Lanham Trade-Mark Act of 1946! an extraterritorial force wholly unauthor- 
ized by the statute, and this error is compounded and increased by the Court’s 
holding that the Courts of the United States have authority to, and indeed should, 
adjudicate the propriety, validity and legal effect of the administrative and judicial 
determination of a sister Republic so as to declare illegal and subject to injunction 
actions and conduct wholly within the jurisdiction and territorial confines of such 
Republic. Under even the broadest interpretation of the Lanham Act, supra, it 
evidences no attempt to prescribe a standard of fair competition for the Nations 
of the world. Its provisions are, and must be, applicable to territory within the 
reach of Congressional power. Neither do its provisions so compellingly permeate 
the being, or saturate the conscience, of an American resident, doing business in a 
foreign country, as to impose a guilty stain upon his acts there done in accordance 


with authority granted by such country’s laws. An American citizen doing business 
in Mexico does so subject to Mexican laws. I take it that if that Government 
should declare an entirely opposite concept of, and policy toward, unfair com- 
petition than prevails with us this would in no way enlarge the jurisdiction of 
American Courts to deal with Mexican affairs. However, it appears, on the con- 
trary, that the proper administrative authority of that Republic has granted to Steele 


the right to use the trade-mark “Bulova” and that the Courts of that Nation have 
likewise so adjudicated in litigation essentially between the parties to the present 
case. That which the sovereign has authorized and judically confirmed can not, 
when the acts are performed wholly within the territorial limits of such sovereign, 
be properly declared illegal and subject to injunction by our Courts merely because 
the perpetrator of such acts is an American citizen and in person subject to the 
jurisdiction of American Courts. Consequently, when, on December 5, 1933, the 
Mexican Director General of Industrial Property granted to Steele the right to 
use the name “Bulova” in the Republic of Mexico as a trade name for watches 
(as found by the trial Judge upon undisputed evidence) the acts of Steele in 
Mexico in accordance with the grant was not illegal. Especially is this so when 
it appears, as it does here, that his right to the trade-mark was upheld in the 
Mexican Court in the proceedings in behalf of appellant seeking to set aside such 
registered trade-mark in which Steele was named as a party. 

The principles which support the judgment of the trial Court in this case 
are well established. As declared by Justice Holmes for the Court in American 
Banana Co. v. United Fruit Co., 213 U. S. 347, 356, “the general and almost uni- 
versal rule is that the character of an act as lawful or unlawful must be determined 
wholly by the law of the country where the act is done. Slater v. Mexican National 
R. R. Co., 194 U. S. 120, 126. * * * For another jurisdiction, if it should happen 
to lay hold of the actor, to treat him according to its own notions rather than those 
of the place where he did the acts, not only would be unjust, but would be an 


1. 15 U.S.C. A. 1051, et seq. 
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interference with the authority of another sovereign, contrary to the comity of 
nations, which the other state concerned justly might resent.” Supported by the 
ruling in Ingenohl v. Olsen & Co., 273 U. S. 541, that—“a trade-mark, started 
elsewhere, has only such validity and protection in a foreign country as the foreign 
law accords it.” 63 Corpus Juris, p. 321, Trade-Marks, Section 11 states: 







“Trade-marks are limited by the territorial boundaries of the sovereignty in the 
sense that the existence of a trade-mark in any given jurisdiction is determined accord- 
ing to the law therein, without reference to any foreign rule, judicial or otherwise. 
Thus, a trade-mark started elsewhere depends for its protection in a foreign jurisdic- 
tion on the law prevailing therein, and confers no rights except by consent of that 
law. Our courts do not decide what trade-marks exist or do not exist in foreign 
countries, and the decision of a court of a foreign country as to the existence or 
nonexistence of a trade-mark therein will be given full force and credit in this country; 
but such foreign decision will not settle who is entitled to the trade-mark here.” 








See also Cruz v. O’Boyle, 197 F. 824; Spann v. Compania Mexicana Radiodifusora 
Fronteriza, 131 F. 2d 609; Harrison v. Triplex Gold Mines, 33 F. 2d 667. The 
decision in George W. Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536, 540, ex- 
pressly recognizes and applies the principle which should be applied here. The 
opinion by Circuit Judge Swann expressly holds that in the countries then involved 
where the defendants had established their right by the local law to use the trade 
name in dispute such use could not “constitute unfair competition” with the 
plaintiff, and therefore they should not be restrained from doing business there in 
their corporate name or from using “there the trade-mark” in question. 

The trial Court properly held that since the conduct complained of substantially 
related solely to acts done and trade carried on under full authority of Mexican 
law, and were confined to and affected only that Nation’s internal commerce, it 
was without jurisdiction to enjoin such conduct. 

















ELDER MANUFACTURING COMPANY v. INTERNATIONAL SHOE 
COMPANY 


No. 5834—C. C. P. A.—January 29, 1952 











TraDE-Marks—ACQUISITION OF RIGHTS—ASSIGNMENT 

On facts of record, assignment to applicant-appellee held not mere assignment- 
in-gross. 

TRADE-MarKs—Proor or Use—GENERAL 

Expired registration is not in itself evidence of use either as of date of registration 
or application, or as of date of first use claimed therein. 

Opposer-appellant is not bound by date of first use alleged in its registration and 
is entitled to carry date of first use back to a prior date by proper evidence, but he is 
then under heavy burden and proof must be clear and convincing, though oral testimony 
may suffice. 

On facts of record, applicant-appellee held to have proved use of mark at least as 
early as January 1921, and opposer-appellant held to have failed to establish priority. 















Appeal from Commissioner of Patents. 
Trade-mark opposition by Elder Manufacturing Company against Inter- 
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national Shoe Company. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 
Alfred W. Petchaft (Lloyd W. Patch, or counsel) for Opposer-appellant. 
Lawrence C. Kingsland, Edmund C. Rogers, and Estill E. Ezell, for Appellee. 
Before Garrett, Chief Judge, and Jackson, O’Connell, Johnson, and Worley, Asso- 
ciate Judges. 
Jounson, J.: 
This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents, speaking through the Assistant Commissioner, 86 
U. S. P. Q. 269, reversing the decision of the Examiner of Interferences sustain- 
ing the notice of opposition of appellant, and holding that appellee was entitled 
to the registration of the notation “Sundial Mark Twain” as a trade-mark for 
use on boots and shoes of leather, fabric and/or combination thereof under 
section 5 of the Trade-Mark Act of February 20, 1905, 33 Stat. 725, 15 U.S. C. 85.! 


In its application for registration, filed March 6, 1947, appellee alleged that 
it is the owner of registration No. 154,493, for the words “Mark Twain,” and 
registrations Nos. 183,416, 220,337, 295,329, 319,419, and 301,249, each containing 
the word “Sundial”; that its trade-mark has been continuously used and applied 
to goods in its business since February 20, 1947; that the word “Sundial” has 
been used by it since July 31, 1923, and the word “Mark Twain” (through pre- 
decessor) has been used since January 1, 1921; and, that its trade-mark is applied 
or affixed to the goods, or to the packages containing the goods, by imprinting 
the mark directly on the goods, on the containers, and in divers other ways. 


In its notice of opposition, dated November 5, 1947, appellant alleges prior 
use of the trade-mark “Mark Twain” for use on men’s and boys’ collars and shirts; 
that it is the owner of two registrations of the trade-mark “Mark Twain” under 
the Trade-Mark Act of February 20, 1905, one being registration No. 363,478, 
registered by appellant on December 27, 1938, the other being registration No. 
168,075, registered May 15, 1923, by Hall, Hartwell & Co. on an application filed 
January 24, 1922; that registration No. 168,075 was properly assigned by Hall, 
Hartwell & Co. to appellant on November 20, 1937; that the goods of the parties 
possess the same descriptive properties; that the marks are confusingly similar; and 
that appellant will suffer damages and injury by the registration sought herein. 

Appellant also alleged that about the year 1883 its predecessor, Miller and 
Bingham Company, with permission of Samuel L. Clemens, did adopt the name 
“Mark Twain” as a trade-mark for men’s and boys’ collars, shirts and wearing 
apparel manufactured and sold by it; that Miller and Bingham Company assigned 
its business, goodwill and trade-mark rights, including the trade-mark ‘Mark 
Twain,” to Hall, Hartwell & Co., which latter company assigned its trade-mark 
“Mark Twain” along with its manufacturing business to appellant; that appellant’s 
predecessors and appellant, in unbroken succession since 1883 up to the present 


1. Sec. 6, Trade-Mark Act of 1905, 33 Stat. 726, 15 U. S. C. 86, provides: “* * *. Any 
person who believes he would be damaged by the registration of a mark may oppose the same 
by filing notice of opposition, stating the grounds therefor, in the Patent Office within thirty 
days after the publication of the mark sought to be registered, * * *.” 
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time, used the trade-mark “Mark Twain” upon their men’s and boys’ wearing 
apparel. 

The examiner was of the opinion that the evidence established that Hall, 
Hartwell & Co. had continuously used the name “Mark Twain” as a trade-mark 
for collars from about the year 1907 until January 12, 1923, when the entire 
assets thereof were taken over by the corporation Hall, Hartwell & Co., Inc.; 
that the corporation continued use of the name “Mark Twain” for collars, and 
also used it for shirts until November 20, 1937, when title to the trade-mark ‘Mark 
Twain,’ and the business and goodwill associated therewith, was transferred to 
appellant; and that appellant has made continuous use of the mark since that time. 
Accordingly, he found that appellant had established use prior to January 1, 1921, 
the date of first use claimed by appellee, and, in view of this, he sustained the notice 
of opposition. 

Registration No. 363,478 was registered long after use of appellee’s mark and 
was not considered by the commissioner. Registration No. 168,075 was registered 
May 15, 1923, by appellant’s predecessor Hall, Hartwell & Co. on an application 
filed January 24, 1922. In that application, which was sworn to by Joseph McKay, 
a member of the firm, it was stated that “The trade-mark has been continuously 
used in our business since about October 1, 1921.” The mark was in continuous 
use by predecessors of appellant until it was assigned, on November 20, 1937, to 
the appellant who has used it continuously since then. 

The commissioner found that appellee has proven use of its trade-mark “Mark 
Twain” at least as early as January 1, 1921, and that appellant has not proven 
use of its trade-mark “Mark Twain” prior to October 1, 1921. Accordingly, he 
held that the notice of opposition must be dismissed in view of appellant’s failure 
of proof of prior use, and he reversed the decision of the examiner. 

Counsel for appellant, in his brief and in the oral argument before us, declares 
that the issues involved are as follows: 

The Hon. Assistant Commissioner erred in giving Appellee benefit of early use 
by Bluff City Shoe Company in view of the fact that no good-will survived the 
liquidation and the belated assignment to Appellee for $50.00 was a mere assignment- 
in gross; thus Appellee’s first properly established use of the notation “Mark Twain” 
on shoes dates from the year 1926. [Italics quoted.] 

The Hon. Assistant Commissioner of Patents erred in accepting Appellee’s oral 
testimony as to early use by Appellee’s predecessor and at the same time refusing to 
accept weightier and fully corroborated testimony showing antecedent adoption and 
use by Appellant’s predecessor. 


Registration No. 154,493 of the trade-mark “Mark Twain” was issued to 
appellee’s predecessor, The Bluff City Shoe Company, on its application filed 
July 21, 1921. In the application for registration, which was sworn to by W. C. 
Logan, secretary and treasurer of The Bluff City Shoe Company, it is stated that 
the mark sought to be registered had been continuously used since January 1, 
1921. In 1926 this registration was assigned to appellee. 

The testimony discloses that the owners of The Bluff City Shoe Company 
decided to liquidate the assets of its business and that the real estate, certain lasts, 
dies, patterns and machinery were sold to appellee on July 16, 1925; that, at the 
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time of this sale, The Bluff City Shoe Company had a substantial supply of shoes 
on hand and proceeded to sell them, the sale of the shoes on hand requiring a 
period of about one year; that on December 9, 1925, which was about five months 
after the sale of the real estate, machinery, etc., The Bluff City Shoe Company 
sold the trade-mark “Mark Twain” to appellee, the assignment of the trade-mark 
stating: 
* * * the said Bluff City Shoe Company has sold, assigned and transferred, and 
by these presents does hereby sell, assign and transfer unto the said International 
Shoe Company (of Delaware) all its rights to, in and under said trade-mark, and 
to the goodwill of the business pertaining thereto, and in, to and under the registra- 
tion issued for said trade-mark [and the assignment thereof], for its own use and 
behoof, and that of its successors and assigns, as fully and entirely as the same 


would have been held and enjoyed by said Bluff City Shoe Company had this 
assignment and sale not been made. 


Appellant contends that the above-mentioned assignment was a “mere assign- 
ment-in-gross”; that no goodwill survived the liquidation of The Bluff City Shoe 
Company; and that, consequently, appellee is not entitled to the benefit of the 
early use by The Bluff City Shoe Company. 

We have carefully considered all the testimony relating to the use of the 
trade-mark by The Bluff City Shoe Company, the liquidation of the assets of the 
company, including the sale of the stock of shoes on hand at the time of the 
sale of the real estate and machinery, and are of the opinion that the sale and 
assignment of the certificate of registration and the trade-mark “Mark Twain” 
to appellee was not a mere “assignment-in-gross” but was rather a sale and assign- 
ment of a valid trade-mark which had not been abandoned. 

Appellee’s first use of the involved mark on its own merchandise was in 1925. 
The Bluff City Shoe Company, appellee’s predecessor, registered this mark on 
April 18, 1922, registration No. 154,493. January 1, 1921, was the date of first 
use set out in the application for this registration. Registration No. 154,493 was 
assigned to appellee in 1925 by The Bluff City Shoe Company, but it was inad- 
vertently permitted to expire without renewal thereof at the end of its term. There- 
fore, it, in itself, is not evidence of use either as of the date of registration or 
application, or as of the date of first use alleged therein. 

The examiner and the commissioner held that appellee’s predecessor, The 
Bluff City Shoe Company, first used the trade-mark “Mark Twain” on shoes as 
early as January 1, 1921. We agree with that holding as there is ample evidence 
to support it. 

Appellee presented two witnesses who were employed by The Bluff City Shoe 
Company and who occupied responsible positions. One was a member of the 
board of directors and was in charge of sales; the other was a salesman during 


the entire period of time in question. The testimony of these witnesses is clear and 
specific and we deem it sufficient to establish use of the trade-mark “Mark Twain” 
by The Bluff City Shoe Company as early as January 1, 1921. 

The examiner and the commissioner held that the question of priority depends 
upon whether or not appellant has established any date of use by its predecessor 
Hall, Hartwell & Co. prior to January 1, 1921. It was the opinion of the examiner 
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that appeliant had satisfactorily established use by its predecessor Hall, Hartwell & 
Co. since “long prior to January 21, 1921,” and he sustained the notice of opposi- 
tion. The commissioner, however, was of the opinion that appellant failed to 
establish such prior use by clear and convincing evidence, and, for that reason, he 
reversed the decision of the examiner. 

Appellant is not bound by the date of first use alleged in his application for 
registration No. 168,075. He is entitled to carry the date of first use back to a prior 
date by proper evidence. However, where one has alleged in his application for a 
trade-mark a date of earliest use and subsequently by proof attempts to show an 
earlier date, he is then under a heavy burden, and his proof must be clear and con- 
vincing. This proof may consist of oral testimony, if it is sufficiently probative. 
Such testimony should not be characterized by contradictions, inconsistencies, and 
indefiniteness, but should carry with it conviction of its accuracy and applicability. 
Moreover, oral testimony given long after the event, while entitled to consideration, 
should be carefully scrutinized, and, if it does not carry conviction as to its accuracy 
and applicability, it should not be sufficient to successfully establish a date of first 
use prior to that alleged in the trade-mark application. Oral testimony is obviously 
strengthened by corroborative documentary evidence. See The B. R. Baker Co. v. 
Lebow Bros., 32 C. C. P. A. (Patents) 1206, 150 F. (2d) 580, 66 U.S. P. Q. 232, 
and cases cited therein; that case involved an analogous fact situation in a trade- 
mark interference proceeding. 

The above rules should apply with particular force where, as in this case, the 
date on which the trade-mark application was filed (January 24, 1922) is sub- 
stantially contemporaneous with the date of first use alleged therein (October 1, 
1921) and an attempt is made many years later to establish an earlier date. 

Also worthy of note are the cases of Auerbach & Sons v. Hall, Hayward Co., 
1904 C. D. 271, 11 O. G. 806 and The Gem Cutlery Co. v. Leach, 1905 C. D. 58, 
114 O. G. 2089, wherein the Commissioner of the Patent Office held that a trade- 
mark registrant is not prevented from proving an earlier date of adoption and use 
than that alleged in his statement filed with his application, but such proof must be 
clear and convincing. From the commissioner’s decision in the instant case, it 
appears that established Patent Office practice conforms to the holdings of these 
two cases. 

Appellant contends it has established use of the mark by its predecessor from 
at least as early as 1907. There is insufficient probative evidence of any earlier 
use. Appellant introduced a letter addressed to the firm of Miller & Bingham, 
dated October 8, 1883, which was purportedly written by Samuel L. Clemens, de- 
ceased, in which letter Mr. Clemens granted to Miller & Bingham the right to use 
his pen name “Mark Twain” as a trade-mark for collars. The authenticity of that 
letter, however, has not been established, and there is no evidence that Miller & 
Bingham ever used the trade-mark “Mark Twain” under the right purportedly 
granted in it. 

Appellant introduced the testimony of three witnesses in its attempt to estab- 
lish use of the involved mark prior to October 1, 1921. One of the witnesses testi- 
fied that he had been employed by appellant’s predecessor Hall, Hartwell & Co. 
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in 1907 as a cutter and continued in this employment for about 25 years; that at 
the time he went to work there in 1907 Hall, Hartwell & Co. were making collars 
bearing the trade-mark “Mark Twain”; that, to the best of his belief, collars were 
made bearing the trade-mark “Mark Twain” up to the time he went to cutting 
shirts in about 1923; and that, to the best of his recollection, Hall, Hartwell & Co. 
were making shirts under the trade-mark “Mark-Twain” as early as 1910. 

Another witness testified that he went to work for Hall, Hartwell & Co. about 
1910 or 1911; that in 1911 he was foreman of the collar cutting room; that Hall, 
Hartwell & Co. were manufacturing and selling a collar under the trade-mark 
“Mark Twain” in 1911 and continued to do so until 1937; that the company started 
to manufacture shirts under the Mark Twain trade-mark about 1920 or 1921 and 
that, to the best of his knowledge, it continued to do so until his employment was 
terminated in 1937. This witness produced a “Mark Twain” collar manufactured 
by Hall, Hartwell & Co. in about 1937. His attention was called to certain mark- 
ings on the collar and he was asked if collars were always marked in that manner 
during the entire time of his employment. He answered that he could not say. 

Another witness testified that he went to work for Hall, Hartwell & Co. in 
September 1919 “as office boy—approximately”; that he did odd jobs and ran 
errands; and that in 1920 Hall, Hartwell & Co. were manufacturing and selling 
collars bearing the trade-mark “Mark Twain.” 

There is a contradiction in the testimony of appellant’s witnesses. One wit- 
ness testified that Hall, Hartwell & Co. were making shirts under the trade-mark 
“Mark Twain” as early as 1910, while another witness testified that Hall, Hartwell 
& Co. started to manufacture shirts under the trade-mark “Mark Twain” about 
1920 or 1921. 

The testimony shows Hall, Hartwell & Co. carried on an extensive business 
and sold collars on a large scale. However, there is no evidence of any advertising 
or of sales of any product to any particular customers, nor is there any evidence 
which would indicate use of the trade-mark “Mark Twain” on collars prior to 
October 1, 1921, except the oral testimony of the three witnesses aforementioned. 
The only specimen produced showing use of the mark was the above-mentioned 
collar which was manufactured in 1937. 

We agree with the following statement of the commissioner: 

* * * Nor while the testimony of the witnesses is positive as to use of the mark at 


the time of their employment do they display any similar knowledge as to the activities 
of the company which would appear equally within their knowledge, such, for 


example, as the date of beginning the manufacture of shirts, the use of other trade- 
marks, etc. 


It was the opinion of the commissioner that the testimony of these three witnesses 
is not clear and convincing as required by the cases above cited. 

Mr. McKay, who had been a member of the firm for many years, verified the 
application for registration No. 168,075, which was filed in the Patent Office on 
January 24, 1922, by Hall, Hartwell & Co., and in the application stated that the 
mark had been used since about October 1, 1921. It will be seen that this applica- 
tion was made within a few months of the date set out in the application as the 
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first date of use, and was made by a member of the firm who certainly should have 
knowledge of the date of first use far greater than any of the witnesses produced. 
When such an affidavit has been made at about the time of the event, a greater 
burden of proof should be, and is, required in order to carry the date of use back 
to a prior date. 

Appellant’s witnesses testified from memory. Their testimony was given in 
1947, which was from ten to fourteen years after they had had any connection with 
Hall, Hartwell & Co. and concerned matters which occurred beginning, respectively, 
in 1907, 1911, and 1919. 

We are of the opinion that the evidence of use of the mark by appellant’s 
predecessor, Hall, Hartwell & Co., prior to October 1, 1921, is neither clear nor 
convincing and that not only lapse of time but all the circumstances discussed above 
indicate the likelihood that the recollection of the witnesses may be faulty. Hence, 
appellant’s testimony is not sufficient to overcome the date of first use alleged in 
the application for registration No. 168,075. 

Therefore, we hold that appellee has proven use of the mark at least as early 
as January 1, 1921, and that appellant has not proven use of the mark prior to 
October 1, 1921. 

For the reasons stated, the decision of the commissioner is affirmed.* 


BROWN & BIGELOW v. REMEMBRANCE ADVERTISING PRODUCTS, 
INC. ET AL. 


No. 5236—App. Div. (N. Y.) Ist Dept—February 26, 1952 


CourtTs—]J uRISDICTION—GENERAL 

State courts have jurisdiction over trade-mark infringement suits, independent of 
allegations of unfair competition. 

Jurisdiction of state courts in cases involving infringement of federally registered 
trade-marks and for injunction and damages, necessarily carries with it power to pass 
upon validity of registered trade-mark and scope of its application. 

Questions as to validity and infringement of trade-marks registered under U. S. 
statutes are to be determined by federal statutory and decisional law. 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
There is no right to exclusive use of word as trade-mark, at common law or by 
statute, which is common term descriptive of product rather than fanciful, arbitrary 
or suggestive. 
Long user, in and of itself, will not suffice to attach secondary meaning to descrip- 
tive terms. 


TraDE-Marks—Worpbs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
On facts of record, plaintiff held to have no exclusive right to use of term “Remem- 
brance Advertising” as trade name, under common law or federal registration statutes. 
Trial court’s finding that the words “Remembrance” and “Remembrance Advertising” 
had not acquired secondary meaning, sustained. 


Courts—Prior ProcEEDINGS—GENERAL 
On facts of record, decision in prior suit between different parties held neither 
res judicata nor binding under doctrine of stare decisis. 


*GarreTT, C. J., did not participate in the consideration or decision of this case. 
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UnFAiR CoMPETITION—ScoPE OF RELIEF—PARTICULAR INSTANCES 
Notwithstanding absence of valid trade-mark and despite lack of secondary meaning, 
plaintiff held entitled to injunction restraining defendant from minimizing words 
“Products, Inc.’ in its corporate name “Remembrance Advertising Products, Inc.” 
Defendant held entitled to use words “Remembrance” and “Remembrance Adver- 
tising,” but required to employ in its corporate name and in its advertising material, 
along with the words “Remembrance” and “Remembrance Advertising,” language clearly 
distinguishing its products from those of plaintiff. 


Appeal from Supreme Court, New York County. 

Trade-mark infringement and unfair competition suit by Brown & Bigelow 
against Remembrance Advertising Products, Inc. and Elmer B. Usher. Plaintiff 
appeals from judgment for defendants dismissing complaint on the merits. Modified. 
Alexander, Cooper, Maltitz, Derenberg G Daniels (Clifton Cooper, of counsel), 

of New York, N. Y., for plaintiff-appellant. 

Sidney D. Robbins, of New York, N. Y., for respondents. 
Before Peck, P. J.,. GLENNON, CALLAHAN, VAN Vooruis, and SHIENTAG, JJ. 
SHIENTAG, J.: 

Plaintiff appeals from a judgment for defendants, dismissing the complaint 
on the merits, after a trial before an official referee. The action is one for in- 
fringement of a trade-mark registered under the federal statutes, and also for unfair 
competition in connection therewith. 

Plaintiff has been engaged in the business of advertising the products of other 
concerns and individuals by the sale of calendars, blotters, pencils and similar 
goods bearing advertising matter thereon for more than 25 years. These advertising 
products are distributed by customers of plaintiff as gifts to the general public. In 
this manner the customer’s products are brought to the attention of the public, 
and advertised and remembered by those whose trade the customer solicited. In 
connection with their business, plaintiff for many years has used exclusively the 
words “Remembrance” and “Remembrance Advertising” as its trade-mark. 

The corporate defendant, a domestic corporation organized in 1948, is engaged 
in the same business. As part of its corporate name, it has used the words “Remem- 
brance Advertising.” The evidence discloses that in its advertising the defendant 
displays its corporate name with those words so accentuated as to minimize the 
significance of the other words of its corporate name. 

Plaintiff contends that the words “Remembrance” and “Remembrance Ad- 
vertising” are valid trade-marks and that they have acquired secondary meaning 
which identifies their origin to consumers. 

Preliminarily, it may be noted that the courts of this state have jurisdiction 
over actions for trade-mark infringement, independent of allegations of unfair 
competition. Whatever doubt there may have been as to this seems to have been 
completely removed by the provisions of section 1338(a) of Title 28 of the United 
States Code providing as follows: “The District Courts shall have original juris- 
diction of any civil action arising under any act of Congress relating to patents, 
copyrights and trade-marks. Such jurisdiction shall be exclusive of the states in 
patent and copyright cases.” The jurisdiction of the state courts in cases involving 
the infringement of a statutory trade-mark and for an injunction and damages in 
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connection therewith, necessarily carries with it the power to pass upon the 
validity of the registered trade-mark and the scope of its application. There is no 
right to the exclusive use of a name as a trade-mark, whether at common law or by 
statute, which is a common term descriptive of the product rather than fanciful, 
arbitrary or suggestive. Accordingly, it would seem clear that the plaintiff has no 
exclusive right to the use of the term “Remembrance Advertising” as a trade name 
whether under the common law or under the federal statutes relating to the registra- 
tion of trade-marks. 


While, as heretofore stated, jurisdiction in trade-mark cases is not exclusive 
with the federal courts, all questions as to validity and infringement of trade-marks 
registered under the United States statutes are to be determined by federal statutory 
and decisional law. It is urged that for us to hold that the registered trade-mark 
here invoked is invalid would be in direct conflict with a decision of the Federal 
District Court for the District of Minnesota in the case of Advertising Corporation 
of America v. Brown & Bigelow, which is unreported (See Plaintiff’s exhibit 23). 
The record in that case is not before us. From an examination of the findings 
of fact and conclusions of law it would appear, however, that the question pre- 
sented was not so much the validity of the registered trade-mark of the plaintiff 
in this action as whether or not the plaintiff in the Minnesota action in the 
Federal Courts had the right to register as its trade-mark a name or term sub- 
stantially similar to that of the defendant in that action (the plaintiff in this case). 
In any event, the parties are not the same in the two actions. The decision in 
the Minnesota case is, of course, entitled to great weight but it is not res judicata 
nor, on the facts submitted to us, is it binding upon us under the doctrine of stare 
decisis. In reaching this conclusion we do not depart from the federal statutory and 
decisional law generally applicable to situations such as those which are here 
presented. 


Assuming, therefore, that the plaintiff is not entitled to relief solely on the 
basis of the registered trade-mark, the next question to consider is whether the 
words “Remembrance” or “Remembrance Advertising” have acquired a secondary 
meaning so as to entitle the plaintiff to their exclusive use under the common law. 
The learned Official Referee has found that those words or terms did not acquire 
such a secondary meaning and we are not inclined to disagree with that holding, 
Although the question is not free from doubt we believe that the record sustains the 
finding that the plaintiff has failed to show that the primary significance of the 
terma “Remembrance” and “Remembrance Advertising,” in the minds of the 


public is the pradueer rather than the produet, or a apecific line of business, Long 


vwaer, in and af itwelf, will not aufflee to attach a secondary meaning to termes 
which ave general and deseriptive in eharaeter, Does that mean, however, that 
the plaintiff, who las aed these terme in eanneetion with bie line of business fos 
Wany Veara, ia net entitled to any vellel as agalnat the defendante tn thle ease! 
The individual defendant, an officer af the earparate defendant, waa formerly 
connected with the plaintiff, and the evidence establishes that, in the corporate 
hate af the defendant, the words “Remembrance Advertising” were emphasted 
and the words “Products, The” miniinived as much as possible, Tt seem cleat 


“ 
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that notwithstanding the absence of a valid registered trade-mark and a technical 
secondary meaning, the interests of justice require that the plaintiff be given some 
relief. 

The question presented here is a good deal like that which confronted the 
Supreme Court of the United States in the well-known case of Kellogg v. National 
Biscuit Co., 305 U.S. 111, 118. While the Kellogg case is not decisive of the issues 
here presented, the approach of the Supreme Court of the United States in that 
case represents a just and fair solution of a perplexing problem and one which we 
should here follow. The Kellogg case, supra, was a suit by the National Biscuit Co. 
to enjoin alleged unfair competition arising from the use of the name “Shredded 
Wheat” in the sale and manufacture of breakfast foods known by that name. 
It was established that the National Biscuit Company, for many years, had a patent 
on the manufacture or preparation of a product which it described as shredded 
wheat and was, for the years of its patent monopoly, the exclusive producer of 
that product. The court found that the words “Shredded Wheat,” which had come 
to designate the product, were in fact its generic name; that “many people have 
come to associate the product, and as a consequence the name by which the 
product is generally known, with the plaintiff’s factory at Niagara Falls” (Kellogg 
v. National Biscuit Company, 305 U. S. 111, 118). However, the court said that 
“to establish a trade name in the term ‘shredded wheat’ the plaintiff must show 
more than a subordinate meaning which applies to it. It must show that the 
primary significance of the term in the minds of the consuming public is not the 
product but the producer. This it has not done.” Notwithstanding these findings, 
however, the court went on to say that the showing which the plaintiff made 
“does not entitle it to the exclusive use of the term shredded wheat but merely 
entitled it to require that the defendant use reasonable care to inform the public 
of the source of its product” (p. 119). The court held that the Kellogg Company 
had discharged this obligation in various ways, among them using in front of 
the words “shredded wheat” on its cartons the name Kellogg, so sized and so 
spaced as to strike the eye as being a Kellogg product (Kellogg v, National Biscuit 
Company, supra, at p, 120), The significance of the court’s view that the plaintifl 
was entitled to protection even in the absence of secondary meaning is not mini- 
mized by the cireumstance that the Kellogg case did not involve an attempt to 
enforce a statutory trade-mark, 


In this case, likewise, it appears that the plaintiff, Brown & Bigelow, had for 
many years exclusively used the words “Remembrance” and "Remembrance Ad 
vertising” and that as a result of ite long continued usage these words came to 
deseribe a diatinet line of business, Here too, the evidence establishes that the 
primary slenificanee af the words "Remembrance Advertising’ attaches nat to 
the producer but to the produet or line of busines, and that these words do net 


powea a “seeondary meaning” identifying them with the plaintif, However, un 
like the defendant in the ANelloge case, vipra, the defendant Remembrance Adver 
Hiking Produeta, Tne, has failed to diseharge the obligation resting upon it te 
identify ite praduet in a manner which would distinguish it from that of the 


plaintiff, Indeed, the evidence established the contrary to be the ease, Th its 
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advertising the defendant displays its corporate name with the words “Remem- 
brance Advertising” so arranged as to minimize the significance of the added 
words “Products Inc.” We conclude therefore that the defendant should be 
enjoined from using, in such manner, the words in controversy, in its name and on 
the products which it sells or deals with. It should be required, moreover, to employ 
in its corporate name and in its advertising material, along with the words 
“Remembrance” and “Remembrance Advertising,” language clearly distinguishing 
its products from those of the plaintiff, Brown & Bigelow. Such a requirement will, 
in our opinion, ensure a certain amount of justice among competing claims, each 
of which is entitled to consideration. Rights and remedies in the field of unfair 
competition are sufficiently plastic to warrant the conclusion here reached. Settle 
order containing new findings of fact and conclusions of law in accordance with 
the foregoing determination. 
All concur but Callahan, J., who dissents and votes to affirm. 


AMERICAN WHITE CROSS LABORATORIES, INC. v. 
GOTHAM ASEPTIC LABORATORY CO., INC. 


N. Y. S. Ct., N. Y. County—February 15, 1952 


TraDE-Marks—AcQuIsiITION oF RiGHTS—GENERAL 
White cross upon a red disc, used by plaintiff on bandages, gauze, cotton, etc. for 
about 40 years, held distinctive mark identifying source to trade and public, though 
others may have used similar marks on products in direct competition. 
ConTRACTS—VALIDITY—GENERAL 
Contract settling prior proceedings in court and Patent Office held valid and 
breached by corporate defendant. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
White crusader’s cross upon red shield held likely to be mistaken for white cross 
on red disc. 
TRADE-MarRK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—GENERAL 
On facts of record, defendants held to have failed to establish defenses of laches, 
estoppel and unclean hands. 
Priority of registration is not controlling and court is not bound by Patent Office 
determination. 
TraADE-MarK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Where likelihood of confusion as to source exists, an injunction should issue. 
Plaintiff held entitled to injunction restraining continuing breach of contract by 
corporate defendant and restraining corporate and individual defendants from infringing 
plaintiff’s trade-mark and competing unfairly. 
Plaintiff held not entitled to profits or damages. 


Trade-mark infringement and unfair competition suit by American White 
Cross Laboratories, Inc. against Gotham Aseptic Laboratory Co., Inc., and Paul 
I. Rogers. Judgment for plaintiff granting injunction. 

Harry Price, of New York, N. Y., for plaintiff. 
Arthur Levine, of New York, N. Y., for defendants. 
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NATHAN, J.: 

This is an action to permanently enjoin trade-mark infringement and unfair 
competition as well as for an accounting and for damages. 

The complaint sets forth two causes of action, the first for breach of an 
express agreement not to use plaintiff’s trade-mark and to restrain defendants from 
continuing the alleged breach. The second cause of action is to restrain defendants 
from infringing the trade-mark and from engaging in unfair competition with 
plaintiff. The answer, in addition to denying some of the material allegations of 
the complaint, sets forth as defenses that plaintiff has no exclusive property in the 
mark, that plaintiff is guilty of laches, that plaintiff is estopped from asserting its 
rights, that the agreement was without consideration, lacking in mutuality and 
executed by defendants under duress, that plaintiff has unclean hands and that 
defendants’ mark is neither a violation of the agreement nor is likely to cause any 
confusion or mistake in the mind of the trade or the public. 

It appears from the evidence that plaintiff is a manufacturer of dry surgical 
dressings, consisting of adhesive bandages, gauze bandages, absorbent cotton and 
adhesive tape. Since 1912, when it was incorporated, plaintiff has been using as a 
trade-mark on its products a white cross upon a red disc. During the period of 
its existence plaintiff’s products have been sold and advertised throughout the 
United States and, particularly, in the New York City area. The defendant cor- 
poration was founded by a former employee of plaintiff. In 1934 the corporate 
defendant filed a trade-mark with the United States Patent Office, consisting of a 
white cross upon a red crusader’s shield underneath the head of a helmeted knight. 
Plaintiff at that time filed an interference with the Patent Office, contesting the 
validity of defendant’s mark and also commenced an action in Westchester County 
to restrain defendant from using the mark. By stipulation dated November 16, 
1934, signed and acknowledged by the plaintiff and the corporate defendant, the 
injunction action was discontinued, without costs; the interference proceeding 
in the Patent Office was withdrawn and it was agreed that the defendant, when it 
shall have fully exhausted its supply now on hand of boxes, cartons, packages or 
other containers containing the registered mark, will in the future modify such 
mark in the following extent: “In place of the white cross on the knight’s shield 
as now used, a blue cross to be superimposed on the white cross so as to show a 
blue cross within a white cross, and that in all other respects, the label and/or 
trade-mark is to be and remain the same as now used by the defendant as shown 
in its registered trade-mark.” 

For some years after the execution of this agreement the corporate defendant 
carried out the terms of the agreement and used on its packaging a blue cross 
rather than a white one. In 1948, however, the former employee of the plaintiff 
having died, the corporate defendant became principally controlled by his son, 
the individual defendant in this action. At or about that time the corporate 
defendant began to use on its mark a white crusader’s cross upon the red shield. 
Shortly after this use came to the knowledge of the plaintiff, protest was made 
against its use and in July, 1949, this action was commenced. Subsequent to the 
commencement of this action plaintiff registered its mark with the Patent Office. 
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The court is satisfied that plaintiff’s prior use of the mark has given it a 
property therein which is entitled to be protected. The mark upon plaintiff’s 
products is distinctive and identifies the source to the trade and to the public. This 
is true even though third persons may have used similar marks upon products not 
in direct competition with plaintiff. 

With respect to the first cause of action, the court is satisfied that the agree- 
ment of November 16, 1934, was validly executed and delivered, that there was 
sufficient consideration for defendant’s promise to modify its mark, that there was 
mutuality of obligation and that there was no duress. It is clear, too, that the 
corporate defendant has violated that agreement and that the breach is a con- 
tinuing one. Consequently, although proof of actual damages resulting from the 
breach is lacking and although an accounting is not warranted on this cause of 
action, plaintiff is entitled to injunctive relief against the corporate defendant alone 
to restrain the continuing breach. The individual defendant, not having been a 
party to the agreement, cannot be held liable upon the agreement as such. 

Upon the second cause of action for trade-mark infringement and unfair com- 
petition, the question arises as to whether it is likely that confusion may arise 
either in the trade or in the buying public as to the source of defendants’ products. 
While there is no doubt that there are many distinguishing features between defend- 
ants’ packages and plaintiff’s packages and that the name of the corporate defend- 
ant appears prominently on all its products, it is not at all unlikely that a casual 
glance at defendants’ white crusader’s cross upon a red shield could be mistaken 
for plaintiff's mark. Where such likelihood of confusion as to source exists, an 
injunction should issue. Mishawaka Rubber G@ Woolen Mfg. Co. v. S. S. Kresge 
Co., 119 F. 2d 316; Am. Fruit Growers v. Michigan Fruit Growers, 38 F. 2d 696 
[20 T. M. R. 35]. 

Upon all the facts and circumstances developed at the trial, defendants have 
failed to establish their defenses of laches, estoppel or unclean hands. The court 
is not bound by determinations of the Patent Office and the priority of registration 
of the marks is not controlling. John Morrell & Co. v. Doyle, 97 F. 2d 232 [28 
T. M. R. 286]. Upon the second cause of action, the evidence warrants an injunc- 
tion against the individual defendant as well as against the corporation. Claude 
Neon Lights, Inc. v. Am. Neon Light Corp., 39 F. 2d 548. 

Defendants’ motions to dismiss the complaint are therefore granted only to 
the extent of dismissing so much thereof as seeks an accounting of profits and 
damages; otherwise denied. Other motions upon which decision was reserved are 
denied. This constitutes the decision of the court. Settle judgment accordingly. 


S. & S. CORRUGATED PAPER MACHINERY COMPANY, INC., 
v. COPPAGE 


N. Y. S. Ct. N. Y. County—February 1, 1952 


UnFair ComMpETITION—BAsIs OF RELIEF—GENERAL 
Equity can provide against likelihood of confusion of purchasers in new market, 
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though four concerns use similar names locally and unfair competition suit would not 
lie here. 

Fact that plaintiff has no exclusive right in words “Corrugated Paper Machinery 
Company,” used in defendant’s name held not to preclude plaintiff from obtaining 
relief, provided plaintiff has some proprietary rights in the words used by defendant. 


UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff held entitled to injunction restraining defendant from using “Corrugated 
Paper Machinery Company” in his firm name, unless he uses distinctive prefix. 


Unfair competition suit by S. S. Corrugated Paper Machinery Company, Inc. 
against Coppage, etc. Judgment for plaintiff granting injunction. 
STEUER, J.: 

The plaintiff, S. S. Corrugated Paper Machinery Company, Inc., makes ma- 
chinery for the manufacture of corrugated paper boxes. Defendant is a broker and 
dealer in machinery of this kind. The situation in the industry in this country and 
Canada is that plaintiff has five competitors making machines and those concerns 
have about five hundred and fifty customers. All these firms are known to each 
other. Defendant is also well known to each in the trade. None of the box or 
machinery manufacturers has ever mistaken plaintiff for defendant or vice versa 
and there is no likelihood that such an error would occur. Under these circum- 
stances, a complaint for unfair competition based solely on the adoption of a 
similar name could find no support in the local situation. The testimony, however, 
shows that there is a new and growing market for paper box machinery in foreign 
countries. The purchasers in this market would not be expected to have the same 
familiarity with the manufacturers of machinery and opportunities for confusion 
could easily develop. Equity can provide against such a contingency provided 
the plaintiff has some proprietary rights in the words used in defendant’s name. 
It appears that, beside the parties, there are two other manufacturers who use the 
words “Corrugated Paper Machinery Company” in their names. Both of these 
like the plaintiff, use a distinctive name placed before the quoted words. It would 


follow that plaintiff has no exclusive right in the words used in defendant’s name. 
This would not preclude the plaintiff from relief. While defendant cannot be 
enjoined from using the words in his firm name, he can be enjoined unless he adopts 
some distinctive prefix to them. No hardship would be involved and harm might 
well be averted. Submit judgment accordingly, limited to the relief herein ordered. 


G. R. KINNEY CO., INC. v. STYLECRAFT HOSIERY CORP. 


Commissioner of Patents—February 6, 1952 


TrRADE-MARKS—DoMINANT FEATURE—ParRTICULAR INSTANCES 
Applicant’s composite mark held to embody, as its most prominent feature, opposer’s 
entire mark. 
OpposITIONS—DEFENSES—REsS JUDICATA 
Defense of res judicata sustained, where opposer in prior opposition failed to prove 
title to registration and now relies upon same registration in opposing composite mark 
embodying opposer’s mark as its most prominent feature. 
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OpposITIONS—PLEADING AND PracTIcE—GENERAL 
Opposition proceeding held no different under 1946 Act than under 1905 Act. 


TRADE-MAarKS—REGISTRABILITY—GENERAL 
In view of substantial similarity of marks, Examiner of Trade-Marks directed to 
reconsider ex parte the registrability of applicant’s mark, upon final termination of oppo- 
sition proceedings dismissed on ground of res judicata. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by G. R. Kinney Co., Inc. against Stylecraft Hosiery 
Corp. Opposer appeals from dismissal of notice of opposition. Affirmed. 

Brown & Seward, of New York, N. Y., for Opposer. 
Joseph J. Juhass, of New York, N. Y., for Applicant. 
Ku INGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition filed by G. R. Kinney Co., Inc., opposing 
registration to the Stylecraft Hosiery Corp. of the mark “Stylecraft Jigger Sox” 
which the applicant seeks to register in the form of a composite mark including 
an outline resembling a shield within which the words appear. The notation 
“Stylecraft” is displayed near the top of the shield, but within the border thereof, 
with the notation “Jigger Sox” appearing therebelow and likewise within the 
border. The word “Sox” as been disclaimed apart from the mark shown. 


The applicant concedes priority of use of mark “Style-craft” in the opposer 
as well as opposer’s ownership of its pleaded registration. Applicant also concedes 
that the goods of the parties fall in the same classification of merchandise and 
are goods of the same descriptive properties. Applicant does not concede, however, 
that its mark is likely to be confused with the opposer’s trade-mark ‘“‘Style-Craft 
Shoe.” However, I am inclined to agree with the opposer’s contention that 
applicant has adopted the principal feature of opposer’s mark, in its entirety. 

The applicant set up as an affirmative defense the ground of res judicata which 
constitutes the principal issue involved in this appeal. In support of its position 
on this point applicant argues that the issue raised by the opposer in the present 
opposition involving the question of likelihood of confusion has been finally ad- 
judicated in a prior opposition proceeding No. 23,552 between the same parties, 
decided by the Examiner of Interferences on September 18, 1946, as a result of 
which registration No. 430,707 was issued to the applicant for the identical notation 
“Stylecraft” shown in opposer’s registration because in that proceeding opposer failed 
to prove title to its pleaded registration. In view of the final decision in that opposi- 
tion holding applicant entitled to register the mark “Stylecraft,” it is the applicant’s 
position that the opposer is now estopped under the doctrine of res judicata to 
challenge the applicant’s right of registration of its present composite mark. 


Opposer contends that the issues to be resolved in the present opposition could 
not have been decided in the prior opposition proceeding because in the prior 
proceeding the marks were identical, whereas in the present case applicant’s 
composite mark is different from its registered mark, even though the latter con- 
tains the whole of opposer’s mark, which creates ipso facto new issues of how 
different the applicant’s present mark is from its registered mark and how essential 
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a feature of the present mark is the word “Stylecraft,” which issues could never 
before have been decided in the prior opposition. Opposer contends further that 
the new application filed by the applicant which is involved in the present proceed- 
ing is under the Act of 1946 which gives to a registrant important new rights not 
accorded to registrants under the Act of 1905 under which the prior registration 
was granted. Finally opposer contends that the earlier opposition decided only 
that the applicant was, as far as that proceeding was concerned, entitled to the 
registration for which it had made application, and did not decide the merits of 
that case so far as the issue of confusing similarity is concerned, wherefore the 
opposer has not had its day in court on that question. 


The opposer’s contentions were considered by the examiner to be without 
merit for the reason that the prior opposition involved essentially the question of 
the applicant’s right to registration of the notation “Stylecraft” for hosiery in 
view of prior use of substantially the same term “Style-Craft” by the opposer for 
shoes. In the present proceeding the same term “Stylecraft,” contained in the 
applicant’s present composite mark, is considered by the examiner to be the only 
feature that is in conflict with the opposer’s mark “Style-Craft” disclosed in its 
registration relied upon here, and which was also relied upon in the prior proceeding. 
The examiner expressed the opinion that the fact that the applicant prevailed in 
the prior proceeding because of the opposer’s failure to prove title to its registration 
does not preclude the application of the doctrine of res judicata in the present 
proceeding since a judgment, even if it be a default judgment, is just as binding 
as one following contest, the prior proceeding being conclusive as to every issue 
that was or could have been decided therein. Prince Matchabelli, Inc. v. Martin 
de Botelho, 31 C. C. P. A. 748, 139 F. 2d 519, 60 U. S. P. Q. 190; Bluthenthal @ 
Bickart v. Bigbie Bros. & Co., 33 App. D. C. 209, 1909 C. D. 411. The examiner 
pointed out that the opposer here did not contend that any part of the applicant’s 
present composite mark, other than the term “Stylecraft,” conflicts with its 
mark, opposer arguing that confusion would arise in the use of the applicant’s mark 
because applicant has adopted the opposer’s complete mark “Style-Craft.” The 
examiner dismissed the opposition on the ground of res judicata and adjudged 
that the applicant is entitled to the registration for which it has made application. 


Opposer thereupon sought reconsideration or modification of the examiner’s 
decision alleging that the decision in the prior opposition is not res judicata in 
the present opposition since the judgment in the prior proceeding did not involve 
consideration of the merits, but constituted a dismissal on technical grounds equi- 
valent to a nonsuit. The examiner pointed out, however, that the prior opposition 
was decided after expiration of times set for the filing of proofs and after final 
hearing, such proofs as opposer filed being deemed insufficient to establish the 
allegations in the notice of opposition in the earlier proceeding. The prior pro- 
ceeding was held not to constitute a dismissal on technical grounds as opposer 
contended, but was a final adjudication after the opposer was given full opportunity 
to establish its allegations and the judgment therein was held to be as effective and 
binding as if it were based on a complete record of evidence that was found lacking 
in probative force for establishing the allegations of the opposition. 
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The decision of the examiner and opposer’s contentions in this appeal have 
been carefully considered. It is clear that the same registration relied upon by 
the opposer in the earlier opposition is relied upon here. So far as the applicant’s 
marks in the two proceedings are concerned, the mark here involved unquestionably 
embodies as its most prominent feature the opposer’s entire mark, while in the 
earlier opposition the involved marks were identical. In view of the fact that times 
for taking testimony were set in the earlier case and opposer had full opportunity to 
prove the allegations in its notice of opposition and since no appeal was taken from 
the decision of the examiner, which decision became final, it is my conclusion that 
the ground of res judicata relied upon by applicant here is proper and the ex- 
aminer’s decision so holding should be sustained. The fact that this application 
is under the Act of 1946 whereas the earlier application was under the Act of 1905 
is of no importance in the present proceeding. As the examiner aptly pointed 
out in his decision on reconsideration, the issue in both proceedings being the same, 
so far as the type of proceeding is concerned, the Act of 1946 gives no greater right 
to an opposer than does the Act of 1905, an opposition proceeding being no different 
under the one Act as compared to the other. 

In view of what has been said above in regard to the substantial similarity 
between the mark of the opposer and that of the applicant here, and further in 
view of the fact that priority of use of the mark “Stylecraft” and ownership of the 
pleaded registrations concededly reside in the opposer, the Examiner of Trade- 
Marks will reconsider ex parte the registrability of the applicant’s mark when the 
present proceeding is finally terminated. 

The decision of the Examiner of Interferences is affirmed. 





HERITAGE FURNITURE, INC. v. UNITED FURNITURE STORES 
Commissioner of Patents—February 7, 1952 


CANCELLATIONS—BAsiIs OF RELIEF—GENERAL 
TrRADE-MarKs—REGISTRABILITY—COLLECTIVE MARKS 
Registration of collective mark, issued under 1905 Act on application filed prior to 
1938 amendment, cancelled because of improper application, since it contained mis- 
statements under oath and at the time application was filed collective mark could not 
be registered. 


TrapeE-Mark Act oF 1946—PLEADING AND Practice—SeEcTIon 7(g) 
TrRADE-MAaRKS—PLEADING AND PRACTICE—CoRRECTION CERTIFICATE 
Registration should not be treated as amended, where registrant had taken no steps 
to secure correction, under section 7(g) of 1946 Act. 
It is doubtful whether registrant could make out case warranting amendment of 
registration, where false statements have been made under oath in application. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Heritage Furniture, Inc. against 
United Furniture Stores. Respondent appeals from cancellation of registration. 
Affirmed. 

Isaac W. Digges, of New York, N. Y., for Petitioner. 
Maurice S. Cayne, of Chicago, IIl., for Respondent. 








Wetitetteecsisses 





42 T.M.R. HERITAGE FURNITURE vy. UNITED FURNITURE 323 





KLINGE, Assistant Commissioner: 

This is an appeal by the registrant from a decision of the Examiner of Inter- 
ferences sustaining a petition to cancel registration of a trade-mark. 

The registration involved, No. 369,403, was registered July 25, 1939, on an 
application filed May 19, 1938, for a trade-mark “Heritage” used on specified 
items of furniture. 

The Examiner of Interferences sustained the cancellation on the ground that 
the registration was improperly obtained and this is the issue involved in the appeal. 

Registrant is an association whose members are retail dealers in furniture 
and the mark is used by the dealers alone. Registrant itself does not use the mark 
on any goods. The situation thus presented is that of a collective mark. 

The application involved was presented as an ordinary application for regis- 
tration of a trade-mark under the Act of 1905, making the necessary averments 
required of an applicant for registration of a trade-mark. At the time the application 
was filed a collective trade-mark could not be registered and, moreover, the allega- 
tions required of an applicant for registration of a trade-mark could not be made 
by an association with reference to a collective mark. See Ex parte Brockton Cham- 
ber of Commerce, Inc., 116 Ms.D. 265, 5 T. M. Rep. 254. 

Act of Congress passed on June 10, 1938 provided for the registration of col- 
lective trade-marks. Collective marks can also be registered under the Trade-Mark 
Act of 1946. However, the question here involved is not whether the registrant may 
be entitled to a registration of a collective mark upon a properly filed application, 
but whether the application it made on May 19, 1938 was proper. It was obviously 
improper since it contained actual misstatements under oath; the actual facts were 
not revealed to the Patent Office. The decision of the Examiner of Trade-Mark 
Interferences holding that the registration was improperly obtained must therefore 
be affirmed. 

In his first decision the Examiner of Interferences, while finding that the regis- 
tration was improperly obtained, nevertheless dismissed the petition for cancellation 
in view of Section 7(g) in the Trade-Mark Act of 1946. On reconsideration, the 
examiner held that his first decision was not warranted and sustained the petition. 
Section 7(g) of the Trade-Mark Act of 1946 provides for a certificate of correction 
where mistakes are made by an applicant. The examiner’s first view was that the 
registration could be treated as though corrected under this section. If it be 
assumed that this section is applicable to a registration defective for the reasons here 
present, which is doubtful, nevertheless, the registration should not be treated as 
though amended. Registrant has taken no steps to secure a correction under this 
statute. Correction should be initiated by the registrant, who must show that the 
mistake occurred in good faith. In a case where false statements are made under 
oath in an application for registration it is difficult to see how the registrant could 
make out a case warranting amendment of the registration. 

It is noted that registrant has obtained a new registration, as a collective mark, 
for the trade-mark “Heritage” under the Trade-Mark Act of 1946. 

The decision of the Examiner of Interferences is affirmed. 
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BROWN & BIGELOW v. EUGENE DIETZGEN CO. 


Commissioner of Patents—February 11, 1952 


TrapE-MarkKs—Marks INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The notation “Redi” held a phonetic misspelling of common word “ready” which 
is not subject to being monopolized by anyone even in the form of its phonetic equivalent. 
Trape-Marxks—Marks Not ConFrusinGcLy SIMILAR—PARTICULAR INSTANCES 
“Redirule” held not confusingly similar to “Readipoint,” under 1946 Act. 
TRADE-MarKs—Goops OF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Confusion as to origin held not likely to result between slide-rules, sold to relatively 
small and discriminating class of purchasers, and magazine pencils, in view of differences 
in the marks and in the goods. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Brown & Bigelow against Eugene Dietzgen Co. 
Applicant appeals from decision sustaining notice of opposition. Reversed. 
Howard L. Fischer, of St. Paul, Minn., for Opposer. 

Spencer, Johnston, Cook & Root, of Chicago, Ill., for Applicant. 
K.INnGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition filed by Brown & Bigelow opposing 
registration to the applicant, Eugene Dietzgen Co., of the trade-mark “Redirule” 
applied to slide rules. The present proceeding is brought under the Act of 1946. 

Both parties filed stipulated facts in lieu of testimony and both parties have 
filed briefs and were represented at the hearing. 

The question here presented is whether the use by the applicant of its mark 
“Redirule” on slide rules and the use by opposer of its mark “Redipoint” on maga- 
zine-pencils would be likely to cause confusion or mistake or deception of purchasers 
as to the source of origin of the applicant’s goods. 

Opposer has pleaded ownership of a number of registrations for various marks 
beginning with the prefix “Redi” such as “Redipoint” and “Reditip” applied to 
magazine-pencils and mechanical pencils, respectively; ‘“Redilite” applied to pyro- 
phoric cigar lighters; ‘““Redipals” applied to mechanical pencils and pens; “Redi-Slip” 
applied to playing cards and “Redipen” applied to fountain pens and ball point pens. 
Of these registrations only one, for the mark “‘Redipoint” applied to magazine-pen- 
cils, renewed registration No. 144,356 issued July 5, 1921, was considered pertinent 
by the examiner. The others either bore a record date of use subsequent to appli- 
cant’s established date of use or, as in the case of registration No. 266,667 for the mark 
‘“Redilite” applied to pyrophoric cigar lighters and as is the case with certain other 
registrations, pertain to such totally different classification of merchandise from 
the applicant’s slide rules as to be clearly unlikely to cause confusion or mistake 
or deception of purchasers. Ownership and prior use by the opposer of its mark 
“Redipoint” applied to magazine-pencils is conceded. 

Applicant cited a number of registrations of third parties, in which the prefix 
“Redi” appears, to show that the quoted term is publici juris. The examiner refused 
to consider such registrations for the purpose for which they were cited. Slee pmaster 








42 T.M.R. BROWN & BIGELOW vy. EUGENE DIETZGEN 325 





Products Co., Inc. v. The Cleveland Molding Company, 646 O. G. 1416, 89 U. S. 
P. Q. 281; Cohn-Hall-Marx Co. v. American Silk Mills, Inc., 646 O. G. 1415, 89 
U. S. P. Q. 215, and decisions therein cited. Aside from such registrations, the 
applicant contended before the examiner that confusion or mistake or deception 
would not be likely to arise between the opposer’s mark ‘“‘Redipoint” applied to 
magazine-pencils and the applicant’s mark “Redirule” applied to slide rules because 
of the differences in the marks, the character of the products and the modes of 
distribution thereof, and the further fact that the opposer’s pencils are items which 
are given away as premium products in connection with advertising whereas appli- 
cant’s slide rules are sold through normal retail channels to a discriminating class 
of purchasers. Finally, it was argued, the term “Redi,” common to the two marks, 
is publici juris. 

The examiner considered the contentions of the applicant to be without merit 
for the reason that both magazine-pencils and slide rules are obviously items of 
stationery which are of the ordinary type sold through the same retail outlets to 
the same class of customers. During the years 1922 to 1926 the opposer’s pencils 
were sold through normal retail channels and while such pencils are now normally 
used by opposer’s customers for advertising or premium purposes their sale may be 
resumed through normal retail channels since the mode of distribution of an article 
is subject to change. It was accordingly the opinion of the examiner that the ap- 
plicant’s slide rules are goods of such similar character as opposer’s magazine- 
pencils as to come within the same classification of merchandise, especially in view 
of the applicant’s Exhibit 2(a) where the following appears: 

“This is a handy, convenient pocket rule that has no more bulk or weight than 
an ordinary fountain pen.” 


In considering the marks it was the examiner’s view that as applied to slide 
rules the term “Redi” is the only part of the applicant’s mark “Redirule” capable 
of denoting origin of the goods. In view of the identity of the mark “Redirule” 
in this respect to opposer’s mark “Redipoint” it was obvious to the examiner that 
confusion, or mistake, or deception of purchasers is clearly likely to arise from the 
contemporaneous use of the two marks for the goods involved, citing First Industrial 
Corporation v. A. G. Redmond Co., 594 O. G. 430, 72 U.S. P. QO. 3; R. H. Macy 
& Co., Inc. v. Murray M. Rosenberg, Inc., 617 O. G. 943, 79 U. S. P. Q. 338 
(Reversed by the District Court §. D. New York, November 20, 1951, reported at 
92 U. S. P. Q. 64 as Miles Shoes, Incorporated (a change of name from Murray 
M. Rosenberg, Inc.) v. R. H. Macy & Co.) ; Munsingwear, Inc. v. Herbert Leven- 
son, 621 O. G. 962, 80 U.S. P. Q. 464; Lever Brothers Company v. Gold Seal Co., 
624 O. G. 975, 81 U. S. P. Q. 559 (Reversed as Gold Seal Company v. Marzall 
in the District Court, District of Columbia, 91 U. S. P. Q. 35); Humble Oil @ 
Refining Company v. Morris Waldow, 639 O. G. 884, 83 U. S. P. Q. 350; John 
Wanamaker, New York v. Sleepwear, Inc. 642 O. G. 1257, 88 U. S. P. Q. 29; 
Motorola Inc. v. Siegel, 644 O. G. 955, 88 U.S. P. QO. 436. These cases have been 
considered but do not appear to be decisive of the issue presented in the present 
proceeding for the reason that in most of them the goods are identical. In First 
Industrial Corporation v. A. G. Redmond Co., supra, the goods were closely related 
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in all respects, and the decisions in Lever Brothers Company v. Gold Seal Co. and 
R. H. Macy & Co., Inc., v. Murray M. Rosenberg, Inc., were reversed on appeal. 

Applicant on this appeal presents substantially the same arguments as were 
considered by the examiner, strenuously contending that slide rules are so entirely 
unlike magazine pencils in every respect that there is absolutely no danger of trade 
confusion whatever where, as here, the nature of the goods is such that they are 
not normally, if ever, sold over the same counter. It is contended that slide rules 
are sold to a relatively small and discriminating class of purchasers comprising 
technically trained persons and not to the general pencil purchasing public. 

Considering first the marks of the respective parties it appears to me that 
except for the prefix “Redi’”’ common to both marks, there is no similarity in sound, 
appearance or meaning. The notation “Redi” is obviously a phonetic misspelling of 
the common word “ready” and apparently is intended so to be in view of the very 
nature of the goods to which the marks are applied. The word “ready,” as applied 
to an inanimate object, simply means that such an object is immediately at hand, 
available, or handy as apparently is the case with the point of the opposer’s pencil 
and the relatively small pocket slide rule of the applicant. I do not think that any- 
one is entitled to monopolize the word “ready,” even in the form of its phonetic 
equivalent. Even though the notation “Redi” is considered the only part of op- 
poser’s mark capable of denoting origin, the mark is applied to an item of common 
everyday use whereas applicant’s mark with the same dominant feature is applied 
to goods which is neither inexpensive nor of the common everyday variety, as is 
opposer’s. As I view the matter, the marks of the contestants here must be con- 
sidered in their entireties, and when so considered I do not find them confusingly 
similar. B. W. Harris Manufacturing Company v. Werber Sportswear Co., 37 
C. C. P. A. 1242, 183 F. 2d 105, 86 U. S. P. Q. 408; Goodall-Sanford, Inc. v. 
Rutger Fabrics Corp., 605 O. G. 726, 75 U. S. P. Q. 277; Miles Laboratories, Inc. 
v. Foley @ Company, 32 C. C. P. A. 714, 144 F. 2d 888, 63 U.S. P. Q. 64. 

As to the goods on which the respective marks are used, I am inclined to agree 
with the applicant that slide rules, regardless of their size or portability, are sold 
to a relatively small and discriminating class of purchasers who select them with 
a view to their mechanical excellence and accuracy, with due regard to the price 
the customer can afford to pay and considering the reputation of a particular 
manufacturer. 

Taking into consideration all of the above factors, it is my conclusion that 
there would be no likelihood of confusion as to the source of origin of the appli- 
cant’s goods. 

The decision of the Examiner of Interferences is reversed. 





GENERAL MOTORS CORPORATION v. UNITED STATES AIR 
CONDITIONING CORPORATION 


Commissioner of Patents—February 19, 1952 


Trape-Mark Act or 1946—P LEADING AND Practice—SeEctTIon 19 
OpposiTions—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 
On facts of record, applicant held to have failed to establish defense of laches. 








42 T.M.R. GENERAL MOTORS vy. UNITED STATES AIR 327 





Opposer held not chargeable with delay of applicant in applying for registration nor 
with delay of Patent Office in prosecution of application. 
Section 19 of 1946 Act held limited to inter partes proceedings. 


TRADE-Marks—REGISTRABILITY—GENERAL 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

If marks are confusingly similar, Patent Office should reject application ex parte, 
under Section 2(d). 

Use of similar marks on related goods, during five years prior to filing of application, 
would rebut applicant’s claim of substantially exclusive use under Section 2(f) of 
1946 Act. 

On facts of record, held that application should be re-examined ex parte to deter- 
mine question of registrability under Section 2(f), apart from question involved in 
opposition proceedings. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by General Motors Corporation against United States 
Air Conditioning Corporation. Opposer appeals from dismissal of notice of 
opposition. Reversed. 

Spencer, Hardman & Fehr, of Dayton, Ohio, for Opposer. 
Arthur Wm. Nelson, of Chicago, IIl., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the opposer from the decision of the Examiner of Trade- 
Mark Interferences dismissing an opposition. 

The application involved was originally filed June 28, 1946, under the Trade- 
Mark Act of 1905 and was amended to an application under the Trade-Mark 
Act of 1946 on October 1, 1947. The application seeks to register the term 
“Kooler-Aire” under the provisions of Section 2(f) as a trade-mark for “mechani- 
cally actuated air cooling and conditioning apparatus for stationary installation.” 
Use since September 1, 1929 is claimed. 

The opposition is predicated upon opposer’s prior use and ownership of the 
trade-mark ‘Frigidaire’ for “mechanical refrigerators, mechanical refrigerating 
systems and elements thereof,” and for “mechanically actuated air cooling and 
conditioning apparatus for stationary installation including room coolers and air 
conditioning apparatus.” 

The examiner found that the opposer was the prior user of its mark on sub- 
stantially the same goods as those of the applicant, but dismissed the opposition on 
the ground of estoppel by laches without making any ruling on the question of 
whether the respective marks are confusingly similar. 

Laches is predicated upon the following facts. In 1946 opposer became aware 
of applicant’s use of its mark and, on October 21, 1946, wrote a letter to the 
applicant advising that it considered such use likely to cause confusion and request- 
ing discontinuance of the use. The applicant, speaking through counsel, in a reply 
dated November 1, 1946, stated that it (and its predecessors) had been using the 
mark for approximately twenty years and that it did not consider the marks in 
question confusingly similar. No further action was taken by the opposer until 
the institution of the present proceeding on May 7, 1949. Laches is predicated 
upon the delay of the opposer in doing anything from the time it received the 
reply until the filing of the present proceeding. 
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It is believed that the examiner was in error in dismissing the opposition on 
the ground of laches and that laches has no application to the present case for a 
number of different reasons. First, this is an opposition proceeding filed within the 
thirty-day period specified in the statute and opposer could not have filed the 
opposition in any other period. Second, the application is still a pending application 
within the jurisdiction of the Patent Office. If it were found that the marks were 
confusingly similar, the Patent Office would be constrained to reject the application 
ex parte! under Section 2(d) of the Trade-Mark Act and it should be noted that 
Section 19 of the Trade-Mark Act relating to the application of equitable principles 
of laches, etc., is limited to inter partes proceedings. Consequently, no reason is 
seen for considering the question of laches in an opposition proceeding when the 
Office would have to act on the application ex parte disregarding any question of 
laches. A further reason for not considering laches applicable in this case is 
that applicant waited almost twenty years to secure a federal trade-mark registra- 
tion and should not be heard to complain when someone opposes the registration 
within the time permitted by statute. 

Applicant argues that its position with respect to an application for registration 
was changed owing to the failure to receive a further reply to its reply to opposer’s 
letter, by stating that the present application would not have been filed had the 
opposer taken further action. But the application for registration was filed prior 
to the receipt of the letter from the opposer; it was amended and its prosecution 
continued after the correspondence and, while the amendment to convert the 
application to the new Act is considered to change the effective filing date, it is 
not believed that the continuation of the prosecution of the application deprives 
the opposer of the statutory right to oppose. Opposer cannot be charged with the 
delay of the Office (over 17 months) and of the applicant (over 15 months) in 
the prosecution of the application to publication or allowance. 

The examiner did not in fact rule on the question of the similarity of the 
marks, which is the only real issue in the case. It is believed that the examiner’s 
consideration of and decision on this question should be in the record and the case 
will be remanded to the examiner to render a decision on this question. It also 
seems that, aside from the question involved in the opposition, the application 
should be reexamined ex parte. The right to registration is predicated upon a 
sworn allegation of five years’ substantially exclusive use, yet applicant in the 
letter of November 1, 1946, referred to above, stated as a reason for refusing to 
discontinue its use of the mark, “I know there are a number of companies through- 
out the country who use on heating, ventilating and cooling equipment, the term 
Koolair, Koolaire, etc. * * *” These marks are so close to applicant’s mark that 
their use would rebut any claim by applicant of substantially exclusive use. 

The decision of the Examiner of Interferences dismissing the opposition is 
reversed and the case is remanded for further proceedings as indicated above. 


1. See Tidy-House Paper Products, Inc. v. Tidy House Products Co., 38 C. C. P. A. 
1099, 89 U. S. P. Q. 599, wherein the Court of Customs and Patent Appeals took the Patent 
Office to task for not having considered ex parte a ground of rejection personal to the 
opposer which the opposer had waived by not having raised it. 
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WAWAK COMPANY, INC. v. SOLOMON 


Commissioner of Patents—February 20, 1952 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“So-Cool” held confusingly similiar to “O-So-Cool,” used on similar goods, under 
1946 Act. 


TraDE-Marks—Goops oF THE SAME CLAsS—PARTICULAR INSTANCES 
Clothing for men and boys held closely related to piece goods and suitings used 
in making the same type of articles. 


OpposiITIONs—Proor or Use—GENERAL 
On facts of record, opposer held to have established priority; and interruptions in 
opposer’s sales held clearly result of unforeseeable conditions over which opposer had 
no control. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Wawak Company, Inc. against A. Solomon. Appli- 
cant appeals from decision sustaining notice of opposition. Affirmed. 

Albert J]. Fihe, of Burbank, Cal., for Opposer. 
Kimmel & Crowell, of Washington, D. C., for Applicant. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition filed by Wawak Company, Inc., oppos- 
ing registration to the applicant A. Solomon of its trade-mark “So-Cool” for 
clothing for men, students and boys, namely, suits, coats, pants and vests, under 


section 2(f) of the Act of 1946. 


Opposer only has filed testimony. Both parties were represented at the hearing 
and have filed briefs. 

Opposer alleges that the applicant’s mark so resembles the previously adopted 
mark “‘O-So-Cool” as shown in opposer’s registration No. 407,832, applied to piece 
goods, namely, woolen, worsted and mohair summer suiting, as to be likely to 
cause confusion in trade as to the source of origin of the applicant’s goods. 


The goods to which the opposer’s trade-mark is applied, according to the 
testimony filed by the opposer, consists of seasonal tropical worsted material 
imported from abroad and used in the manufacture of articles of clothing of the 
kind sold by the applicant upon which applicant uses its mark “So-Cool.” It 
appears from the opposer’s testimony that during the period of the late war and 
from 1948 to 1950 such goods was unobtainable. The same kind of goods has 
since been placed on order. The examiner found, and the testimony shows, that 
the opposer has carried on a substantially continuous business in connection with 
the sale of this material since the adoption of its mark long prior to the earliest 
date of use to which the applicant is entitled. 

Applicant contends that its mark ‘“So-Cool” differs from the opposer’s mark 
“OQ-So-Cool,” that the goods to which the marks are applied differ and that the 
opposer has not sustained its burden of proof. 

In regard to the marks it is considered that the notation “So-Cool” so resembles 
the opposer’s mark ‘“O-So-Cool” in sound and appearance that when applied to 
similar goods there would be likelihood of confusion in trade. 
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Opposer’s tropical worsted material and the articles of wearing apparel sold 
by the applicant are unquestionably closely related, opposer’s textile materials 
being used in making the same type of articles of clothing to which the applicant’s 
mark is applied and, as stated by the examiner, are so inseparably or intimately 
related that the contemporaneous marketing thereof under the same or confusingly 
similar marks would be likely to cause confusion in trade. Vanity Fair Mills, Inc. 
v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226, 73 U.S. P. Q. 438; 
Rice-Stix Dry Goods Company v. Industrial Undergarment Corporation, 33 C. C. 
P. A. 813, 152 F. 2d 1011, 68 U. S. P. QO. 186; Kushner & Gillman v. Mayflower 
Worsted Co., 56 App. D. C. 165, 11 F. 2d 462; Fashion Park, Inc. v. Goodall- 
Sanford, Inc., 631 O. G. 941, 84 U. S. P. Q. 140; A. D. Juillard © Co., Inc. v. 
American Woolen Company, 609 O. G. 706, 77 U. S. P. Q. 21; American Woolen 
Company v. H. Freeman & Son, Inc., 468 O. G. 754, 30 U. S. P. Q. 88. 

In regard to applicant’s contention that opposer has not sustained its burden 
of proof, it is argued that no actual sales by the opposer have been proven and, 
if any there were, they were only sporadic to custom fabricators. In no instance 
was the mark ever presented to or in any way brought to the attention of the 
consumer whereas, in contrast, applicant’s garments are specifically identified by 
applicant’s mark. The examiner found the testimony of the opposer to be clear, 

| definite and convincing to satisfactorily establish the opposer’s claim of priority. 

| It was considered inconsequential here that the opposer submitted no other proofs 
whether in the form of sales, documents or otherwise, citing Macaulay v. Malt- 

) 

| 

| 

) 

























Diastase Co., 55 App. D. C. 277, 4 F. 2d 944, 1925 C. D. 269. 
Interruptions in the sale of opposer’s goods, referred to by applicant as 
“sporadic,” was clearly the result of unforeseeable conditions over which opposer 
had no control and there is no foundation for the applicant’s assertion that the 
consumer never saw opposer’s mark when selecting material for a custom-made suit. 
The testimony submitted by opposer is considered sufficient in this case to establish 
use of its mark on the goods specified and to sustain the opposition. 
Concerning applicant’s contention as to laches, the basis therefor is not clear 
| from the brief and I find no argument in support of this point. 
The decision of the Examiner of Interferences is affirmed. 

















FULTON SMOKED FISH COMPANY v. 
THE GREAT ATLANTIC AND PACIFIC TEA COMPANY 






Commissioner of Patents—February 28, 1952 










TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

In determining question of likelihood of confusion, the mark should be considered 
as a whole. 
TRADE-Marks—Marks Not ConrusinGiy SIMILAR—PARTICULAR INSTANCES 

Composite mark consisting of the words “Yukon Club,” with representation of 
head and shoulders of figure wearing yachtsman’s cap, before which is a partial repre- 
sentation of a helm, held not confusingly similar to “Barbequed Yukon Coast,” used on 
similar goods, under 1946 Act. 
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Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Fulton Smoked Fish Company against 
The Great Atlantic and Pacific Tea Company. Petitioner appeals from dismissal 
of petition for cancellation. Affirmed. 

John B. Hosty for Petitioner. 
Munn, Liddy & Nathanson for Respondent. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the examiner of trade-mark interferences 
dismissing the petition for cancelation filed by Fulton Smoked Fish Company 
seeking cancelation of registration No. 504,121, issued November 23, 1948 on the 
Principal Register under the Act of 1946 to The Great Atlantic and Pacific Tea 
Company for the trade-mark “Yukon Club” used for “quick frozen fish, namely, 
deep sea scallops, cod steaks, and haddock fillets.” The word “Yukon” has been 
disclaimed apart from the mark as shown. 

The mark disclosed in respondent’s registration here sought to be canceled 
consists of the words “Yukon Club” in association with a representation of the 
head and shoulders of a male figure wearing a yachtsman’s cap, before which is a 
partial representation of a helm. 

Both parties have filed stiplated facts in lieu of testimony and both filed briefs 
and were represented at the hearing. 

Petitioner alleges prior use of its mark “Barbequed Yukon Coast” applied 
to smoked salmon and ownership of registration No. 289,761, issued December 1, 
1931, under the Act of 1920 for the same mark applied to the same goods. The 
petition alleges that the mark disclosed in respondent’s registration is applied to 
goods of the same descriptive properties as those of the petitioner and that 
respondent’s mark bears so near a resemblance to the petitioner’s mark as to be 
likely to cause confusion or mistake or to deceive purchasers. 

There is no dispute, and the stipulated facts so show, that the petitioner has 
used its mark “Barbequed Yukon Coast” for smoked salmon since about October 
1, 1929, and that respondent has used its mark for similar goods since July 2, 1947. 
It further appears that respondent is the owner of registration No. 239,767, issued 
under the Act of 1905 to its predecessor in business on March 13, 1928, and duly 
renewed March 13, 1948, which mark has been continuously used for ginger ale 
since April 6, 1927. An official copy of the latter registration is of record. From 
the above it is clear that petitioner has used its mark “Barbequed Yukon Coast” 
on smoked salmon long prior to the use established by the respondent of its mark 
“Yukon Club” on quick frozen fish specified in the registration here sought to be 
canceled and that respondent’s mark “Yukon Club” was used on ginger ale prior 
to the earliest date of use by the petitioner of its mark “Barbequed Yukon Coast” 
on smoked salmon. 

The present appeal raises two issues: 

First, the question of confusing similarity between the marks of the respective 
parties, and 

Second, the petitioner’s right to prevail in this proceeding in view of the prior 
use of the respondent’s mark “Yukon Club” on ginger ale, respondent contending 
that the latter commodity is a common item found in grocery stores with fish 
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products, respondent being entitled to extension of the use of its mark to another 
common grocery item such as the frozen fish products named in its registration here 
sought to be canceled. 

Considering first the question of similarity between the marks “Barbequed 
Yukon Coast” and “Yukon Club,” petitioner contends that the most significant 
and dominant portion of both marks resides in the word “Yukon” and that the 
disclaimer of this word by the respondent does not in any way lessen confusion 
in trade, since purchasers would not be aware of such a disclaimer. Petitioner 
then asserts that the significant feature of its mark is “Yukon Coast,” the significant 
feature of respondent’s mark being “Yukon Club.” Petitioner thus ignores the 
introductory word “Barbequed.” It is then argued that the “first” portion “Yukon” 
of each mark is identical, that the second portions “Coast” and “Club” commence 
with the same letter and each has the same number of syllables and almost the 
same number of letters. Finally, it is argued that in ordering the goods on the 
telephone or in calling for them over the counter, the vast majority of purchasers 
will call for them by the words “Yukon Club” or “Yukon Coast” which, it is 
contended, are obviously too similar in sound to preclude deception of purchasers 
and confusion or mistake. 

I am unable to agree with petitioner that the geographically descriptive word 
“Yukon” is the most significant and dominant portion of both marks. Granting 
that the words “Yukon Coast” and “Yukon Club” are significant features of the 
two marks it is my opinion that the word “Barbequed” may not be disregarded 
in petitioner’s mark or that the question of similarity between the marks of the 
parties can be resolved in this case by dissection in an attempt to determine the 
question of likelihood of confusion. There is no evidence in this record to indicate 
that purchasers in placing an order on the telephone or even over the counter 
will disregard the word “Barbequed” in petitioner’s mark. In the present case 
the question of likelihood of confusion should be considered in the light of the 
two marks as a whole. When so considered the marks neither look alike, sound 
alike, nor do they have similar meanings. The presence of the common word 
“Yukon” and the fact that “Coast” and “Club” have the same initial letter is 
considered insufficient to lead to likelihood of confusion. Petitioner’s mark con- 
sists of three words while respondent’s mark comprises but two, and the words 
“Club” and “Coast” are totally lacking in similarity but for the initial letter “C.” 

On the question of respondent’s right to extend the use of its mark to frozen 
fish after many years of use thereof on ginger ale long prior to the date of use 
by the petitioner of its mark “Barbequed Yukon Coast” on smoked salmon, peti- 
tioner urges that there is no evidence in the record showing that processors of 
fish products are likely to extend their business into the ginger ale field or that 
there is any predilection on the part of the public to consume ginger ale with 
fish, so that these two commodities are not so nearly related that it would be 
logical for the respondent to extend the use of its trade-mark “Yukon Club” from 
ginger ale to frozen fish products, Since it is my view that the marks are so distinctly 
different, for the reasons stated above, it is considered unnecessary for the purpose 
of this appeal to determine whether respondent should prevail by reason of use of 
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the mark “Yukon Club” on ginger ale prior to the date of use by the petitioner 
of its mark “Barbequed Yukon Coast” on smoked salmon. 

The briefs of the parties have been carefully reviewed as have also the 
decisions to which petitioner has called attention in a separate memorandum. 
These decisions are not considered persuasive of any error in the conclusion 
reached by the examiner. 

The decision of the examiner of interferences is affirmed. 


NOMA ELECTRIC CORPORATION v. ON-A-LITE CORPORATION 


Commissioner of Patents—February 28, 1592 


OpposiTions—Basis OF RELIEF—GENERAL 
It is not essential in opposition proceedings for opposer to establish trade-mark use 
of mark upon which he relies; prior use thereof analogous to trade-mark use is sufficient. 
On facts of record, opposer held to have established sufficient basis for opposition. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“On-A-Lite,” the word “Lite” being disclaimed, held confusingly similar to “Noma 
Lites,” used on identical goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Noma Electric Corporation against On-A-Lite Cor- 
poration. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Morris Kirschstein, of New York, N. Y., for Opposer. 

Cook & Schermerhorn, of Portland, Ore., George E. Middleton, of New York, N. Y., 
and Carlton Hill, of Chicago, Ill., for Applicant. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Noma Electric Corporation to the registra- 
tion by the applicant of its trade-mark “On-A-Lite” for decorative Christmas electric 
lighting sets and parts therefor. 

Both parties have filed testimony and briefs and were represented at the hearing. 

The opposition is based upon opposer’s allegations of prior use and ownership 
of its registered mark “Noma” and use of the notation “Noma Lites” applied to 
Christmas electric lighting sets, which are goods of the kind upon which the 
applicant applies its mark “On-A-Lite.” The word “Lite” has been disclaimed by 
the applicant apart from the mark as shown. Opposer alleges that there would be 
likelihood of confusion or deception of purchasers in the simultaneous use of the 
marks of the parties on similar goods. 

The applicant contends that the use by opposer of the notation “Noma Lites” 
or ‘Noma Lights” in its advertising was not trade-mark use. The examiner held, 
however, that it is not essential, in order for an opposer to prevail in proceedings of 
this character, that he establish trade-mark use of the mark upon which he relies, 


it being sufficient if prior use thereof be shown analogous to trade-mark use, Lever 
Brothers Co, v. Nobio Products, Inc., 26 C, C, P. A, 1253, 103 F, 2d 917, 41 
U. S. P. Q, 677; John Wood Manufacturing Co, v, Servel, Inc., 22 C. C. P. A, 





444 TRADE-MARK REPORTER 2 ‘1. MLR 


1370, 77 F. 2d 946, 25 U. S. P. Q. 488; The Atlas Underwear Co. v. B. V. D. 
Company, 48 App. D. C. 425, 1919 C.D. 190; Duramold Aircraft Corporation Vv. 
Timm Aircraft Corporation, 566 O. G. 518, 62 U.S. P. Q. 387. In the present case, 
upon the record presented by the opposer, the examiner found that the use of the 
notations ““Noma Lites” and “Noma Lights” in connection with the advertising and 
publicizing of its goods, as exemplified by exhibits 3 through 7, 9 through 16, and 
19 through 24, has been so extensive and of such character that said notation has 
become popularized and identified in the mind of the public with goods manufac- 
tured and sold by the opposer, as to be analogous to trade-mark use within the 
meaning of the above cited cases, wherefore the opposer has the right to rely thereon, 
as well as upon its use of the notation “Noma” alone, in opposing the applicant’s 
application for registration. 

I am inclined to agree with the examiner that the use which the opposer made 
of its mark “Noma” and the notations “Noma Lites” and “Noma Lights” is 
sufficient to establish a proper basis upon which the present proceeding may be 


brought. It is not denied that opposer is the prior user of the notation “Noma” 
as a trade-mark for Christmas electric lighting sets. It is also clearly apparent that 


the opposer, long prior to any use claimed by the applicant, has continuously em- 
ployed the notation “Noma Lites,” (sometimes appearing hyphenated as ““Noma- 
Lites”) and “Noma Lights” in the advertising and publicizing of its goods through 
nationally distributed magazines, newspapers, trade publications and other media 
and has spent many thousands of dollars in such advertising. 

In considering the marks the examiner observed that the word “Lite” is obvi- 
ously merely the generic name of the goods here involved, and proceeded to a 
consideration of whether or not the initial portion of applicant’s mark consisting 
of the letters. “On-A,” the only feature thereof capable of identifying applicant’s 
goods as to source, is confusingly similar to opposer’s mark “Noma.” The examiner 
held that the initial syllable “On-” of applicant’s mark is susceptible of being pro- 
” “tone,” “lone,” and the like, and when 
so considered, the term “On-A” is practically indistinguishable in sound from the 
opposer’s mark “Noma.” Regardless of how the term “On-A” is pronounced, it 
was felt that “On-A” and “Noma” are too nearly alike and susceptible to similar 


” « 


nounced to rhyme with such words as “own, 


pronunciation to enable their contemporaneous use with identical goods without 
giving rise to a reasonable likelihood of confusion or deception of purchasers. R. B. 
Semler, Incorporated v. The Barlow Chemical Association, 553 O. G. 776, 58 USPQ 
494; Ex parte Lederle Laboratories, Inc., 598 O. G. 458, 73 USPQ 234; Oakite 
Products, Inc. v. Hauser, 590 O. G. 536, 70 USPQ 508; Winthrop Chemical Com- 
pany, Inc. v. Abbott Laboratories, 587 O. G. 517, 69 USPQ 412. 


Applicant contends that its trade-mark “On-A-Lite” should and must be con- 
sidered in its entirety as a unitary expression despite any descriptive significance 
being attached to the term “Lite,” because “On-A” is not the applicant’s trade-mark, 
the converse being true with respect to opposer’s expressions “Noma Lites” or ““Noma 
Lights.” I doubt that customers would be aware of that distinction in the marks, 
for even though opposer’s registered mark is “Noma,” the notations which it has 
used in its advertising are what the purchaser sees and are the names by which the 
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voods become known, ‘There is no doubt that the word “On” standing alone would 
be given its usual pronunciation, However, the word “On” is not the applicant's 
trade-mark. When used in combined form with other words or letters it no longer is 
a single word susceptible of only its usual pronunciation, but becomes in the appli- 
cant’s mark a syllable of a coined expression which may be pronounced differently 
by different persons. I doubt that the hyphens separating the words in applicant’s 
mark necessarily insures the pronunciation which the applicant intended for its 
mark, nor is there any assurance that purchasers would pronounce opposer’s mark 
“Noma” with such preciseness that, when combined with “Lite,” a clear distinction 
between the marks of the parties would be maintained so as to avoid the likelihood of 
confusion as to the source of origin of the applicant’s goods. 
The decision of the Examiner of Interferences is affirmed. 


KRANTZ BREWING CORPORATION v. HENRY KELLY IMPORTING 
& DISTRIBUTING CO., INC. 


Examiner of Interferences—February 13, 1952 


Trape-Marks—Goops oF THE SAME CLASS—PARTICULAR INSTANCES 
Wines and beer held goods of the same descriptive properties and confusion held 
likely to result from contemporaneous use of identical marks thereon. 


CANCELLATIONS—DEFENSES—LACHES 

For doctrine of laches to be applicable it must appear that party charging violation 
of its trade-mark rights had prior notice of such violation. 

On facts of record, held that petitioner had no actual notice, prior to publication 
of mark opposed in companion opposition, and that petitioner is not chargeable with 
constructive notice of 1920 Act registration. 

Mere delay by petitioner in asserting its trade-mark rights, without morc, held not 
sufficient basis for sustaining defense of laches; and registrant held to have failed to 
prove facts which would give rise to estoppel. 


OpposiITIONS—DEFENSES—LACHES 
Doctrine of laches held inapplicable to opposition proceeding since opposition could 
not have been brought until application was published in Official Gazette. 


Trape-Mark Act or 1946—RecistTraBiILiry—SeEcTION 2(f) 
OpposiTions—Basis or Re_ieF—GENERAL 
Applicant held not entitled to registration under section 2(f) of 1946 Act, since the 
record shows that applicant was not entitled to substantially exclusive use for the five 
year period preceding application. 
Trape-Mark Act or 1920—RecisTRABILITy—GENERAL 
CANCELLATIONS—BAsis OF RELIEF—GENERAL 
Since respondent did not have exclusive use of mark for one year preceding the 
filing of application under 1920 Act, respondent was not entitled to register at the time 
of its application and registration under 1920 Act cancelled, as provided by section 24 of 


1946 Act. 


Trade-mark opposition and cancellation proceedings by Krantz Brewing Cor- 


poration against Henry Kelly Importing & Distributing Co., Inc. Notice of oppo- 


sition and petition for cancellation sustained. 
Munn, Liddy & Nathanson for Krantz Brewing Corporation. 
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Eric Y. Munson for Henry Kelly Importing & Distributing Co. Inc. 
Ka.upy, Examiner of Interferences: 

The above identified proceedings are companion cases involving the same 
parties which have been submitted on the same records and briefs and involve the 









same issues. 

In the application involved in the opposition proceeding registration is sought 
under Section 2(f) of the Act of 1946 of the notation “Old Dutch” as a trade-mark 
for wines; and in the cancellation proceeding the registration which is sought to 
be cancelled was issued under the Act of March 19, 1920, and discloses the same 
mark also applied to wines. 

The order of the parties is the same in both proceedings and hence, for the 
sake of brevity, the parties will hereinafter be referred to merely as petitioner 
and respondent. 

The petitioner relies in both proceedings upon its prior use, and ownership 
of prior issued registrations, of the identical notation “Old Dutch” as a trade-mark 
for beer, and as a basis for damage, petitioner alleges that the goods of the parties 
are of the same descriptive properties and that confusion in trade is likely to arise 
from the contemporaneous use therefor of the substantially identical marks involved. 

There is no dispute here as to the marks, which are substantially identical, or 
as to the question of priority of use thereof, it being conceded by the respondent, 
and is shown by the record that the petitioner had made use of the mark “Old 
Dutch” for beer since long prior to the earliest use thereof made by the respondent 
in connection with wines. There can also be no doubt that the goods of the parties, 
consisting of wine and beer, are of the same descriptive properties, and that con- 
fusion or deception of purchasers is likely to arise from the contemporaneous use 
therefor of the substantially identical marks in view of the decision in the case of 
Fruit Industries, Limited, v. Ph. Schneider Brewing Co., 46 U.S. P. Q. 487. 

It is, however, the contention of the respondent that notwithstanding the 
petitioner’s prior use of a similar mark for goods of the same descriptive properties, 
the petitioner is nevertheless not entitled to prevail herein in view of the defense of 
laches under the provisions of Section 19 of the Act of 1946, set up by respondent 

. in its answer. The respondent’s defense of laches is based upon the petitioner’s 
| delay of approximately fifteen years in seeking cancellation of the respondent’s 
registration here in issue. However, for the doctrine of laches to be applicable in 
| proceedings such as this it must be made to appear that the party charging a violation 
| 
| 
| 
| 


































of its trade-mark rights had prior notice of such violation. West Disinfecting Com- 
pany v. Owen, 76 U. S. P. Q. 315, C. C. P. A.; The William Carter Company v. 
Schwartz, 85 U. S. P. Q. 312; The Westfield Manufacturing Company v. The 
Pharis Tire and Rubber Company, 78 U.S. P. Q. 330; R. C. Williams & Company 
| v. Gordon, 76 U. S. P. Q. 67. In the present case it does not appear that the 
petitioner had any actual knowledge of the respondent’s use, or of the respondent’s 
registration of the mark in question, prior to the date of publication of respondent’s 
mark in the Official Gazette which prompted the present opposition to be filed, 
and, since such opposition proceeding could not have been brought earlier against 
the respondent’s application, the doctrine of laches is inapplicable to the opposition 
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proceeding. New Era Shirt Company v. Frank, 90 U.S. P. Q. 127; B. A. Railton 
Co. v. Mitchell Canneries, Inc., 90 U. S. P. Q. 146; Mason, Au @& Magenheimer 
Conf. Mfg. Co. v. Hawley & Hoops, 86 U.S. P. Q. 272. 

With respect to the cancellation proceeding the question of laches turns on 
whether or not the petitioner has been chargeable with constructive notice of the 
existence of respondent’s Registration No. 322,638, involved therein, as of March 12, 
1935, the date of issuance thereof. The involved registration issued under the Act 
of March 19, 1920, and Section 23 of the Act of 1946 provides for the maintenance 
by the commissioner of a supplemental register as “a continuation of the register 
provided in paragraph (b) of section 1 of the Act of March 19, 1920”; and 
Section 46(b) of the Act of 1946 provides that existing registrations under the 
Act of 1920 “shall be subject to and entitled to the benefits of the provisions of 
this Act.” It is clear from the foregoing that the marks of the supplemental 
register and those under the Act of 1920 stand on an equal footing. Section 22 of the 
Act of 1946 provides that the registration of a mark on the principal register, 
or under the Act of March 3, 1881, or the Act of February 20, 1905, shall be con- 
structive notice of the registrant’s claim of ownership thereof. However, no similar 
provision is contained in the Act of 1946 with respect to registrations of marks on 


the supplemental register. On the contrary, Section 26 thereof specifically excludes 
such registrations from the benefits of Section 22 thereof. In view thereof it is clear 
that the petitioner cannot be charged with constructive notice of the presence of 
the respondent’s mark on the 1920 register, and the record therefore fails to support 


the defense of laches urged by the respondent. 

But even if the involved 1920 registration, like registrations issued under the 
Act of 1905, were deemed to constitute constructive notice under the doctrine 
announced in the case of Willson v. Graphol Products Co. Inc., 89 U. S. P. Q. 
382, C. C. P. A., no proof has been presented herein which would give rise to 
estoppel, and the mere delay by the petitioner in asserting its trade-mark rights, 
without more, is not a sufficient basis for sustaining the defense of laches. Perkins 
Products Company v. Wyler & Company, 92 U.S. P. Q. 150. 

Since it clearly appears from the record herein that the respondent was not 
entitled to substantially exclusive use of the mark which it seeks to register for the 
period of five years next preceding the filing of the application therefor, it is 
accordingly not entitled to registration thereof; and also since the respondent did 
not have the exclusive use of the mark for not less than one year next preceding 
the filing of the application which matured into the registration here sought to 
be cancelled, the respondent was therefore not entitled to register said mark at 
the time it filed the application for registration thereof as provided by Section 
24 of the Act of 1946. 

Accordingly, both the notice of opposition and the petition for cancellation 
are hereby sustained, and it is further adjudged that the respondent is not entitled 
to the registration for which it has made application; and it is also recommended 
that Registration No. 322,638 involved herein be cancelled. 

Limit of appeal: March 14, 1952. 


LL 
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EX PARTE BARKER 
Commissioner of Patents—February 5, 1952 


Trape-Marks—Worps CAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The term “Cherry-Berry-Bing,” held a unique and catchy expression capable of 
functioning as a trade-mark to distinguish applicant’s fruit and berry preserves, under 
1946 Act, though each of the individual words is generic and independently unregistrable. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Percy Barker. Applicant appeals 
from refusal of registration, under 1946 Act. Reversed. 

Marcus Lothrop, of San Francisco, Cal., for Applicant. 
K.IncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration on the Principal Register under the provisions of the Act of 1946 the 
term “Cherry-Berry-Bing” applied to a “fruit and berry preserves.” 

Refusal to register the applicant’s mark is based on the ground that the term is 
not capable of functioning as a trade-mark to distinguish applicant’s goods in com- 
merce for the reason that the principal ingredients of the applicant’s goods are bing 
cherries and loganberries. In view thereof the words “Cherry,” “Berry,” and “Bing” 
were considered to be generic and merely indicative of the principal ingredients of 
the applicant’s goods. The particular arrangement of the words in applicants mark 
was considered by the examiner to not alter this fact. Since none of the three words 
in the expression sought to be registered, standing alone, would be registrable for 
the applicant’s purpose, it is the examiner’s position that the words in the form 
presented are unregistrable in view of the decision in the case of In re Midy Labora- 
tories, Inc., 26 C. C. P. A. 1294, 104 F. 2d 617, 42 U.S. P. Q. 17. 

Applicant strongly contends that the relation, association and arrangement of 
the words “Cherry,” “Berry,” and “Bing,” are unique, there being a peculiar and 
catchy lilt to the reading, thinking and oralizing of the three words such that to 
repeat them aloud is to recall the well-known song “Chiribiribin.” Similarity in 
sound and cadence between the two is indeed striking. It is the applicant’s view that 
only upon analysis and rearrangement of the words does it begin to appear that 
they might be suggestive of the product, in that the last word must be transposed to 
first position, or the first word to last position, before the constituents of applicant’s 
goods are suggested. 

In the Midy Laboratories case, relied upon by the examiner, the court con- 
sidered and the applicant there conceded that the word “Piperazine” is descriptive of 
the goods and that the word “Midy” is a surname which was not written or printed 
in any distinctive manner as required by the Act of 1905 under which registration 
was there sought. Also in that case, both words were disclaimed except in the precise 
relation, association and arrangement shown. The court found that there was no 
peculiarity of relation, association or arrangement of the two words and agreed with 
the Assistant Commissioner’s view that under the statute neither word alone could 
be registered and that there was no reasonable basis for holding that their association 
resulted in a registrable combination. 


99 «66 > ’ 
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While it may be true that each of the individual words in the present applicant’s 
mark are generic and thus independently unregistrable, it seems to me that their 
unusual association or arrangement in the applicant’s mark results in a unique and 
catchy expression which does not, without some analysis and rearrangement of its 
components suggest the contents of applicant’s goods. I am constrained to disagree 
with the examiner’s holding in the present case that the applicant’s mark is incapable 
of functioning as a trade-mark to distinguish the applicant’s goods in commerce. 

The decision of the Examiner of Trade-Marks is reversed. 





EX PARTE SAMSON UNITED CORPORATION 


Commissioner of Patents—February 8, 1952 


TrapeE-Marxs—Worps CAPABLE OF ExcCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Steel-Rock,” the word “steel” is being disclaimed, held registrable and not merely 
descriptive of electric heating units used in waffle irons, flat irons and similar electrical 
appliances. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Samson United Corporation. 
Applicant appeals from refusal of registration, under 1946 Act. Reversed. 

Pennie, Edmonds, Morton, Barrows & Taylor of New York, N. Y., for applicant. 
KLINGE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration, on the Principal Register of the Act of 1946, of the expression “Steel- 
Rock” for electric heating units used in electric waffle irons, electric flat irons and 
similar electrical appliances. The mark stands refused on the ground that it is merely 
descriptive of the goods. 

Applicant submitted no brief, but was represented at oral hearing. 

The specimens submitted with the application illustrate applicant’s heating 
unit, composed essentially of resistance wire embedded in some sort of nonconductive 
material which the applicant terms “chemi-rock,” which is “encased in steel.” In 
view of this descriptive matter and the illustration on the submitted labels, the ex- 
aminer considered the word “Steel” directly descriptive of the goods. The word 
“Steel” has been disclaimed except when used as a component of the trade-mark 
sought to be registered. The examiner also considered the word “rock” as being 
descriptive and if not descriptive, then deceptively misdescriptive of the goods, in 
which case it comes under the prohibitive restriction of section 2(e) of the Act of 
1946. The combination of the two descriptive terms “Steel” and “Rock” were 
therefore held to be incapable of creating an arbitrary mark on the theory that a 
registrable mark cannot be made by combining two nonregistrable words, espe- 
cially where the two words in combination describe the quality of the applicant’s 
goods. 

There is grave doubt in my mind that the expression “Steel-Rock” describes the 
quality of the applicant’s goods. While the word “Steel” may indicate the character 
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of the casing for applicant’s resistance units and the word “Rock” is a component 
part of the undefined expression “chemi-rock,” it is my view that when the mark 
“Steel-Rock” is considered in its entirety it is not merely descriptive of the goods. 
As applied to an electrical resistance unit and its usual function I consider the 
expression ‘Steel-Rock” to be more or less fanciful and therefore proper subject 
matter for registration when used on the merchandise defined in the present appli- 
cation. 


The decision of the Examiner of Trade-Marks is reversed. 


EX PARTE THE STANDARD OIL COMPANY 
Commissioner of Patents—February 19, 1952 


Trape-Mark Act oF 1946—REGISTRABILITY—SEcTIONS 3 AND 45 
Service MArKsS—REGISTRABILITY—GENERAL 
Use of service mark in intrastate commerce, which may or does affect interstate 
commerce, held not sufficient basis for registration under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of service mark by The Standard Oil Company. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Campbell, Brumbaugh, Free & Graves, of New York, N. Y., for Applicant. 


Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration of a service mark. The mark sought to be registered is “Lubri-Check,” 
used for certain services rendered by automobile service stations. Applicant has 
filed a proposed amendment for the purpose of more clearly and accurately stating 
the nature of the services performed, and the nature of the services has been con- 
sidered as described in this amendment and in applicant’s brief on appeal. Applicant 
owns, and operates or rents a large number of service stations located in the state of 
Ohio, at which applicant’s products are sold and various services performed on 
automotive vehicles which may stop at a particular station. The mark sought to be 
registered is used in the advertising of a service consisting of the lubrication of 
automotive vehicles and the examination and inspection of various parts of the 
vehicle for the purpose of determining the need for repair; a charge is made for 
the service. 

Registration has been refused on the ground that the services are not rendered 
in “commerce” as defined and intended by the Trade-Mark Act of 1946, but are 
wholly intrastate in character. Applicant admits that the services are rendered 
solely within one state, but applicant’s position is that the services are performed 
on both private and commercial vehicles, some of which are engaged in the 
process of interstate transportation, and that the services hence affect interstate 
commerce, and therefore applicant is rendering the services in the commerce con- 
templated by the statute. 

Applicant’s own commerce, insofar as the services in connection with which the 
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mark is used are concerned, is wholly intrastate in character, and the question is 


presented of whether a mark used solely in intrastate commerce, but which com- 


merce may or does affect interstate commerce, may be registered. This question 
has already been decided by the Patent Office in Ex parte Gill, 87 U. S. P. Q. 274, 
in which it was held by the Assistant Commissioner of Patents that registration 
cannot be obtained when the services are rendered in intrastate commerce and 
not actively rendered in interstate commerce. It was stated in the decision: 


“It does seem to me, however, from the language of the Act that a service must 
be actively rendered in interstate commerce in order to be registrable, in contrast 
with one which merely affects interstate commerce. That this was the intent of 
Congress is indicated by the fact that it was stated during the Senate hearings on 
the bill that it was intended to apply to commerce among the several states and 
to foreign commerce and not to local matters that affect or hamper interstate com- 
merce.! (Hearings before the Committee on Patents, Vol. VII, p. 133, H. R. 82, 
Nov. 15 and 16, 1944).” 


The decision of the examiner is affirmed. 


1. The hearings referred to in the above quotation were the hearings held by a sub- 
committee of the Committee on Patents of the United States Senate on the bill H. R. 82, 
in November 1944. This bill was one of the series of Lanham trade-mark bills which led 
to the enactment of the Trade-Mark Act of 1946. H. R. 82 had been passed by the House 
of Representatives and was before the Senate for action. The Senate Committee held the 
hearings indicated and on December 4, 1944, reported the bill favorably, with certain amend- 
ments not here relevant, but that Congress expired before further action could be taken. 
The bill was reintroduced in the next Congress as H. R. 1654 and, with some amendments 
not relevant to the question here involved, was enacted as the Trade-Mark Act of 1946, 
without any further Congressional hearings. 

The hearing before the Senate committee was participated in, as witnesses, by Congress- 
man Lanham himself, government officials from the Department of Justice, the Federal Trade 
Commission and the Patent Office, and a number of prominent attorneys working in the 
field of trade-marks. Senator Pepper, the chairman of the committee holding the hearing, 
was specifically concerned with the question of the applicability of the bill with respect to 
interstate commerce on the one hand and intrastate commerce on the other. He had the 
distinct understanding that the bill related solely to interstate commerce for on page 42 he 
stated, “All this bill has to do with is interstate commerce.” Later, apparently considering 
the language of the bill ambiguous, he endeavored to specifically determine and state the 
intent (pages 131-133). He first asked for the scope of the then current trade-mark law, 
“to what field do the present laws apply—the present statutes—only to commerce among the 
States, or do they affect also intrastate commerce which might affect commerce among 
the States?” He was answered that the statute applied only to interstate commerce. Then 
the Chairman said, “I should like the record to show a statement by the proponents of this 
bill as to whether it is intended to affect only commerce among the States or is it intended 
to affect all the field of commerce which the Congress has the power to control.’ Congress- 
man Lanham replied with a general statement which was interpreted by the Chairman as 
meaning that the bill only referred to interstate commerce. Another witness, from the Federal 
Trade Commission, indicated that the bill was not clear and that the courts would have to 
determine its scope. Then the Chairman asked a prominent member of the trade-mark bar, 
a member of committees of attorneys which had worked on the bill and an indefatigable 
worker on its behalf, for a statement of opinion, “as to whether * * * it is the intent of 
Congress that this bill shall apply to any sort of intrastate commerce?’ The answer was no. 
The Chairman followed, “It is your understanding that it is the intent of the bill, and if 
enacted would be the intent of Congress, to apply only to commerce among the States?” 
And the response was, “That is my understanding—and foreign commerce.” The Chairman 
finally said, after asking the witnesses generally if they agreed, “I should like the record to 
show, that, by their silence, those who are here today as proponents of the bill have agreed 
to the statement of Mr. Lanham, the author of the bill, and of Miss Robert, who has been 
regarded as one of the able spokesmen for it, that it is the intention of the bill to apply only 
to commerce among the States and to foreign Trade Commission added, ‘And not to local 
matters that affect or hamper interstate commerce. That is the point I think,” to which the 
Chairman said, “That is correct.” 
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EX PARTE CARTER PUBLICATIONS, INC. 
Commissioner of Patents—February 20, 1952 







TrapDe-Mark Act or 1946—REGISTRABILITY—SECTIONS 3 AND 45 


Service Marks—REGISTRABILITY—GENERAL 
So far as indicating origin is concerned, service marks have same functions as 






trade-marks. 
On facts of record, held that representation of puppet is not used as a mark to 


sell or advertise applicant’s services; and the puppet is merely a physical instrumentality 

used in rendering service but not a distinctive feature identifying the service rendered. 
Fictitious character in televised film program, having function of actor, held not to 

conform to statutory definition of service mark under 1946 Act and therefore not 








registrable. . 

Appeal from Examiner of Trade-Marks. 

Application for registration of service mark by Carter Publications, Inc. Ap- 
plicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Harry Warner, of Washington, D. C., for Applicant. 


KunceE, Assistant Commissioner: 
This is an appeal from the decision of the Examiner of Trade-Marks refusing 


registration as a service mark of the representation of a fictitious character in 
the form of a puppet claimed to be used for entertainment services in the nature 
of a puppet show rendered in a series of television programs, in Class 107, Edu- 
cation and Entertainment. Five photographs of the puppet were submitted as 
specimens, each accompanied by a typewritten description of the appearance, 
character, voice, mannerisms and the name “Hagbag, the glamorous dame”; the 
name does not appear on the photographs and it is agreed that its inclusion would 
not affect the registrability of the applicant’s mark one way or the other. 

It is the applicant’s position that a fictitious character appearing in a series 
of televised film shorts is included in the definition of a service mark, and that the 
fictitious character here presented constitutes in particular a symbol, designation 
and distinctive feature of radio or other advertising used in commerce, as required 
by the statute. The issue here presented is, therefore, whether a fictitious character 
appearing in a series of televised film programs as a service to the public is regis- 
trable as a service mark under Sections 3 and 45 of the Statute. 

The term “service mark” is defined in Section 45 of the Trade-Mark Act of 
1946, as follows: 

“The term ‘service mark’, means a mark used in the sale or advertising of 
services to identify the services of one person and distinguish them from the 


services of others and includes without limitation the marks, names, symbols, titles, 
designations, slogans, character names, and distinctive features of radio or other 


advertising used in commerce.” 

The examiner’s position in regard to the registrability of the applicant’s alleged 
mark is that the material sought to be registered does not conform to the definition 
of a service mark, first, because the statutory definition does not include “‘characters” 
or “distinctive features of radio,” terms by which the applicant characterizes its 
mark, but does include “character names” and “distinctive features of radio * * * 
advertising,” and second, the examiner was unable to find from the record of this 
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case that the representation of the puppet is used as a mark “in the sale or adver- 
tising of services,” but rather is merely a representation of a physical instrumentality 
used in rendering a service. As aptly stated by the examiner, service marks have 
the same functions as trade-marks, insofar as indicating origin of services is con- 
cerned, and this contemplates use in such a manner as to fulfill that function. In 
discussing this matter the examiner’s view was stated as follows: 

“In the continuity of the show, the puppet will assume different positions and 
will be presented with other characters. Clearly it is not contemplated that the 
public will be required or expected to view the entire program to decide that a 
particular character, separated from the continuity, may or may not be intended, 
or may or may not serve, to identify the services of the person rendering the service. 

A mark must be used in such a manner that its nature and function are readily 
apparent and recognizable without extended analysis or research, and certainly 
without legal opinion. (See Ex parte National Geographic Society, 83 U. S. P. Q. 
260.) The statute specifically provides for the registration of radio titles when used 
as marks to identify and distinguish services rendered. It does not follow that since 
titles of radio and television shows which are so used are registrable that a repre- 
sentation of a fictitious character appearing therein is registrable as a service mark.” 


As is clear from a reading of Section 45 of the statute, a service mark is 
first of all a mark “used in the sale or advertising of services.” Assuming that the 
applicant sells and/or advertises a service, as an entertainment service, and con- 
ceding that the puppet is a feature of radio, the question to be decided is whether 
under the statute the representation of the puppet is a “distinctive” feature of 
radio and is used either to sell or to advertise that service. Radio, and television as 
well, is clearly a medium of advertising whether for goods or services. 


Applicant’s puppet is one of a number of puppet characters by means of which 
a show is produced, and the function of this particular puppet, like the others, is 
that of an actor which with others, constitute the show and without which there 
would obviously be no puppet show, and likewise no service to the public. Just what 
other function, if any, this puppet serves is not clear from the record. It therefore 
appears that the puppet which the applicant’s alleged mark represents is used neither 
to sell nor to advertise the applicant’s service nor is it clear how it is a “distinctive” 
feature of radio in that sense. As the examiner points out, the puppet is used not 
as a mark, but merely as a physical instrumentality in rendering the applicant’s 
service. The representation or picture sought to be registered has not, as far as 
the record shows, been used for any purpose. Even though no distinction be drawn 
between the puppet and its picture, by the very terms of Section 45 of the statute, 
as a service mark it must be used in the sale or advertising of services and it must 
identify the applicant’s services, and distinguish them from the services of others. 
I am unable to find that the mark here presented does any of those things which 
the statute requires. 


Applicant argues that the legislative history of Section 45 convincingly demon- 
strates that Congress intended characters and their distinctive mannerisms to be 
registrable. Even if the Congress did so intend, by referring to such character as 
a “symbol”, it still must identify the service rendered. This is clear from the fol- 
lowing statements from Hearings on H. R. 102, 77th Congress, p. 173, as follows: 
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“Mr. Martin, * * * This language mentioning the features of radio and other 
advertising, we have always considered was limited to the definition of a service 
mark which immediately precedes it, namely, only those radio features and advertis- 
ing would be included in this particular provision which consisted of a mark used 
in the sale or advertising of services, to identify the services of one person and 
distinguish them from the services of others. With that limitation on it, it seemed 
to the committee that there could be no harm in this particular language, and 
certainly any radio advertising which fits that definition of a service mark should 
be properly registrable. 

“Mr. Lanham. This whole section is taken up with the connotation of the 
respective terms that are used in the Act. This particular paragraph has to do 
with service marks exclusively, and therefore this paragraph would apply only to 
services. Is that not correct? 

“Mr. Martin. Exactly.” 


The various examples given in the applicant’s brief as attention arresting 
devices such as titles, station call letters, slogans and unique sound marks are all 
distinctive of the program as a whole which they identify, and this to the exclusion 
of the exact details of the program itself. Obviously, that is not the case here. 
Applicant also calls attention to certain radio or television program titles, such as 
“See-Saw Zoo”, “Duffy’s Tavern”, “World Front”, “Cross-Road’s Cafe”, etc., as 
being as much a representation of a physical instrumentality as a fictitious char- 
acter appearing therein. This may be true, but the sole function these titles serve 
is to identify the show, which may refer to, or constitute the service offered. The 
representation or the puppet here presented for registration has not been shown to 
have been so used, namely, to identify the show in which it appears or to advertise 
a service. In the present case it is not the show itself which would be identified, but 
merely one of the characters appearing therein. 

The decisions involving character names to which applicant calls attention in 
the brief are not decisive of the issue here presented and they need not be discussed. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE BROWN & BIGELOW (2 Cases) 
Commissioner of Patents—February 20, 1952 


TrRADE-MAarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“B & B” held confusingly similar to composite marks containing letters “B,”’ “BB” 
and “BBB,” used on similar goods, under 1946 Act. 
Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 2(d) 
TRADE-MARKS—PLEADING AND PracTICE—GENERAL 
Registrations issued prior to applicant’s filing date held proper basis for refusal 
of registration, under Section 2(d) of 1946 Act, though applicant claims date of first 
use prior to that claimed in registration cited. 


Appeals from Examiner of Trade-Marks. 

Applications for registration of trade-mark by Brown & Bigelow. Applicant 
appeals from refusal of registrations, under 1946 Act. Affirmed. 
Howard L. Fischer, of St. Paul, Minn., for Applicant. 
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KLINGE, Assistant Commissioner: 

(Case 1) Applicant appeals from the decision of the Examiner of Trade-Marks 
refusing registration to the applicant of the mark “B & B” for pyrophoric cigar 
lighters, under the Act of July 5, 1946. 

Registration was refused in view of the following registrations: 

(1) Registration No. 53,968, registered June 19, 1906 (renewed and repub- 
lished under section 12(c) of the 1946 Act), for a mark composed of three capital 
Jetters “B” in a triangular formation having one “B” placed directly above the 
remaining two “B’s,” upon a black background in the form of a parallelogram. The 
goods therein are described as tobacco pipes, cigar and cigarette tubes; 

(2) Registration No. 55,031, registered August 7, 1906 (renewed and repub- 
lished under section 12(c) of the 1946 Act), for a somewhat similar mark as (1) 
above, but without the black background. The goods therein are described as 
pouches and receptacles for hoiding tobacco; 

(3) Registration No. 155,385, registered May 30, 1922 (renewed) for a mark 
composed of two capital letters B, each enclosed within an overlapping circle. The 
goods therein are described as cigarette cases (among other goods) ; 

(4) Registration No. 210,067, registered March 9, 1926 (renewed) for a 
mark composed of a cloverleaf design in which is displayed the capital letter B 
above the infinity symbol. The goods therein are described as pipes, pipe stems and 
bowls, cigar holders, cigarette holders, cigarette cases and ash receivers; 

(5) Registration No. 218,141, registered September 21, 1926 (renewed and 
republished under section 12(c) of the 1946 Act) for a mark substantially the same 
as (1) above, but with the addition of words “Own Make.” The goods therein are 
described as tobacco pipes, cigar and cigarette tubes and holders; 

(6) Registration No. 218,159, registered September 21, 1926 (renewed and 
republished under section 12(c) of the 1946 Act) for a mark composed of three 
capital letters B in close triangular formation [as in (1) above] enclosed within a 
large distinct, wide bordered parallelogram. The goods therein are described as 
tobacco pipes, cigar and cigarette tubes and holders. 


The examiner considered applicant’s notation “B & B,” which is the sole 
feature of the applicant’s mark, so nearly like the letters “B,” “B B” and “B B B” 
of the registered marks that their concurrent use on closely related goods, smokers 
articles, would quite likely result in confusion in trade. Since the letter “B” is 
the dominant feature in applicant’s mark as well as in each of the registered 
marks, this letter would be most likely to be remembered by the purchasing public. 
In Crystal Corporation v. The Manhattan Chemical Manufacturing Co., Inc., 
22 C. C. P. A. 1027, 75 F. 2d 506, 25 U. S. P. Q. 5, the Court of Customs and 
Patent Appeals stated that it is more difficult to remember a series of arbitrarily 
arranged letters than it is to remember figures, syllables, words or phrases. The 
difficulty of remembering letter marks is definitely enhanced when the letters are 
similar making confusion therebetween much more likely. While certain dissimi- 
larities in the arrangement of the letters in the marks under consideration are 
readily apparent on inspection, they would hardly serve to distinguish the marks 
when spoken and would not readily be retained in the minds of prospective pur- 
chasers of the goods. The similarities characterizing the several marks were con- 
sidered by the examiner to outweigh the dissimilarities between them and I am of 
a like opinion. 
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Applicant contends that its date of use was earlier than that claimed in 
registration No. 155,385, wherefore the latter should be withdrawn as a reference. 
However, as the examiner observed, section 2(d) prohibits the registration of a 
mark which so closely resembles a registered mark that, when applied to the 
goods of the applicant, there would be confusion or mistake or deception of pur- 
chasers. The registration was granted on May 30, 1922 and renewed. The present 
application was filed April 17, 1948. It is my view that registration of the appli- 
cant’s mark was properly refused. Standard Laboratories, Inc. v. Friedland, 613 
O. G. 1096, 78 U. S. P. Q. 88; Ex parte Edward A. Bachman, 471 O. G. 716, 31 
U. S. P. QO. 65; Wm. P. Goldman & Bros., Inc. v. Goldstein & Goldstein, 211 N. Y. 
Supp. 872, 15 T. M. Rep. 540. 

The decision of the Examiner of Trade-Marks is affirmed. 

(Case 2) This is an appeal from the final refusal of the above entitled 
application for registration under the Act of 1946, of a trade-mark consisting 
of the letters “B & B” for use on ash trays. Applicant has also appealed a com- 
panion case, application Serial No. 554,855, filed April 17, 1948, for the identical 
mark of this application for use on pyrophoric cigar lighters. 

Refusal to register the mark in the present application is based upon the 
same registration considered in Serial No. 554,855 in a decision of even date, 
and the same issue presented in the foregoing appeal is here involved, the single 
difference residing in the goods to which the mark is applied. 

For the reasons stated there the decision of the Examiner of Trade-Marks in 
the present appeal is likewise sustained. 

Affirmed. 





EX PARTE RADIO CORPORATION OF AMERICA 
Commissioner of Patents—February 20, 1952 


Trape-Mark Act or 1946—RecistTraBiLiry—SectTions 3 AND 45 
Service Marks—REGISTRABILITY—GENERAL 

Section 3 of 1946 Act provides for registration of service marks used in commerce 
and Section 45 defines service mark. 

Question of aptness of mark as used may well be considered in determining whether 
mark identifies goods or services. 

In determining whether mark qualifies as service mark under statute, degree of 
aptness held not of so much importance as is function it performs. 

Not all services, especially those concerned primarily with promotion and sale 
of one’s own goods can be considered to be “services” and within contemplation of 
1946 Act. 

Even though applicant’s slogan identifies its program and distinguishes it from 
programs of others, that is not enough where primary purpose of program is the adver- 
tising of goods rather than services. 

On facts of record, “The Music You Want When You Want It,” held not regis- 
trable as service mark for radio program under 1946 Act, because the entertainment 
service identified is not a service in which applicant deals as distinguished from the 
records and other goods it manufactures and sells. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of service mark by Radio Corporation of America. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 

Conder C. Henry, of Washington, D. C., for Applicant. 
KLINGE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration of the slogan “The Music You Want When You Want It” as a service 
mark in connection with a serial radio program of which the slogan is the title. 
The refusal to register applicant’s slogan is based upon the examiner’s holding that 
the notation is used by the applicant to advertise its goods rather than in the sale 
or advertising of services rendered by the applicant as required by statute. 

Section 3 of the Trade-Mark Act of 1946 provides for the registration of 
service marks, subject to the provisions relating to registration of trade-marks, so 
far as they are applicable, when used in commerce. Section 45 defines a service 
mark as a mark used in the sale or advertising of services to identify the services 
of one person and distinguish them from the services of others and includes without 
limitation the marks, names, symbols, titles, designations, slogans, character names, 
and distinctive features of radio or other advertising used in commerce. One 
question to be decided is whether or not applicant is performing a service in com- 
merce. If so, does the slogan sought to be registered identify that service so as 
to distinguish it from the services performed by others; and finally, does applicant 
use its slogan in the sale or advertising of its service. 

Applicant claims that it has used its mark in commerce since 1937 in associa- 
tion with a serial radio musical program owned and furnished by it. These pro- 
grams are changed daily and the music consists entirely of recordings on the 
records manufactured and sold by the applicant. Such recorded programs are 
heard by vast numbers of radio listeners over a large number of stations, five nights 
a week, the time for such broadcasts being purchased by the applicant. Specimens 
of the printed form of the program are of record in this application. As pre- 
sented on the air, the program begins with an announcement by the commentator 
to the effect that “His Master’s Voice is on the air,” followed by “ “The Music 
You Want When You Want It’ in a program of RCA Victor red seal records.” 
Then follows a brief discussion of the nature of the music to be played and some- 
thing of the life of the composer and the character of his work; after each such 
discussion the appropriate selection is played. At the end of some of the programs 
reference is made to the fact that the music is recorded on RCA Victor Red 
Seal records, and in some of the programs one of the featured recordings is actually 
identified by album number. 

From the record of this case it seemed clear to the examiner that so far as 
the registration statute is concerned the applicant is not operating as a service 
organization engaged in providing entertainment service, but rather it is a manu- 
facturer and seller of phonograph records and merely purchases time for audible 
advertising of its products through the popular medium of commercial radio 
broadcasts just as it would purchase space in newspapers or other periodicals for 
its printed advertising, the only difference being the advertising medium or vehicle. 
Through the entertainment feature of the radio advertising program, it was 
considered that the applicant merely “dressed” its advertising to catch and hold 
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the ear of the listening public just as in visual advertising pictorial ornamentation 
is used to catch and hold the eye. The examiner also expressed the view that 
applicant’s slogan is inapt (unless it refers to records) since the listener does not 
get the music he wants when he wants it, but he gets only the music which the 
applicant has predetermined he may have at the time the applicant wants to give 
it to him. I think this applies with equal force to any radio show. The listener 
has no choice other than the dial or the switch. In this case, the music you want 
when you want it is in fact the music recorded on the disk you buy so that a 
desired selection can be played back at a desired time. It is therefore the record 
which typifies the music you want when you want it, not the program selected by 
someone else and broadcast at the applicant’s convenience. It may be added that 
applicant’s slogan appears on its records with other identifying matter. 

In regard to whether or not the applicant performs a service which it sells or 
advertises, the applicant’s brief states that it furnishes the public, as a service, 
with the best recorded music obtainable, and this it does five nights a week over 
two hundred and ten stations coast to coast, including its own wholly-owned NBC 
subsidiary. It is contended that this service has been heard by the public on a 
nation-wide scale and, being associated with the applicant through the slogan 
sought to be registered, when the listener hears the program ‘The Music You 
Want When You Want It,” he immediately identifies that program with the 
applicant through the medium of the slogan itself. In other words, it is contended 
that the applicant’s musical program, not its records, is advertised by the slogan 
sought to be registered, even though records are the medium through which the 
music is produced. 

It is further contended that there is nothing in the law to militate against 
the registration of a slogan as a service mark for radio entertainment, regardless 
of what may be advertised during a program, whether it be phonograph records or 
some other article intended to be sold by the sponsor since musical radio programs 
are generally financed by manufacturers and others who cause their wares to 
be advertised during intermissions or interruptions of the programs. Another 
point stressed by the applicant is that through extensive and expensive advertising 
over a long period of years the public associates the applicant’s mark “RCA Victor” 
with its phonograph records, where as the mark here sought to be registered 
identifies and distinguishes its services in furnishing the public with the renditions 
over the air on such records. 

In regard to the examiner’s comments on aptness or inaptness of applicant’s 
slogan in connection with the program it renders, applicant points out that there 
is no provision in the statute which has any bearing on this point. On the con- 
trary, all that is required is that service marks be used in commerce in the sale 
or advertising of services to identify the services of one person and distinguish 
them from the services of others, and such marks include without limitation slogans 
and distinctive features of radio or other advertisement used in commerce. It 
seems to me that the degree of aptness of the slogan is not so much of importance 

as is the function it performs to qualify it as a service mark in terms of the 
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statute, but the question of aptness of the mark as it is used may well be con- 
sidered in determining whether the mark identifies goods or services. 

Considering first the nature of applicant’s program, it may be considered 
an entertainment service in terms of the entertainment value involved to that part 
of the public who prefer concert music whenever an opportunity to hear it arises, 
regardless of the particular selections played. But not all services, especially those 
concerned primarily with the promotion and sale of one’s own goods, can be 
considered to be services within the contemplation of the statute. No real dis- 
tinction is seen between the service performed by an organization selling records, 
as in the case of the present applicant broadcasting its recorded music, and the 
service rendered by a music store selling the same records and providing facilities 
for playing the same for the benefit of the listener, disregarding of course the 
question of “commerce.” In the sales promotion of any goods there is a related 
service which, as such, is even sometimes advertised. An example is the present-day 
practice of placing a television set in the home free of charge for a limited period 
without obligation to buy. That is a kind of service and it is advertised over the 
radio, but it is considered essentially a form of advertising in the sales promotion 
of the merchandise itself and not a service which the public either buys or accepts 
as anything other than mere advertising and sales promotion for the goods. And 
so it is with applicant’s service. Clearly it is not a service in which the applicant 
deals as distinguished from the records and other goods it manufactures and sells. 
I therefore agree with the examiner that the applicant’s slogan primarily adver- 
tises the records played on its program even though it may also function to 
identify a program which, in my opinion, is a sales promotion program which may 
be a medium to promote goodwill, but which applicant neither sells nor adver- 
tises as a service which others may use, to bring it within the provisions of the 
trade-mark law. Even though the applicant’s slogan identifies its program and 
distinguishes it from the programs of others, that is not enough where the primary 
purpose of the program is the advertising of goods, not services. The slogan which 
identifies the applicant’s program is therefore not registrable as a service mark. 

For the reasons stated I am constrained to agree with the examiner’s decision 
in this case. 

The decision of the Examiner of Trade Marks is affirmed. 





EX PARTE THE SCHATZ MANUFACTURING COMPANY 
Commissioner of Patents—February 21, 1952 


TrRADE-Marks—Worps INCAPABLE OF ExcLUSIvE APPROPRIATION—PARTICULAR INSTANCES 
On facts of record, applicant’s labels held to indicate that the word “Commercial” 
is used in descriptive sense rather than as mark of origin. 
Fact that applicant has used word “Commercial” for 34 years held not to estab- 
lish that word has acquired trade-mark significance. 
“Commercial” held incapable of distinguishing applicant’s ball bearings and not 
registrable on Principal Register under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by The Schatz Manufacturing Com- 
pany. Applicant appeals from refusal of registration on Principal Register, under 


1946 Act. Affirmed. 
Paul Kolisch and J. Pierre Kolisch, of New York, N. Y., for Applicant. 


KLINGE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration of the word “Commercial” for annular ball bearings on the Principal 
Register of the Act of 1946. Registration has been refused on the ground that the 
mark is not distinctive, being nothing more than a grade mark, and for the fur- 
ther reason that the word “Commercial” is so descriptive of products fit for com- 
merce, or fit for exchange or buying and selling in the market as to be incapable 
of distinguishing goods in commerce. 

The examiner has cited a number of advertisements for the purpose of indi- 
cating the generic use of the word “Commercial.” The Thirty-eighth Edition of 
Thomas’ Register, 1948; MacRae’s Blue Book, 1946 Edition, page 529; and 
"Machine Design” for April, 1949, In the Thomas’ Register at column 729, refer- 
ence is made to an industrial roller bearing in which the rollers are not hardened 
and may be run diveetly on “cammerecial steel shafting.” At column 827 of the 
same volume ia an advertisement which refers to the Paramount Ollless Rearing 
Clanpany's sell-lubricating, oilleas, tipregnated wood bearing, an all-purpase nen 
(vip hearing for a number af different vaea tneluding “Qanmmereial and Danvesti 
Siakers” Tn the Maelae Hive Hook, page 529, certain thrust ball bearings for 
wht and leavy taehivery applications and all ater “oammerelal paren’ ty 
yelevved ta Abt page Yio Maehine Dean” appear an adverthenment for hall 
Wiehiiin Heartie whteh are refered ta aa "Phe Oeaninerelal Giade Sertea i" 
Hoacsihed ae the tweet Claaeretal Girade Series Th heartvg’’ Moat oat then 
yefeveieee apparently fefer te eenineretal Hiatallationa ta white the various beat 
Hewerihed diay be deed. Phey da net deserihe the heartiwe Chemwelyes 
a8 hele “Canierelal hearinge’ The laet publication referred ta does, hawever, 
Heainate the type ab hearing ae hela "Phe CQeniereial Qiade Aerio Te" 

Wy view ab the abave dee ab the werd “Claninereial th wae the examiner's 
view that the heart fade Th weneral and the applicant ae well weed the ward 
Cinniiereil Th a Heeeriplive aehee te tieliedte (he grade ar quality ab the ganeds 
ab TH the eetiae That the deeee are FE fab eeniiieree 

1h pede te the appliodit’s dae af the teri “Ooninereial ae a arade tark, 
1 fii Hothiie th the peeored te Tdieate that applicant tees the teri “Oetineretal” 
to detiote oie of several types of bearings Ti whieh it deale, While it tiay be trie 
that the teri thay iidieate broadly a type of beatiiig or grade of bearitig, as that 
teri is ised by others in the art, it carinot be truthfully said that applicant uses 
the word in the sense of a “grade tark” as that term is ordinarily employed in a 


‘ne bere 


trade-mark sense. 

Considering the descriptive nature of the word “Commercial,” ie, 
is incapable of distinguishing the goods in commerce, there is no question in my 
mind but that those in this field have referred to certain types of bearings as being 
designed for commercial use as distinguished from other uses. It is further noted 
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that the labels submitted with this application refer to the applicant’s products 
as Schatz “Commercial” ball bearings, “the low-cost multipurpose ball bearing.” 
Applicant’s labels indicate that the word “Commercial” is used in a descriptive 
sense rather than being set apart as a mark of origin. 

Applicant calls attention to five registrations wherein the mark “Commercial” 
has been registered for such various items as watches and clocks, shirts, writing inks, 
blotting paper and even eggs. I do not think that applicant’s use of the word 
“Commercial” in connection with ball bearings can be said to be arbitrary and 
fanciful and to have no descriptive meaning as in the case of the goods for which 
the word has previously been registered. In contrast to these registrations the exam- 
iner has referred to two prior registrations in which the word has been disclaimed 
apart from registered marks. The fact that the applicant has used the word 
“Commercial” for thirty-four years does not establish that the word has acquired 
trade-mark significance nor is the affidavit of record by Mr, Caplan, president of a 
jobber corporation to the effect that he has never heard the word “Commercial” 
used descriptively by purchasers or manufacturers in connection with ball bearings, 
considered persuasive that the word is not in fact descriptive or that the word as 
used by applicant has acquired trade-mark significance ar is even capable of that 
function, In conclusion it is my view that the word “Commercial” waa praperly 
relused regiatvation by the examiner and hia decision niuat be sustained 
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(ieehe @ Dare, of New York, N.Y. for Applicant 

RE INGb, Assiatatit Claiiiiiieatanes: 

Applicant appeals from the decision of the Baatiiner of Thade-Marks refusiiig 
to register the words “Joy Pops,” used on eatidy, of the Principal Register under the 
Act of 1946, 

The ground for refusal to register the applicant’s mark is that it is confusingly 
similar to the mark shown in registration No. 419,191, for the trade-mark “Popjoy” 
superimposed on the representation of an ear of corn, The goods to which the 
registered mark is applied are popped and unpopped popcorn. 

It is the examiner’s position that confusion in trade is likely to result in view of 
the fact that applicant’s mark is essentially a mere reversal of the registered mark 
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“Popjoy,” the two marks being used on closely related items, namely, candy and 
popped popcorn. Cohen, Goldman & Co., Inc., 151 Ms.D. 666, 18 T. M. Rep. 249; 
Ex parte The Auto Grand Piano Co., 155 O. G. 307; R. H. Macy & Company v. 
New York Grocery Company, 50 App. D. C. 105, 267 F. 749, 1920 C. D. 201. 

The examiner noted that popped popcorn is often candied, in which case the 
goods of this applicant and of the registration would be very close indeed, both being 
confections. 

Applicant contends that the marks do not sound alike or have any similar 
meanings and their appearance is in no way similar in view of the fact that the word 
“Popjoy” in the registered mark appears on a background of an ear of corn. I am 
unable to agree with these contentions. Each mark contains precisely the same syl- 
lables, reversely arranged, so that each resembles the other to that marked extent, 
and the background of the ear of corn in the registered mark would be of little or no 
significance in the mind of the average purchaser of the respective commodities to 
which the marks are applied. It is therefore my conclusion that the decision of the 
examiner was correct and should be sustained. 






EX PARTE STEVENS WALDEN, INC. 


Commissioner of Patents—February 26, 1952 






TrapE-MarKs—CLass oF Goops—GENERAL 
Under 1946 Act, it is sufficient to preclude registration if similar marks have been 


previously registered for similar or related goods. 


Trape-MarKs—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Letters “WW,” enclosed in elipse, held confusingly similar to letter ‘““W,” in diamond 


shaped border, used on goods identical in nature, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Stevens Walden, Inc. Applicant 


appeals from refusal of registration, under 1946 Act. Affirmed. 
Charles R. Fay, of Worcester, Mass., for Applicant. 


K.uINncE, Assistant Commissioner: 
Applicant appeals from the decision of the Examiner of Trade-Marks refusing 


registration to the applicant, on the Principal Register of the Act of 1946, of the 
letters “WW” enclosed in an elipse as a trade-mark for socket wrenches. 

Registration was denied in view of prior registration No. 104,112, issued 
April 27, 1915, and renewed, for a mark consisting of the letter “W” enclosed in 
a diamond-shaped border. The goods disclosed in the registration include, among 
others, wrenches. The examiner considered the goods of the applicant and of the 
registrant to be substantially the same, if not identical. 

Comparing the marks, it was considered that the letters “WW” are the domi- 
nant portion of the applicant’s mark, the elipse being merely a subordinate feature. 
Likewise the dominant feature of the registered mark is the letter ““W,” the diamond 
border being similarly a subordinate feature. Thus, it was held that applicant’s 
notation “WW” is confusingly similar to the registrant’s mark “W”. 
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| 
Applicant contends that the goods of the parties are not identical even though 
they may be considered as goods of the same descriptive properties within the 
meaning of the trade-mark law. Under the Act of 1946 it is sufficient in a case of 


this kind if the goods are similar or related, and it is my opinion that here the 

goods are such as to be identical in nature. 
In view of the close similarity between the marks and the substantial identity of 

the goods, applicant is not entitled to register the mark disclosed in this application 

for the goods specified. Standard Laboratories, Inc. v. I. ]. Friedland (B-B Head- 

ache Powder Co., assjgnee, substituted), 78 U.S. P. O. 88, 613 O. G. 1096; Ex parte y 

Edward A. Bachman, 471 O. G. 716, 31 U.S. P. Q. 65; Wm. P. Goldman & Bros., i 

Inc. v. Goldstein & Goldstein, 211 N. Y. Supp. 872, 15 T. M. Rep. 540. ; 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE KOTZIN (2 Cases) 


Commissioner of Patents—February 26, 1952 














Trapve-Mark Act or 1946—-REGIsTRABILITY—SECTION 2(f) 
TrADE-MArKS—ACQUISITION OF RIGHTS—GENERAL 























(Case 1) On facts of record, including proof of distinctiveness, the words “Gold ly 
Rivet” held registrable, as trade-mark for trousers, dungarees and jackets, under Section hs 
2(f) of 1946 Act. ¥ 


(Case 2) On facts of record, gold-colored rivet, serving purpose of securing layers 


of fabric in garments, held not to function as a trade-mark. é 
TrapE-MArkKs—REGISTRABILITY—GENERAL Fy 
(Case 2) On facts of record, applicant's showing held insufficient to establish that Nv 
gold-colored rivets in garments had acquired or could acquire trade-mark significance bys 

to distinguish applicant’s goods. ie 

ia 

Appeal from Examiner of Trade-Marks. z 
Applications for registration of trade-marks by Tobias Kotzin, doing business Fi 

as A-1 Manufacturing Company. Applicant appeals from decisions refusing regis- id 
tration under Section 2(f) of 1946 Act. Reversed as to case 1, and affirmed in case 2. th 
John Flam, of Los Angeles, Cal., for Applicant. P 
KurncE, Assistant Commissioner: % 
(Case 1) Applicant appeals from the decision of the Examiner of Trade-Marks Y 
refusing registration of the words “Gold Rivet” as a trade-mark for trousers, 
dungarees and jackets. This application originally filed under the Act of 1905 was he 
subsequently converted to the Act of 1946, registration now being sought on the oe 
Principal Register under the provisions of section 2(f), reliance being had for proof 4 
of distinctiveness upon certain facts and certain circumstances hereinafter referred to. ri 
Registration was denied on the ground that the notation “Gold Rivet” which ‘i 
describes the color and type of fastening and reinforcing device used on applicant’s fa 
garments is incapable of indicating origin or of identifying and distinguishing % 
applicant’s goods from those manufactured and sold by others. The examiner = 


refers to the common and well-known practice in the work-clothing trade of 
employing various types of fastening devices, such as buttons, slide fasteners, rivets 
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and snap fasteners of a color contrasting with the color of the garment. Such 
devices merely serve a utilitarian or ornamental purpose and could produce no 
different effect upon the public mind. 

Applicant has submitted a number of affidavits, eight in all, and a number of 
exhibits in the form of various types of advertising including newspaper advertise- 
ments, counter displays and highways signs used in the advertising and selling of 
its goods. Affidavits by the applicant refer to advertising in trade papers and 
magazines of substantial circulation, various buyers’ guides and directories circulated 
to the trade throughout the country. These affidavits also list twenty-one radio 
stations which have advertised “Gold Rivet” jeans, and it is averred that approxi- 
mately $30,000 has been spent in advertising the mark over a period of some three 
years. There are also of record affidavits by those in the trade handling the appli- 
cant’s goods to the effect that customers in their stores identify and purchase the 
applicant’s goods by the name “Gold Rivet.” 

While it is unquestionably true that metal rivets are commonly used as fastening 
and reinforcing means on work clothes, in the form of either brass or copper 
rivets, proof of distinctiveness submitted in this case is believed to be sufficient to 
warrant registration of the applicant’s trade-mark “Gold Rivet” for the garments 
specified. 

The decision of the Examiner of ‘Trade-Marks is reversed. 

(Case 2) Applicant appeals from the decision of the Examiner of Trade-Marks 
refusing to register as a trade-mark for trousers, dungarees and jackets a gold-covered 
rivet under the provisions of section 2(f) of the Act of 1946. 

The rivet is illustrated on the drawing of the present application both in plan 
view and in side elevation with the legend “Gold Plated” associated therewith, to 
indicate the color thereof. Other descriptive matter on the drawing indicates that 
the device serves the purpose of securing fabric layers of a garment together. 
Registration was refused on the ground that applicant’s gold-colored rivet is believed 
to be incapable of functioning as a trade-mark to indicate origin or to identify and 
distinguish applicant’s garments from those manufactured and sold by others. It 
was held that the rivets in applicant’s garments are purely functional, and that the 
gold-colored heads thereof serve an ornamental purpose, so that the public would 
not regard such gold-colored rivets as devices which constitute a trade-mark. The 
examiner expressed the opinion that applicant has no right to preclude others from 
employing rivets as fastening devices on similar garments and coloring their rivet 
heads gold if they so desire. The following decisions were cited in support of the 
examiner’s views: In re Winchester Repeating Arms Co., 21 C. C. P. A. 1016, 69 
F. 2d 567, 21 U.S. P. Q. 120. Ex parte The American Pad & Textile Company, 
508 O. G. 847, 43 U.S. P. Q. 225. Ex parte Walker-Gordon Laboratory Co., 156 
Ms. D. 288 [20 T. M. R. 91], 156 Ms. D. 341. Ex parte Root Glass Co., 151 Ms. D. 
623. Ex parte The Thomas Manufacturing Co., 151 Ms. D. 838, 19 T. M. Rep. 19. 
In re Waterman, 34 App. D. C. 185, 152 O. G. 232. In re Vertex Hosiery Mills, 
Inc., 18 C. C. P. A. 725, 45 F. 2d 249, 7 U.S. P. Q. 252. 

In the Winchester Repeating Arms Co. case registration was refused for a gold- 
colored shift button on the trigger of a double-barrel shotgun because of its utilitarian 
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function. In The American Pad & Textile Company case a red hook attached to and 
forming part of the pad for a horse collar was considered not registrable, the device 
being merely the configuration of an integral part of the goods on which used. In 
the Walker-Gordon Laboratory case a silver-colored cap for milk bottles was refused 


registration on the ground that it is merely the color of part of the container for 
the goods. The other cases referred to above were of similar import and need not 
be discussed in detail. 
Applicant refers to certain exhibits and affidavits filed in copending application, 
Serial No. 488,961, in which appeal was taken and decision rendered of even date 
herewith. The affidavits and exhibits are here relied upon to establish that the gold 
rivet sought to be registered has acquired trade-mark significance. In regard to the 
gold color relied upon by the applicant to distinguish its rivets and in turn to dis- 
tinguish its goods from like goods of others, it is argued that while anyone can use ? 
rivets others should be precluded from encroaching upon applicant’s goodwill in 
view of the trade-mark significance of the specific gold color which is supposed to 
distinguish the applicant’s rivets from those of others. 

Applicant’s exhibits and affidavits have been carefully considered in connection 
with the present application, but I find the showing there made insufficient to estab- " 
lish ‘that applicant’s gold head rivets have acquired or could acquire trade-mark 
significance to distinguish the applicant’s goods in the mind of the public from like 
goods of others. It is therefore my conclusion that applicant’s gold-colored rivet 
does not function as a trade-mark and the decision of the examiner should be 
sustained. In this connection the recent case of Minnesota Mining @Manufacturing 
Co., 92 U.S. P. Q. 74, is of interest, involving the question of the registrability of ‘ 
an article of manufacture as a trade-mark on the Principal Register under Section Lb 
2(f) of the Act of 1946. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE HEVI DUTY ELECTRIC COMPANY 


Commisstoner of Patents—February 26, 1952 














Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 23 

TRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Multiple Unit” held generically descriptive of box-type muffle electric furnaces and . 

not registrable on Supplemental Register under 1946 Act. by, 
On facts of record, applicant held to have failed to establish secondary meaning. 


Appeal from Examiner of Trade-Marks. ik 
Application for registration of trade-mark by Hevi Duty Electric Company. i 
Applicant appeals from refusal of registration, on Supplemental Register, under 1946 ie 
Act. Affirmed. if 
John S. Brady, of Washington, D. C., for Applicant. 


K.InGE, Assistant Commissioner: 
Applicant appeals from the decision of the Examiner of Trade-Marks refusing Ks 
registration to the applicant of the notation “Multiple Unit” for box-type muffle P 
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electric furnaces. Registration is sought on the Supplemental Register of the Trade- 
Mark Act of 1946. 

Registration was refused on the ground that the words “Multiple Unit” are 
generically descriptive of the goods to which the mark is applied. The word “Unit,” 
the examiner found, is commonly used in the electrical trade as a generic designation 
for a type of electric furnace construction, special reference being had to the Thomas 
Register for 1948, section 6599 and section 6622 wherein appear the expressions 
“Both batch type and completely mechanized units” and “Small unit production,” 
respectively. The examiner also refers to applicant’s bulletin HD535 where on page 3 
some of applicant’s furnaces are partially defined by the statement “There are four 
heating units in the furnace, —.” On the same page is also an illustration with the 
notation “Front Head and Door Removed for Renewal of Units.” In view of such 
usage of the word “Unit” or “Units” the examiner found that the electrical trade 
in general and the applicant as well use the word “Unit” as merely the name desig- 
nation for a type of electrical furnace, which is conclusive that the word is generically 
descriptive of the goods. 

As to the word “Multiple,” it was the examiner’s view that this word is used to 
modify the word “Unit” in a purely descriptive sense and adds nothing to the regis- 
trability of the applicant’s mark. Reference to the use of both “Multiple” and 
“Units” is also found in the EMF Electrical Year Book for 1923, page 639, describing 
the arrangement of heating elements in units or in separate units. “Multiple section 
ovens” are also referred to therein. 

Subsequent to the writing of the Examiner’s Statement in this case several affi- 
davits and exhibits were filed on applicant’s behalf to show that the mark is widely 
recognized in the trade as designating origin of the applicant’s goods. The examiner 
considered, but found this showing by the applicant unconvincing. 

Applicant also refers in the brief to its registration under the Act of 1920, cer- 
tificate No. 214,702, registered June 29, 1926, and states that it has enjoyed exclusive 
use of the mark from February, 1912 to the present. 

While it may be true, as argued in applicant’s brief, that words which are not 
in themselves valid trade-marks may become associated with the goods of a partic- 
ular manufacturer and acquire a secondary significance denoting a product of 
that manufacturer and thus acquire trade-mark significance and be entitled to 
protection, in a proper case, it is considered that the evidence here submitted is not 
sufficient to establish that the mark sought to be registered has acquired a secondary 
meaning. Applicant’s mark generally denotes the very nature and type of electric 
furnace to which it is applied and as such is generically descriptive thereof. Appli- 
cant’s 1920 Act registration is of no significance in this connection. The word 
“Unit,” as used in applicant’s mark, designates no more than what the word ordinar- 
ily implies in the field of electrical appliances, and the word “Multiple” is obviously 
clearly descriptive as here used. The two words used together have an equally 
obvious significance. In addition to the above considerations, the patent to Myers 
No. 2,207,634, July 9, 1940, refers on page 1 to a “multi-section heating unit”; 
in the patent to Travers No. 2,292,178, August 4, 1942, reference is made to 
“multiple element heater units”; and similarly in the patent to Weber No. 2,541,314 
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of February 13, 1951, reference is found to “a multipart upper heating unit.” It 

thus appears that applicant’s mark is but a simple contraction of expressions which 

others have found occasion, or possibly the necessity, to use and it is, in my opinion, 

clearly generically descriptive, being a combination of words which others have 

used for the same purpose as the applicant, to denote a multiplicity of units. 
The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE HERCULES FASTENERS, INC. 
Commissioner of Patents—February 28, 1952 


TraDE-Mark Act or 1946—REGIsTRABILITY—SEcTIONS 2(f) AND 6 
TRADE-MARKS—REGISTRABILITY—GENERAL 

On facts of record, application held not filed under Section 2(f) and not in proper 
form for registration under Section 2(f) and therefore Section 6 applies requiring dis- 
claimer of descriptive feature of composite mark. 

Section 2(f) of 1946 Act provides for registration of any mark which has become 
distinctive of applicant’s goods in commerce, except those expressly excluded by Sections 
2(a) through 2(d). 

Whether a mark consists of or comprises descriptive matter is of no particular con- 
cern under Section 2(f). 


TrRADE-MarKks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Fastie” held descriptive of tube sealing machines, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Hercules Fasteners, Inc. Appli- 
cant appeals from refusal of registration, on Principal Register, under 1946 Act. 
Affirmed. 

John L. Seymour, of New York, N. Y., for Applicant. 


KLINGE, Assistant Commissioner: 


Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration of the applicant’s mark “Fastie” and design, for “tube sealing machines 
which apply barrel fasteners, sometimes called eyelet fasteners, to seal the ends of 
flexible tubes.” The notation ‘“Fastie” appears on the drawing in black letters super- 
imposed upon a background comprising the ends of three tubular elements each 
having a fastener attached to the end thereof, all superimposed upon a fanciful 
black and white background of circular form. According to the statement filed with 
the application, registration is sought on the Principal Register in accordance with 
the Act of July 5, 1946. 


Registration was refused on the Principal Register by the examiner in the 
absence of a disclaimer of the notation “Fastie” which the examiner considers to be 
descriptive, said notation being the phonetic equivalent of “fast tie’ which is de- 
scriptive of the characteristics of the goods in that the machines are designed to 
make fast ties in the preparation of artificial casings for sausage stuffing. The nota- 
tion ‘‘Fastie” having thus been held to be descriptive of the character of the goods, 
the examiner required that the descriptive notation “Fastie” be disclaimed. 
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While the application as presented does not so indicate, applicant states in the 
brief that the mark was presented for registry under section 2(f) of the statute. 
Applicant relies upon an affidavit apparently filed in this application to show that 
the mark has become distinctive of the goods. If, as the applicant states, the appli- 
cation is presented for registry under the provisions of section 2(f) of the statute, 
then the issue thus presented is an entirely different one from that presented in 
this appeal by the examiner. However, the applicant has raised several points in 
regard to the question of whether the mark is registrable on the Principal Register 
without reliance on section 2(f) or under the provisions of section 2(f) thereof and 
these points will be briefly discussed. 

The first question presented by the applicant is whether the decision of the 
examiner, requiring disclaimer of a word conceded to be descriptive for the purposes 
of this discussion, is proper under the statute. Assuming that registration is here 
sought on the Principal Register of the Act of 1946 without recourse to the pro- 
visions of section 2(f) thereof, (and the “Statement” in the application shows that 
it is) and assuming that the notation “Fastie” is descriptive, then section 6 of that 
Act would apply where, as here, the mark is otherwise registrable on the Principal 
Register. 


Considering next the question of descriptiveness of the notation ‘‘Fastie,” appli- 
cant ventures to suggest that when the word is first seen the second syllable would 
be pronounced to rhyme with the second syllable of the name “Hattie” and it is 
submitted that most people would so pronounce it. This suggestion is not convincing. 
In its advertising applicant refers to the “tie” which the fastener makes when ap- 
plied by the machine, the verb “tie” in its transitive form being defined under the 
second definition in Webster’s New International Dictionary, Second Edition, as “to 
unite or join firmly; to connect.” The notation “Fastie” obviously connotes that 
which ties or fastens quickly, and it is entirely clear from the applicant’s advertising 
that such is the intended meaning of the notation since it is stated that applicant’s 
machine does casing-end ties two to three times faster than human hands. Thus 
the applicant refers to the operation of its machine in terms of the broad definition 
of the word “tie.” 


In regard to the registration of a descriptive word or term under section 2(f) 
of the statute, applicant argues that the mark here sought to be registered does not 
“consist” of a mark which is merely descriptive, as section 2(e) of the statute is 
worded, because in addition to the notation “Fastie” there is also a fanciful design 
associated therewith so that the mark as a whole does not “consist” of a mark which 
is merely descriptive in the sense that it consists merely of the notation to the ex- 
clusion of the remainder of the mark sought to be registered. 


It may be here pointed out that section 2(f) is in no way limited to the 
registration of marks described in section 2(e), but provides for the registration 
of any mark which has become distinctive of the applicant’s goods in commerce, 
excepting of course those expressly excluded in paragraphs (a), (b), (c) and (d), 
not here pertinent. Whether a mark consists of or comprises descriptive matter 
is of no particular concern in so far as the scope of section 2(f) is concerned. 
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Since the application is not in proper form for registration of the mark under 
section 2(f) and was not filed under this section of the Act and was not so con- 
sidered by the examiner, the affidavit filed in this case by applicant’s president 
is not pertinent and need not be considered. 

The decision of the examiner holding that the mark is unregistrable on the 
Principal Register, as the application now stands, without a disclaimer of the 
notation “Fastie” is affirmed. 


EX PARTE SAN FRANCISCO BREWING CORPORATION 
Commissioner of Patents—February 28, 1952 





TrapE-Mark Act or 1946—REGISTRABILITY—SECTION 23 
TRADE-MarKS—REGISTRABILITY—GENERAL 
Slogan to be registrable on Supplemental Register, under Section 23 of 1946 Act, 
must be capable of distinguishing applicant’s goods. 
Capability of a mark to distinguish applicant’s goods in commerce may be an acquired 
characteristic. 
TrRADE-MarKs—Marks INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Phrase “A Truly Fine Pale Beer,” held incapable of distinguishing applicant’s beer. 
TRADE-MARKS—PLEADING AND PracTiICcE—GENERAL 
Duty of presenting all facts bearing upon registrability of mark is upon applicant. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by San Francisco Brewing Corpora- 
tion. Applicant appeals from refusal to register slogan, under 1946 Act. Affirmed. 
Naylor & Lassagne, of San Francisco, Cal., for Applicant. 


KLINGE, Assistant Commissioner: Ny 
Applicant appeals from the decision of the Examiner of Trade-Marks refusing E 
'% 


registration to the applicant of the slogan “A Truly Fine Pale Beer”, used for beer. 

Refusal to register the notation is predicated upon the ground that the afore- 
mentioned notation is nothing more than a puffing or laudatory expression which 
functions merely to convey information to purchasers regarding the quality of f 
applicant’s beer and is therefore incapable of distinguishing the applicant’s goods in iy 
trade. As displayed upon the specimens of record, it was the examiner’s belief that 
the purchasing public would regard the legend “A Truly Fine Pale Beer” as adver- 
tising matter, rather than as a mark of the applicant. 

As correctly pointed out by the examiner in his statement, a slogan to be reg- 
istrable on the Supplemental Register under section 23 of the Act of 1946 must be 
capable of distinguishing the applicant’s goods. The question here presented is 
whether or not applicant’s slogan is capable of performing that function. While it is 
true, as the applicant argues, that the capability of a mark to distinguish an appli- 
cant’s goods in commerce may be an acquired characteristic, there is no evidence in 
this record to indicate such capability on the part of the slogan here sought to be 
registered, and it is my view that the very nature of the phrase “A Truly Fine Pale 
Beer” is such that it is incapable of distinguishing the applicant’s goods in commerce 
as the examiner held, but on the contrary, is an expression of opinion which others 
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may employ with equal right to express their sound belief in the quality of the 
product sold. With this view of the matter, it is of little importance that the slogan 
is presented for registration under the current Act of 1946, which specifically pro- 
vides for the registration of slogans, since the basis for refusal to register the appli- 
cant’s mark is not that slogans as a class are not registrable, but whether the slogan 
here presented is capable of distinguishing the applicant’s goods in commerce. It is 
my view that it is not. The B. F. Goodrich Company, 91 U.S. P. Q. 293, (Petition 
for reconsideration, 92 U.S. P. Q. 148) ; Compania “Ron Bacardi,” S. A. v. Ronrico 
Corporation, 171 Ms. D. 614, 83 U.S. P. Q. 473; Ex parte Horn & Hardart Baking 
Co., 624 O. G. 1257, 88 U.S. P. Q. 27; Ex parte Chevy Chase Dairy, 5 U.S. P. Q. 
260; Ex parte Nash Coffee Company, 1926 C. D. 84, 352 O. G. 781, 16 T. M. 
Rep. 93. 

Applicant urges that the examiner erred in failing to afford the applicant an 
opportunity to present evidence as to whether the notation sought to be registered 
is capable of distinguishing the applicant’s goods. Applicant states that it made an 
offer of proof to establish that the notation functions as a trade-mark, but that the 
examiner neither expressly accepted nor rejected applicant’s offer of proof, and 
thereby “shut the door” to evidence bearing on that fact issue. The record of this 
case shows that it was not until after the third rejection of the applicant’s mark 
by the examiner that the applicant stated that it is “prepared to show, if proof there- 
of be required, that the slogan herein sought to be registered is applied to its con- 
tainers; is employed in newspaper advertising; is employed on billboard advertising ; 
is employed in frequent radio advertisements, and is employed in many other media 
common to the trade.” The examiner has no authority to require the submission of 
such a showing nor is it incumbent upon the examiner to invite the same. The duty 
of presenting all the facts bearing upon the registration of a mark is upon the appli- 
cant, and he has no right to complain that the examiner has failed to consider that 
which has not been presented, much less require of the applicant something of which 
he has no knowledge. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE ADA MILLING COMPANY 
Commissioner of Patents—March 6, 1952 


TrapvE-Marks—Worps INCAPABLE OF ExcLusivE APPROPRIATION—DESCRIPTIVENESS 
“Startgrolay” held descriptive of poultry feed composition, under 1946 Act. 


TRADE-MArKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Startgrolay” held confusingly similar to ““Lay-an-Grow,” 


1946 Act. 


used on similar goods, under 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Ada Milling Company. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for Applicant. 
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Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register on the Principal Register of the Trade-Mark Act of 1946 the mark 
“Startgrolay” for poultry feed composition. 

The examiner has refused registration on the ground that the mark is gener- 
ically descriptive of the goods and not capable of distinguishing applicant’s goods. 
The term “Startgrolay” is a combination of the words “start,” “grow,” phonetically 
spelled, and “lay.” These words, in adjectival form, are commonly used to indicate 
various types of feed used in the raising of poultry. As applied to applicant’s goods 
the mark merely indicates that the feed in connection with which it is used is 
intended for or claimed to be a starting feed, a growing feed, and a laying feed. The 
applicant does not appear to deny the Examiner’s Statement that starting, growing, 
and laying are commonly used to indicate various kinds of feeds, which is borne out 
by the literature relating to raising of poultry, for example, see: 

Food and Life, Yearbook of Agriculture, 1939. U. S. Dept. of Agriculture, pages 
805, 835, 836. 


Handbook for Better Feeding of Livestock, U. S. Dept. of Agriculture, Miscel- 
laneous Circular 12, 1947. Page 54. 


Nutritive Requirements and Feed Formulas for Chickens. U. S. Dept. of Agri- 
culture, Circular No. 788, Feb. 1948. Pages 14, 15, 17, 24, 25. 


Farm Poultry Raising. U. S. Dept. of Agriculture, Farmers Bulletin No. 1524, 
1948. Pages 15, 16. 


The cited pages of these references show the common use of the words “starting,” 
“srowing,”’ and “laying” as the names of particular types of feeds for poultry. 
The mark is obviously descriptive and unregistrable on the Principal Register on 
this ground. The mere juxta-position and phonetic spelling do not create registra- 
bility. And the use of the words in the trade also suggests that the words are 
generic and common to the trade. 

The examiner has also refused registration on the basis of a prior registration 
under the Act of 1920, which discloses “Lay-an-Grow” for use on poultry food. 
Applicant’s mark incorporates the dominant parts of the reference mark and is 
considered unregistrable thereover, since registration is sought on the Principal 
Register. 

The decision of the examiner is affirmed. 
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